ISSN 1302-9215

Yil:23-Cilt: 24
Say1:2022/1

ANKARA BAROSU FiKRi MULKIVET VE REKABET HUKUKU DERGISI







FITIR

FIKRI MULKIVET VE REKABET HUKUKU DERGISI

Yil:23 Cilt:24

Ankara Barosu yayinidir

FITIR

JOURNAL OF INTELLECTUAL PROPERTY AND COMPETITION LAW

Year:23 Volume:24

published by Ankara Bar Association



YABANCI MAHKEME KARARLARI

Hazirlayanlar:

Zeynep Cagla USTUN* - Dilan Sila KAYALICA**

* Avukat / Ankara Barosu.

**  Avukat / Ankara Barosu.



YABANCI MAHKEME KARARLARI

Avrupa Birligi Adalet Divan’nin Karistirilma IThtimaline iligkin
T-559/20 sayili Yadex International v. EUIPO - Siitas Siit Uriinleri
(PINAR Siizme Peynir) Karari

AVRUPA BiRLiGi ADALET DiVANI GENEL MAHKEME’SiNiN
(ALTINCI DAIRE) KARARI

20 Ekim 2021
(TURKCE TERCUME METNI)
DAVANIN KONUSU:

(AB markasi — Itiraz islemleri — Avrupa Birligi’ni belirten uluslararasi
tescil — Pinar Siizme Peynir sekil markasi— Daha dnceki sekil markasi Stizme
Peynir — Nispi ret nedeni — karigtirilma ihtimali — 2017/1001 sayili (AB)
Tiiziikiin 8(1)(b) maddesi)

DAVA NO : T559/20,

TARAFLAR

BASVURAN

Yadex International GmbH, Frankfurt am Main (Almanya)'de kurul-

mustur ve Av. N. Johnson tarafindan temsil edilmektedir ve karsisinda

Avrupa Birligi Fikri Miilkiyet Ofisi (EUIPO), vekil sifatiyla A. Folliard-
Monguiral tarafindan temsil edilmektedir.

DAVALI

EUIPO Temyiz Kurulu nezdindeki yargilamanin diger tarafi, Genel Mah-
keme huzurunda miidahil, Bursada (7zirkiye) kurulan Siitag Siit Uriinleri
A.S.dir ve Av. O. Ruhl tarafindan temsil edilmektedir.

DAVA

Siitas Siit Uriinleri ile Yadex International arasindaki itiraz islemlerine
iliskin EUIPO Birinci Temyiz Kurulu'nun 2 Temmuz 2020 tarihli kararina
(Dava R 2127/2019-1) kars1 agilmugtur.
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MAHKEME

AVRUPA BIRLiGI ADALET DiVANI GENEL MAHKEME’SININ
(ALTINCI DAIRE)

Bagkan A. Marcoulli

Hakimler C. Iliopoulo ve R. Norkus (raportér) den tesekkiil etmektedir.
Yazi isleri memuru: E. Coulon,

DAVA SURECI:

7 Byliil 2020 tarihinde Mahkeme'nin Yazi Isleri’ne ibraz edilen basvuru,
22 Subat 2021 tarihinde EUIPO tarafindan Mahkeme'nin Yazi [slerine

ibraz edilen cevap,

24 Subat 2021 tarihinde miidahil tarafindan Mahkeme’nin Yazi Isleri'ne
sunulan cevap,

T-559/20 ve T-560/20 sayili davalarin birlestirilmesine yonelik bagvuru-
nun reddine iliskin 31 Mart 2021 tarihli karar,

Taraflarca, yazili usuliin sona erdiginin bildiriminden itibaren 3 haftalik
stire icinde durugma talep edilmedigi goz oniine alinarak; Genel Mahkeme'de
Uygulanacak Usul Kurallar'nin 106(3) maddesi uyarinca sozlii yargilama
yapilmadan agagidaki hitkmiin kurulmasina karar verildi.

Uyusmazliga Konu Olan Olaylar

1. 9 Kasim 2017 tarihinde bagvurucu Yadex International GmbH,
Diinya Fikri Miilkiyet Ofisi (WIPO) nin Uluslararasi Biirosu'ndan
1394295 numarali Avrupa Birligi'ni belirten uluslararasi tescilini
almisur. (O] 2017 L 154, sayfa 1).

2. Asagida gosterilen isaret Avrupa Birligi'ni belirten uluslararas: tescilin
konusunu olusturmaktadir:

L P
PINAR
ALY

Sikzwme
Peynir
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Tescili istenen mallar, 15 Haziran 1957 Tarihli Markalarin Tescil
Amaglarmna Iliskin Mal ve Hizmetlerin Siniflandirilmast Hakkinda
Nice S6zlesmesi’nin revize ve tadil edilmis metnine gére 29. Sinifta
yer almakradir ve su sekilde tarif edilmistir: ‘zereyags; tereyags kremas;
kesilmis siit; siit bazli tatlilar; soslar [siit iiriinleri]; siit jiriinlerinden
elde edilmis olan az yagli ekmege siiriilebilir iiriinler; krem peynir;
yogurt; yogurt bazly icecekler; peynir; peynir bazls soslar; beyaz pey-
nir; sert peynir; peynir karisimlary; kefir [siit bazli icecek]; margarin;
stit; stit kremalar: [yogurt]; siit veya siit iceren icecekler; siitten elde
edilen diriinler; yemeklerde kullanim igin siit tozu; milkshakeler;
kesik siit suyu; siit diviinleri; kuark; krema [siit iiriinleri]; yemeklik
swz yaglar; yemeklik kat: yaglar; soya siitii [siit yerine gegen]; piring
stitii [siit yerine gegenler| .

Marka bagvurusu, 23 Mart 2018 tarihinde 58/2018 sayili Avrupa
Birligi Marka Biilteni’nde yayinlanmustur.

20 Temmuz 2018 tarihinde, miidahil Siitas Siit Uriinleri A.S.,
2017/1001 sayilt YonetmeliK'in 196. Maddesi ile baglantili olarak,
ayni yonetmeligin 46.maddesi uyarinca, yukarida 3. paragrafta
belirtilen tiim mallar bakimindan bagvurulan markanin tescili icin
itiraz dilekgesi sunmustur.

[tiraz, 29. sinifta yer alan mallar Gizerinde 21 Mart 2013’te tescil
edilmis ve ozellikle asagidaki agiklamaya karsilik gelen, 1161474 sayili
asagida gosterilmis olan sekil markasinin Avrupa Birligi’ni belirten
daha 6nceki uluslararast tesciline dayanmaktadur: ‘siiz ve siit iiriinleri
yani, siit, peynir, yogurt, ayran (yogurttan iiretilen icecek), krema,
stit tozu, siit bazli icecekler, siit bazli meyve iceren igecekler, kefir
(siit bazl icecek), yenilebilir st ve kati yaglar, tereyag:, margarin’.

[tiraza dayanak olarak gosterilen gerekge, 2017/1001 sayili
YonetmeliK'in 8(1)(b) maddesinde yer almaktadir.

23 Temmuz 2019°da Itiraz Birimi, esas itibartyla, s6z konusu mallar
bakimindan bir karistirilma ihtimalinin meveut oldugunu séyleyerek
itirazt onaylamistir.

23 Eyliil 2019°da basvuru sahibi, bu karara kargi 2017/1001 sayili
Yonetmelik’in 66-71 maddeleri uyarinca EUIPQO’ya temyiz bagvu-
rusunda bulunmustur.
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10. EUIPO’nun Birinci Temyiz Kurulu, 2 Temmuz 2020 tarihli karariyla
(‘itiraz edilen karar’) temyiz istemini reddetmistir. Ozellikle, Temyiz
Kurulu, buradaki ilgili kamuoyunun dikkat seviyesi ortalamanin
altinda olan Avrupa Birligi'ndeki halk olduguna karar vermistir.
[tiraz Departmant’nin yaklagimint takiben ve usul ekonomisini
gdz oniinde bulundurarak, Temyiz Kurulu karistirilma ihtimalini
tiiketicinin Ingilizce konusan kism1 yani Irlanda, Malta ve Birlesik
Krallik’ta yer alan halk agisindan degerlendirmenin uygun olacagina
karar vermistir. Ikincil olarak, s6z konusu mallarin ayni, olduke¢a
benzer ve benzer olduklarini tespit etmistir. Ugiincii olarak; Temyiz
Kurulu s6z konusu isaretlerin gorsel ve isitsel olarak ortalama bir dere-
cede benzer olduklarina karar vermistir. Kavramsal olarak, Temyiz
Kurulu s6z konusu isaretlerde yer alan kelime unsurlarinin Ingilizce
konusan halkin énemli bir kismi nezdinde bir anlam ifade etmedi-
gini ve daha 6nceki markada bulunan tanimlayici bir sekil unsuru
temelinde kavramsal bir farklilik kurulmayacagini tespit etmistir.
Her haliikarda, Temyiz Kurulu’'na gore isaretlerden yalnizca biri bir
kavrami ¢agristrdigy icin s6z konusu isaretler benzer bulunmamistir.
Dérdiincii olarak; Temyiz Kurulu 6nceki tarihli markanin normal
diizeyde esastan ayirt edicilige sahip oldugunu tespit etmistir. Buna
gore, Temyiz Kurulu, soz konusu isaretler arasinda 2017/1001 sayilt
Yonetmelik'in 8(1)(b) maddesi uyarinca karigtirilma ihtimalinin var
olduguna karar vermistir.

Talepler

11. Bagvuru sahibi, Mahkemenin asagidaki hususlarda karar vermesi
gerektigini iddia etmektedir:

— Itiraz edilen kararin iptali ve Itiraz Departmant’nin 23 Temmuz
2019 tarihli kararina kargt, 23 Eyliil 2019 tarihli temyiz talebinin
kabul edilmesi

— Masraflarin, temyiz talebi siirecinde olusanlar dhil olmak iizere,
miidahil tarafindan 6denmesi.

12. EUIPO, Mahkemenin agagidaki hususlarda karar vermesi gerektigini

ileri stirmektedir:

— Basvurunun reddi,
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13.

— EUIPO’ya ait masraflarin bagvurucu tarafindan 6denmesi.
Miidahil, Mahkemenin asagidaki hususlarda karar vermesi gerek-
tigini ileri siirmekeedir:

— Bagvurunun reddi,

— Masraflarin bagvurucu tarafindan 6denmesi.

Uygulanacak Hukuk Kurallar:

14.

15.
16.

17.

126

Bagvuru sahibi, yalnizca 2017/1001 sayili Yonetmelik'in 8(1)(b)
maddesinin ihlal edildigi yoniinde savunma yapmistir. Ozellikle,
bagvuru sahibi ilgili halkin tanimina, s6z konusu isaretler arasindaki
benzerligin ve 6nceki markanin ayirt ediciliginin degerlendirilmesine
ve bunlarin yani sira Temyiz Kurulu'nun, karistirilma ihtimalinin
varliginin degerlendirmesi sirasinda, daha 6nceki bulgularindan
ortaya ¢tkan sonuglara itiraz etmistir.

EUIPO ve miidahil, basvuru sahibinin iddialarina itiraz etmistir.

2017/1001 sayili YonetmeliK’in 8(1)(b) maddesine gore, daha dnceki
markanin sahibinin itirazi tizerine, marka bagvurusu daha 6nceki bir
marka ile 6zdesligi veya benzerligi ve markanin kapsadigt mal veya
hizmetlerin 6zdesligi veya benzerligi nedeniyle daha 6nceki marka-
nin korundugu bolgedeki tiiketici nezdinde marka bagvurusu tescil
edilmemelidir. Karistirilma ihtimali, 6nceki markayla iliskilendirilme
ihtimalini de igermektedir. 2017/1001 sayili Yonetmelik'in 196(1)
maddesi uyarinca, Avrupa Birligi'ni belirten uluslararas: tescil, AB
marka bagvurulariyla ayni sekilde itiraza tabi olacakur.

Yerlesik ictihata gore, kamunun soz konusu mal/hizmetlerin ayni
tesebbiisten veya ekonomik olarak baglantili tesebbiislerden geldigine
inanmast riski karigtirilma ihtimalini olusturmaktadir. Yine ayni
ictihat uyarinca, ilgili kamuoyunun s6z konusu isaretler ve mal/
hizmetler tizerindeki algisina gore ve 6zellikle isaretlerin benzerligi
ile kapsanan mal veya hizmetlerin arasindaki birbirine baglilik olmak
tizere davanin kosullariyla ilgili tiim fakedrler dikkate alinarak karig-
trilma ihtimali genel olarak degerlendirilmelidir. (Bkz. 9 Temmuz
2003 tarihli karar, Laboratorios RTBv OHIM — Giorgio Beverly
Hills (GIORGIO BEVERLY HILLS), T162/01, EU:T:2003:199,
30 ila 33.paragraflar ve anilan ictihat).
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18. 2017/1001 sayili Yonetmelik'in 8(1)(b) maddesinin uygulanmas:
icin, karistirllma ihtimali hem marka isaretlerinin ayni veya benzer
oldugunu hem de kapsadiklari mal veya hizmet siniflarin ayni veya
benzer oldugunu varsaymakrtadir. Sayilan bu sartlar kiimiilatiftir
(Bkz. 22 Ocak 2009 taribli karar, Commercyv OHIM — easyGroup
IP Licensing (easyHotel), T316/07, EU:1:2009:14, paragraf 42 ve
antilan ictibhat).

Halkin ilgili Kesimi

19. ktihatlar uyarinca, karigtirilma ihtimalinin genel degerlendirilmesi
yapilirken ilgili tirtiniin makul 6l¢tide bilgili ve gozlemci, ihtiyatlt
olan ortalama tiiketicisi dikkate alinmalidir. Ortalama bir tiiketicinin
dikkat seviyesinin soz konusu mal veya hizmet sinifina gore degisiklik
gosterebilecegi de unutulmamalidir (Bkz. 13 Subat 2007 taribli
karar, Mundipharma v OHIM — Altana Pharma (RESPICUR),
1256/04, EU:T:2007:46, paragraf 42 ve anilan ictihat).

20. Somut olayda, Temyiz Kurulu, 6nceki tarihli marka Avrupa Birligi'ni
belirten bir tescile sahip oldugu siirece, ilgili bolgenin Avrupa Birligi
olduguna karar vermistir. Ancak, Temyiz Kurulu usul ekonomisi
nedeniyle karistirilma ihtimalini ilgili bolgenin Ingilizce konusan
halki yani Irlanda, Malta ve Birlesik Krallik bazinda degerlendirme-
nin uygun olacagina karar vermistir. Temyiz Kurulu, halkin mahi-
yeti ve dikkat diizeyi ile ilgili olarak, s6z konusu mallarin giinliik
tiiketim mallari olmasint ve ucuz olmalarini gz oniinde tutarak,
ilgili kamuoyunun dikkat seviyesi ortalamanin altinda olan halktan
olustuguna kanaat getirmistir.

21. Bagvuru sahibi, Temyiz Kurulu'nun, ilgili halkin Avrupa Birligi bolge-
sinde yer alan halkin ortalama tiiketicilerinden olustugu yoniindeki,
itiraz edilen karar i¢in 18 ve 19. paragraflardaki degerlendirmesine
itiraz etmemektedir. Bununla beraber, ilgili halkin dikkat diizeyini
actkea sorgulamamakla birlikte, bagvuru sahibi Temyiz Kurulu'nun
ilgili halkin ortalama dikkat diizeyine sahip oldugunu séyleyerek
hakli bir degerlendirme yaptigint ileri siirmektedir. Ayrica, bagvuru
sahibi Temyiz Kurulu'nun karistirilma ihtimali degerlendirmesinde
benimsedigi, ilgili halka ait olan dilsel profil ile iliskili olarak bir

yanilgiya diistiigiinii iddia etmektedir. Uzerinde “siizme peynir”
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22.
23.

24.

25.

26.

128

ibaresi tastyan mallar sadece Avrupa Birligi’ndeki Tiirk¢e konugan
titketicilere yonelik olacaktr. Bununla birlikte, bagvuru sahibine
gore, bu tirtinler yalnizca, ozellikle Tiirkleri ve Tiirk¢e konusan
topluluklari hedef alan etnik pazarlarda sunulmakeadir.

EUIPO ve miidahil, bagvuru sahibinin iddialarina itiraz etmistir.

Oncelikle, kamunun ilgili kesiminin dil profile bakimindan, Temyiz
Kurulu’'nun tespit ettigi gibi, 6nceki tarihli sekil markasinin ulus-
lararasi tescili Avrupa Birligi’ni kapsadigindan dolay: ilgili bolge
tiim Avrupa Birligidir. Bu nedenle ilgili kamuoyunu sadece AB'de
bulunan Tiirk¢e konusan topluluklarla sinirlamak uygun degildir
clinkii Tiirkge konusan toplulukta bir karigtirilma ihtimali yarat-
mamast, Tiirk¢e konugmayan toplumun geri kalaninda, bu tiir bir
karigtirilma ihtimalinin dogabilecegi olasiligini ortadan kaldirmaz.
(Bu baglamda bkz. 10 Mart 2016 taribli karar, LG Develop-
pement v OHIM — Bayerische Motoren Werke (MINICARGO),
T160/15, yayinlanmad:, EU:T:2016:137, paragraf 19).

Temyiz Kurulu'nun degerlendirmesini Ingilizce konusan halk nez-
dinde yapacak olmasi kararina iliskin olarak, yerlesik ictihatlara
gore, bir AB markasinin tescilinin reddedilebilmesi i¢in Avrupa
Birligi’nin bir boliimiinde bulunan, 2017/1001 sayilt Yonetmelik
8(1)(b). maddesi anlaminda nispi ret gerekgelerinin varliginin yeterli
oldugu unutulmamalidir (Bkz. 14 Aralik 2006 tarihli karar, Mast-
Jagermeister v OHIM — Licorera Zacapaneca (¢erceveli VENADO
ve digerleri), T81/03, 1T82/03 and T103/03, EU:1:2006:397,
paragraf 76 ve anilan i¢ctihat). Bunlardan da anlagildigs tizere, usul
ekonomisi nedenlerinden dolay1, Temyiz Kurulu, karistirilma ihti-
malinin degerlendirmesini yapmay1 Ingilizce konusan halk bazinda
sinirlandirabilmistir.

Bagvuru sahibinin, halkin ilgili kesiminin Tiirk¢e konusan tiiketici-
lerden olustugunu iddia eden hi¢bir argiimani, Temyiz Kurulu'nun
onceki paragraflarda yer alan bulgularinin yerindeligini sorgulatamaz.

[lk olarak, basvuru sahibinin, ‘sizme peynir’ ibaresini tastyan tirtin-
lerden sadece Avrupa Birligi'ndeki Tiirk¢e konusan tiiketicilerin
hedef alinacag yoniindeki argiimani konusunda, su sdylenmelidir
ki; ‘PINAR siizme peynir markasinin tescil bagvurusunda yer alan
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ifadesinde, s6z konusu mallarin miinhasiran Tirklere ve Tiirkce
konugan miisteri kitlesine yonelik oldugunu gosterir nitelikte bir sey
yer almamaktadir. Bu bagvuruda mallart beliremek igin kullanilan
genel terimler, bunun yerine, bu mallarin gida tirtinlerinin normal,
ortalama miigteriler i¢in tasarlandigini gostermekeedir (Bu baglamda,
bkz. 25 Kasim 2003 tarihli karar, Oriental Kitchenv OHIM — Mou
Dybfrost (KIAP MOU) ), T286/02, EU:T:2003:311, paragraf 32).

27. Ayrica, ‘siizme peynir kelimesinin Tiirk¢e konusan toplum nezdinde
anlamli olmasi, PINAR Siizme Peynir sekil markasinin tescil bas-
vurusu tarafindan hedeflenen belitli bir tiiketici sinifini belirlemek
ve tanimlamak i¢in yeterli degildir. (Bu baglamda, bkz. 25 Kasim
2003, Oriental Kitchen v OHIM — Mou Dybfrost (KIAP MOU),
1286/02, EU:T:2003:311, paragraf 33).

28. Her haliikirda, bu gida triinlerinin belirli bir tiiketici grubunun
damak zevkine gore tiretilmis olsa bile, bu tiriinlerin AB tiye dev-
leti tilkelerinin halk: tarafindan begenilmesini ve satin alinmasini
engelleyecek bir durum s6z konusu degildir.

29. Ayrica, bagvuru sahibinin, ‘siizme peynir’ adini tagtyan tirtinlerinin
ozellikle Tiirkleri ve Tiirk¢e konusan topluluklar: hedef alan etnik
pazarlarda miinhasiran sunulacagi yoniindeki iddiasina iliskin olarak
ve bu iddianin mesnetsiz niteligi bir yana birakilarak, unutulma-
malidir ki; markalarin kapsadigt mal siniflarindaki belirli pazarlama
yontemleri zamanla degisiklik gosterebileceginden ve bu markalarin
sahiplerinin isteklerine bagli oldugundan, kamu yarari amaciyla, iki
marka arasindaki karistirilma ihtimalinin olasi degerlendirmesi yani
ilgili kamuoyunun s6z konusu mallarin ticari kokenine iligkin yanlis
yonlendirme riskine maruz kalmamasi, uygulansin veya uygulanma-
stn marka sahiplerinin ticari amaglarina bagli olamaz ve dogasi geregi
subjektiftir.(12 Ocak 2006 tarihli karar, Devinlecv OHIM — TIME
ART (QUANTUM), T147/03, EU:T:2006:10, paragraf 104).

30. Yukaridakilerden, bagvuru sahibinin, halkin ilgili kesiminin yalnizca
Tiirkge konusan tiiketicilerden olustugu iddiasinin asilsiz oldugu
anlasilmaktadir.

31. Ikincisi, halkin ilgili kesiminin dikkat diizeyine iliskin olarak, bas-
vuru sahibinin, Temyiz Kurulw'nun halkin ilgili kesiminin dikkat

FMR 2022/1 129



YABANCI MAHKEME KARARLARI

32.

33.

diizeyinin s6z konusu mallar bakimindan ortalama olduguna karar
vermesi yoniindeki savinin itiraz edilen kararin yanls okunmasina
dayandigina dikkat gekilmelidir. Ilgili Temyiz Kurulu kararinin
18. paragrafindan, Temyiz Kurulu'nun halkin ilgili kesiminin dik-
kat diizeyini ortalama degil, ortalamanin altunda buldugu acik¢a
anlagilmaktadir.

Mahkeme, Temyiz Kurulu'nun da karar1 dogrultusunda, sik sik ve
disiik fiyatlara satin alinan kitle tiiketimine yonelik gida maddeleri
olan s6z konusu mallarin niteligini goz 6niinde bulundurarak, her
haliikarda ilgili mallar i¢in halkin ilgili kesiminin dikkat diizeyini
ortalamanin altunda olarak belirlemelidir. (Bu baglamda, bkz. 5
Mayis 2015 taribli karar, Lidl Stiftung v OHIM — Horno del
Espinar (Castello), T 715/13, yayinlanmad:, EU:T:2015:256,
paragraf 26).

Buna gore Temyiz Kurulu, ilgili halkin dikkat diizeyini ortalamanin
altinda tespit etmekte tamamen haklidur.

Mal ve Hizmetlerin Kargilagtirilmas:

34.

Bagvuru sahibi, itiraz edilen kararin 23. paragrafindaki, yukaridaki 3
ve 6. paragraflarda atfta bulunulan mallarin ayni, oldukea benzer ve
benzer olduguna iliskin Temyiz Kurulu'nun degerlendirmesine itiraz
etmemektedir. Ayrica, dosyadaki hi¢bir husus bu degerlendirmeye
itiraz etmek icin yeterli degildir.

S6z Konusu Marka Isaretlerinin Karsilastirilmas:

35.

130

Karigtirilma ihtimalinin degerlendirilmesi, s6z konusu isaretlerin,
gorsel, isitsel ve kavramsal benzerlikleri dikkate alinarak isaretlerin
yaratu@i genel izlenime ve unutmamalidir ki, 6zellikle isaretlerin ayirt
edici ve baskin unsurlarina dayali olarak yapilmalidir. S6z konusu
mal veya hizmetlerin ortalama tiiketicisi tarafindan markalarin algi-
lanmas, karigtirilma ihtimalinin degerlendirilmesinde belirleyici bir
rol oynar. Bu baglamda, ortalama tiiketici, normalde markay: bir
biitiin olarak algilar ve gesitli ayrinularini incelemeye devam etmez.
(Bkz. 12 Haziran 2007 taribli karar, OHIM-Shaker, C 334/05
P EU:C:2007:333, paragraf 35 ve anilan i¢tihat).
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36. Iki marka arasindaki benzerlik degerlendirmesinin icra edilmesi,
bir bilesik markanin sadece bir bilesenini bagka bir markayla kar-
stlastirmaktan daha fazlasini ifade eder. Aksine, karsilagtirma soz
konusu isaretlerin her birini bir biitiin olarak inceleme yoluyla icra
yapilmalidir, bu belirli durumlarda bilesik bir markanin halkin ilgili
kesimi nezdinde yaratugi genel izlemine, onun bir veya daha fazla
bileseninin hakim olamayacagi anlamina gelmez. Yalnizca markay:
olusturan diger unsurlarin tiimiintin ihmal edilebilir olmast duru-
munda, benzerlik degerlendirilmesi sadece baskin unsur tizerinden
yapulabilir. (Bu baglamda, bkz. 12 Haziran 2007 taribli kararlar,
OHIM-Shaker, C 334/05 P EU:C:2007:333, paragraf 41 ve 42
ve 20 Eyliil 2007 taribli kararlar, Nestlée—-OHIM, C 193/06 B
yayinlanmads, EU:C:2007:539, paragraf 43).

37. Somut olayda, 6nceki tarihli marka ‘siizme peynir’ kelime unsuru
ve sekil unsurundan olugmaktadir. Kelime unsuru mavi renk yazi
tipinden olusmaktadir ve kelime unsurunun altnda kursal bir ¢iftlik-
teki iki inegi tasvir eden ve oval olan sekil unsurunun biraz tizerinde
olsa da merkezde konumlanmuistir.

38. Bagvuru konusu marka ise birkac kelime unsurundan ve sekil unsu-
rundan olugmaktadir. Kelime unsurlariyla ilgili olarak, bagvuru
konusu markanin tist kisminda etrafi farkli boyutlardaki mavi, yesil,
kirmizi renk gesitli siislemelerle ¢evrilmis olan yesil biiyiik harflerle
kalin yazi tipinde ‘pinar’ kelime unsuru yer almaktadir. Bagvuru
konusu markanin alt bsliimiinde ise alt alta yerlestirilmis ve her ikisi
de mavi renk yazi tipinde olan ‘siizme’ ve ‘peynir’ kelime unsurlari
yer almaktadir. ‘Peynir’ kelime unsurunun alt kismi, hafif bir aciyla
ayarlanmig mavi bir ¢izgi icerir.

S6z Konusu Isaretlerin Ayirt Edici ve Baskin Unsurlart

39. Igtihata gore, markanin ayirt edici unsurunun degerlendirilmesinde,
o unsurun markanin tescil edildigi mal veya hizmetlerin belirli bir
tesebbiisten geldigini belirleme kapasitesinin az veya ¢ok olup olma-
dig1 ve bdylece mal veya hizmeti diger isletmelerin tirtinlerinden ayirt
edilebilirligi hakkinda bir degerlendirme yapilmalidir. Bu degerlen-
dirmeyi yaparken, 6zellikle, markanin tescil edildigi mal veya hizmet
sinift bakimindan tanimlayici olup olmadigi ekseninde s6z konusu
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40.

41.

42.

43.
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unsurun dogal ozelliklerini de dikkate almak gerekir. (03 Mayis 2018
taribli siparis, Siberian Vodka—EUIPO — Schwarze und Schlichte
(DIAMOND ICE), T 234/17, yayinlanmad:, EU:T:2018:259,
paragraf 38).

Bilesik bir markanin belirli bir veya daha fazla unsurunun baskin
karakterini degerlendirirken, 6zellikle bu bilesenlerin her birini diger
bilesenlerle karsilagtirarak icsel niteliklerini dikkate almak gerekir.
Ikincil ve ek olarak, bilesik markanin yer diziliminde cesitli bile-
senlerin nispi konumlari dikkate alinabilir. (23 Ekim 2002 tarihli
kararlar, Matratzen Concord v OHIM — Hukla Almanya (MAT-
RATZEN), T 6/01, EU:T:2002:261, paragraf 35 ve 8 Subat 2007,
Quelle v OHIM — Nars Cosmetics (NARS), T 88/05, yayinlanmadh,
EU:T:2007:45, paragraf 58).

Sonug olarak, akilda tutulmalidir ki; bir markanin hem kelime
hem de sekil unsurundan olustugu durumlarda, ilki kural olarak
sonrakinden daha ayirt edicidir ¢iinkii ortalama tiiketici, s6z konusu
hizmetlere, markanin sekil unsurunu tanimlamak yerine marka-
nin adini vererek daha kolay atfta bulunacakur. (Bkz. 20 Eyliil
2017 taribli kararlar, Nestlé v OHIM, C 193/06 B, yayinlanmads,
EU:C:2007:539, paragraf 39 ve 25 May:s 2016, Ice Mountain Ibiza
v EUIPO — Marbella Atlantic Ocean Club (okyanus) ibiza), T 6/15,
yayinlanmads, EU:T:2016:310, paragraf 45 ve anilan ictibat).

S6z konusu isaretlerde ayirt edici ve baskin unsurlarin varliginin bu
dustinceler 1s1ginda degerlendirilmesi gerekir.

Onceki markanin ayirt edici ve baskin unsurlarina iliskin olarak,
Temyiz Kurulu itiraz edilen kararin 28. paragrafinda ‘sizme peynir
unsurunun Ingilizce konusan halk bakimindan bir anlami olmadig;
i¢in bu kelime unsurunun s6z konusu mallar bakimindan ayirt edici
olduguna karar vermistir. Temyiz Kurulu'na gore, kelime unsuru
sekil unsuruna yani s6z konusu mallarla bir baglanti gosteren kirsal
bir tarim arazisinde oval bir seklin i¢inde bulunan iki inek tasvirine
kiyasla daha 6nemli bir rol oynamaktadir ve daha belirgindir. Bu
nedenle, itiraz edilen kararin tamamindan ve 6zellikle 30, 32 ve
37.paragraflardan anlagilabilecegi tizere, Temyiz Kurulu bu unsurun
ayirt edicilikten yoksun olduguna karar vermistir.
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44. Bagvuru konusu markaya iliskin olarak Temyiz Kurulu, itiraz edilen
kararin 29. paragrafinda, kelime unsurlart olan ‘pznar’ ve ‘siizme
peynir in ilgili kamuoyunun 6nemli bir kismi acisindan bir anlam
ifade etmedigini belirtmistir. Temyiz Kurulu, bu kelime unsurlarinin
bir anlami olmamast nedeniyle, bu kelime unsurlarinin, bagvuru
konusu markanin genel izlenimine bakildiginda esit derecede bas-
kin olduklart kanaatine varmistir. Bu markaya ait sekil unsurlarina,
yani ‘pinar’ kelime unsurunun ¢evresinde yer alan renklerin, yazi
tiplerinin ve minik stislemelerin kullanilmasina iligkin olarak, Tem-
yiz Kurulu bu unsurlarin ihmal edilebilir nitelikte olmasa da genel
izlenim agisindan 6nemli bir rol oynamadigina karar vermistir.

45. Bagvuru sahibi, 6nceki marka yoniinden, Temyiz Kurulu'nun ‘sizzme
peynir unsurunun oynadigi 6nemli role iliskin tespitine itiraz etmese
de bagvuru sahibi Temyiz Kurulu’nun s6z konusu mallar bakimin-
dan ‘siizme peynir’ unsurunu ayirt edici olarak belirlemesinin hatali
oldugunu sdylemektedir. Bagvuru sahibi, 6zellikle, Tiirk diline asina
olan ilgili kamuoyunun biiyiik bir gogunlugunun, bu unsuru ilgili
mallar bakimindan tanimlayici olan ‘cottage cheese (siizme peynir)’
olarak anlayacagini iddia etmektedir. Bagvuru sahibine gére, her
haliikirda, Tiirk¢e konusmayan bir tiiketici bile bu unsuru sunulan
tirtintin Turkge ismi veya PINAR markasinin tanimladig bir tirtiniin
ad1 olarak taniyacakur.

46. Ayrica, bagvuru konusu markayla ilgili olarak, Temyiz Kurulu ‘pnar’
kelime unsurunun markanin genel izleniminde ikincil bir unsur
teskil ettigini tespit ederek hata yapmistir. Bagvuru sahibine gore,
bu unsur, marka adina 6zgiilenmis tasarimi ve tanimlayici unsuru
olusturan kelime 6gesi ‘siizme peynir’ ibaresinin tizerindeki konu-
muyla bagvuru konusu markadaki baskin rolii oynamaktadir.

47. EUIPO ve miidahil, bagvuru sahibinin bu argiimanlarina itiraz
etmiglerdir.

48. Onciil bir nokta olarak, Temyiz Kurulw’nun, énceki markanin s6z
konusu mallarla bir baglanti gésteren, kirsal bir tarim arazisinde oval
bir seklin icinde bulunan iki inek tasvirinden olusan sekil unsurunu
mallar i¢in tanimlayici olarak degerlendirmesi tamamen haklidir ve
zaten bu degerlendirmeye taraflar kargi gtkmamugtir. Ayrica, bagvuru
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konusu markadaki “pznar” kelime unsurunun ilgili kamuoyu nez-
dinde bir anlam ifade etmedigi ve s6z konusu mal bakimindan ayirt
edici oldugu da taraflarin ortak paydada bulustugu bir noktadur.

Bununla birlikte, ilk olarak, s6z konusu isaretlerin ortak noktasi olan
‘siizme peynir’ kelime unsurunun ayirt edici ozelligiyle ilgili olarak,
Temyiz Kurulu, hakli olarak, bu kelimenin Ingilizce konusan halkin
onemli bir kismi icin anlamdan yoksun olduguna ve s6z konusu
mallar bakimindan ayirt edici olduguna karar vermistir.

Bagvuru sahibinin argimanlarinin hi¢biri Temyiz Kurulw'nun bu
kararini sorgulamak i¢in yeterli degildir.

[lk olarak, basvuru sahibinin ilgili kamuoyunun biiyiik bir kismi-
nin Tiirkee diline agina olacagi ve bu nedenle s6z konusu mallar
icin tanimlayict olan ‘siizme peynir’ kelimesini anlayacagt yoniin-
deki iddiast yoniinden yukaridaki 23 ila 30.paragraflardan somut
olayda ilgili kamuoyunun Ingilizce konusan tiiketicilerden olustugu
unutulmamalidir.

Temyiz Kurulu'nun itiraz edilen kararinda belirttigi gibi, kuskusuz,
Ingilizce konusan halk arasinda ‘siizme peynir ibaresinin ‘filtered
cheese/cottage cheese’ igin bir referans oldugunu anlayabilecek Tiirk
kokenli bir topluluk vardir. Ancak, Ingilizce konusan halk iginde
yer alan béyle bir toplulugun varligy, ilgili kamuoyunun biiyiik bir
kisminin Turkee diline asina oldugu ve sonug olarak s6z konusu
halk icin ‘siizme peynir’ ibaresinin s6z konusu mallar bakimindan
tanimlayici oldugu sonucuna ulasgtirmaz. Dava dosyasinda, ilgili
halkin 6nemli bir bélimiiniin kelimenin anlamini anlayacak kadar
Tiirkge dili bilgisi olduguna veya bu kelimenin anlamini anlamaya-
cak kesimin 6nemsiz olacagina iliskin bir kanit bulunmamaktadir.
(Bu baglamda bkz. 23 Ekim 2002 taribli karar, MATRATZEN,
T°6/01, EU:T:2002:261, paragraf 38).

Ikinci olarak, basvuru sahibinin Tiirkge bilmeyen bir tiiketicinin bile
s6z konusu mallar bakimindan ‘séizme peynir’ kelimesini anlayacagt
yoniindeki iddiasina iliskin olarak, EUIPO’nun da hakli olarak
belirttigi gibi, genelde yabanci bir dilin anlagilmasi varsayilmaz. (Bu
baglamda bkz. 24 Mayis 2011 tarihli karar, Space Beach Club v
OHIM — Flores Gémez (SpS ses alan), T 144/10, EU:T:2011:243,
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paragraf 63 ve anilan i¢tihat) . Bu baglamda, dava dosyasindaki
higbir bulgunun Ingilizce konusan bir tiiketicinin ortak bir bilgi
noktasi olmayan Tiirk¢e'ye asina olacagini desteklemedigi gozlem-
lenmektedir. Bu durumlarda, Ingilizce konusan halkin Tiirkge bir
terim olan ‘siizme peynir’ kelimesini anladigt ya da ona mutlaka
‘filter cheeselcottage cheese (siizme peynir) anlamini yiikledigi var-
sayilamaz. Bu nedenle, bagvuru sahibinin delillerle desteklenemeyen

bu iddiasi reddedilmelidir.

54. Ikinci olarak, bagvuru sahibinin, Temyiz Kurulu’nun ¢ ‘pinar’ kelime
unsurunun bagvuru konusu markanin genel izleniminde ikincil bir
rol oynadig yoniindeki bulgusunun hatali oldugu iddiastyla ilgili
olarak, oncelikle bu iddia itiraz edilen kararin yanlis okunmasindan
kaynaklanmakrtadir. Bu baglamda, s6z konusu karardan da anlagilabi-
lecegi tizere, Temyiz Kurulu'nun, bagvuru konusu markadaki ‘pznar’
kelime unsurunu ikincil bir element olarak degerlendirmedigi, hatta
itiraz edilen kararin 29.paragrafinda da belirtildigi gibi, bu unsurun
esast itibartyla s6z konusu mallar yéniinden ayirt edici bir nitelige
sahip oldugunu ve bu nedenle ‘siizme peynir’ ibaresiyle birlikte,
bagvuru konusu markada es baskin rol oynadigini degerlendirdigi
unutulmamalidir.

55. Bagvuru sahibinin iddialarinin aksine, ikinci olarak, somut olayda
‘pinar’ kelime unsurunun, iddia edilen tipik bir marka ad: bi¢imi
ve konumu nedeniyle 6nemli bir oynadig: hatta tek bagina isaretin
kokenini belirtme fonksiyonuna sahip oldugu tespit edilmemistir.

56. ‘Pinar kelime unsurunun bagvuru sahibi tarafindan dayanilan
konumunun ve ozelliklerinin, yani, 6zellikle renkli vurgulamala-
rin, biiyiik harflerle olusturulan yazi tipinin ve iyi okunabilirligin
s6z konusu kelime 6gesini vurgulamaya ve hatta okunabilirligini
olumlu y6nde etkilemeye ¢alisan yontemler oldugu dogrudur. Ancak,
‘siizme peynir kelime unsurunun, tiiketici nezdinde iz birakmak ve
titketici tarafindan hatirlanmak konularinda gerek ‘pznar’ kelime
unsurundan daha biiyiik olarak yazilmis olmasi gerek stilizasyonu
ve gerekse markadaki alt kismi belirginlestirmesi bakimindan es bir
konuma sahip olacag gercektir.
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‘Siizme peynir kelimesi gibi ‘pinar’ kelime unsurunun da ilgili
kamuoyu nezdinde anlamsiz oldugu eklenmelidir (Bkz. yukarida
48-52. paragraflar). Ancak, soz konusu mallar bakimindan hayli
hayli ayirt edici karaktere sahip bu unsurlarin yine sz konusu mallar
bakimindan anlamdan yoksun olusu, bagvuru konusunu olusturan
markanin genel izlenimindeki baskin karakterlerini pekistirmektedir
(Bu baglamda bkz. 16 Eyliil 2013 taribli karar, Gitana v OHIM
— Teddy (GITANA), T 569/11, yayinlanmads, EU:T:2013:462,
paragraf 57 ve anilan ictibat).

Buna gore, bagvuru sahibinin iddialarinin aksine, 1ngilizce konusan
halkin hafizasinda, bagvuru konusu markanin yaratugi genel izlenim
konusunda, ortaklasa bir sekilde, ‘pznar’ kelime unsuru kadar ‘siizme
peynir kelime unsuru da etkili olmustur.

Ugiincii olarak, Tiirkge bilmeyen bir tiiketicinin bile ‘siizme peynir’
kelime unsurunun, basit yazi tipi ve ‘pnar kelime unsurunun
altindaki konumu nedeniyle PINAR isaretiyle tanimlanan bir iiriint
belirtecegini anlayacagi yoniinde bir tespitte bulunulamamugtir. Bu
iki 6zellik, tek baslarina, Tiirkce bilmeyenlerin ‘sizme peynir’ kelime
unsurunu, ozellikle bu kelime unsuru Ingilizce konusan halk icin
anlamsiz oldugundan, PINAR markasiyla tanimlanan bir tirtiniin
ad1 olarak anlayacagini gostermez (Bkz. yukarida 49-52. paragraf-
lar). Her haltikirda, ‘pznar’ve ‘siizme peynir unsurlarinin es baskin
karakeerleri ve ‘siizme peynir kelimesinin ayirt edici 6zelligi dikkate
alindiginda, bagvuru sahibinin, sonraki kelime unsurunun, PINAR
markastyla tanimlanan bir iiriintin adini belirttiginin kabul edilmesi
yoniindeki iddiasinin temelsiz bir iddia oldugunun kabulii gerekir.

Yukarida sayilan tiim hususlar dikkate alindiginda, bagvuru sahi-
binin ayirt edici ve baskin unsurlar hakkindaki tiim iddialarinin

reddi gerekir.

Gorsel Benzerlik

61.

136

Temyiz Kurulu itiraz edilen kararin 30. paragrafinda, s6z konusu
isaretlerin, onceki tarihli markanin en ayirt edici nitelikteki unsuru
olan ve bagvuru konusu markada da bagimsiz ve gozlemlenebilir
bir unsur olarak tekrarlanan ‘sizzme peynir kelimesini paylasmus
olduklarini séylemistir. Mahkeme, soz konusu isaretlerin, ‘pznar
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kelime unsurunun varligi, bagvuru konusu markada yer alan ve
unsurlara eglik eden grafik tasarimlari ve onceki tarihli markanin
sahip oldugu sekil unsuru yani oval bir seklin i¢indeki kirsal tarim
arazisi tasvirinde bulunana iki inek geklinin varligiyla farklilik gos-
terdigini soylemistir. Temyiz Kurulu iki isaret arasinda ortalama
seviyede bir gorsel benzerlik olduguna karar vermistir.

Bagvuru sahibi, Temyiz Kurulu tarafindan yapilan bu degerlendir-
meye itiraz etmektedir. Bagvuru sahibi, ‘sézzme peynir kelimesinin
mevcudiyetinden kaynaklanan benzerlige ragmen, s6z konusu isa-
retlerin gorsel olarak farkli olduklarint diisiinmektedir. Ilk olarak,
bagvuru sahibi, s6z konusu isaretlerdeki ‘siizme peynir’ kelime unsu-
runun bi¢iminde goz ard edilemeyecek derecede farkliliklar oldu-
gunu iddia etmektedir. Bu iddia 6zellikle, 6nceki tarihli markada
‘siizmeé’ ve ‘peynir’ kelimeleri yan yana ve bir manzaranin tasviriyle,
bagvuru konusu markada biri digerinin istiinde olacak sekilde ve
baska bir grafik faktorii olmadan konumlandirilmis olmalarindan
kaynaklanmaktadir.

Ikinci olarak, bagvuru sahibine gore, s6z konusu isaretler bagvuru
konusu markanin baskin unsurunu olusturan ‘pznar’ kelime unsu-
runun mevcudiyeti bakimindan da ayrilmaktadir. Son olarak, s6z
konusu isaretlerin genel izlenim olarak benzesmedigini ve bundan
dolay1 da gorsel agidan benzer olarak nitelendirilemeyeceklerini
iddia etmektedir.

EUIPO ve miidahil bagvuru sahibinin bu argiimanlarina itiraz
etmistir.

[lk olarak, 6nceki tarihli markanin en ayirt edici karakterini olus-
turan ‘siizme peynir’ kelime unsuru, bagvuru konusu markada da
aynit mavi rengiyle, bagtaki biiyiik harfler disinda kiiciik harflerle ve
oldukea benzer bir yazi tipiyle, tamamen kullanilmistir.

Bu itibarla, bagvuru sahibinin iddiasinin aksine, séz konusu isa-
retlerdeki ‘siizme peynir’ kelime unsurunun bigimi, gorsel olarak
isaretler arasinda 6nemli bir farkin ortaya ¢ikmasina izin verecek
sekilde degildir. Onceki tarihli markada iki kelime yan yana, bas-
vuru konusu markada biri digerinin iistiinde olacak sekilde yer alsa
bile, bu iki kelime, her haliikirda, ayni1 yazi tipi ve renk kullanimi
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nedeniyle boliinmez bir biitlin olusturacak (Bu baglamda bkz. 9
Mart 2012 taribli karar, Ella Valley Vineyards v OHIM — HFP
(ELLA VALLEY VINEYARDS), T 32/10, EU:T:2012:118, paragraf
43), dolayistyla s6z konusu isaretler arasinda benzer bir gorsellik
de yaratacakur. Yukarida 35.paragrafta bahsedilen ictihata uygun
olarak, tiiketici normal olarak bir markayi onu analiz etmek i¢in
cesitli parcalara bolmeden bir biitiin olarak algilamakta oldugu icin
somut olayda da ozellikle, boyledir.

Ayrica, bu gorsel benzerlik, ne 6nceki isarette bulunan, kirsal bir
tartm arazisinde oval bir seklin icinde bulunan iki inek tasvirinden
olusan sekil unsuruna ‘siizme peynir kelimesinin ilavesiyle ne de
basvuru konusu markadaki, ek kelime unsuru olan, etrafi farkls
boyutlardaki mavi, yesil ve kirmizi renklerdeki gesitli siislemelerle
gevrelenmis ‘pznar’in mevcudiyetiyle ortadan kalkmaz. Onceki tarihli
markada yer alan sekil unsuru s6z konusu mallar bakimindan ayirt
edici nitelikten yoksundur (Bkz. 48.paragraf) ve bundan dolay:

gorsel izlenim tizerinde etkin olma ihtimali daha disiikeiir.

Dahasi, bagvuru sahibinin 6nerisinin aksine, ‘pznar’ kelime unsu-
runun, bagvuru konusu markadaki tek baskin unsur olmadig ve
‘siizme peynir ibaresiyle birlikte es derecede baskin oldugu unutul-
mamalidir. Sonug olarak, ‘siizme peynir’ ibaresinin de en az ‘pinar
ibaresininki kadar, tiiketici tizerinde bir etki birakmasi ve tiiketici
tarafindan hatirlanmasi miimkiindiir. Buna gore, bagvuru konusu
markada yer alan ‘pznar’ ek kelime unsurunun varlig, séz konusu
isaretler arasinda gorsel agidan bir farklilik yaratsa da, bagvuru konusu
markadaki es baskin unsuru olusturan, onceki tarihli markadaki en
ayirt edici 6geyi olusturan ve her iki isarette de ortak olan ‘siizme
peynir’ ibaresinin yaratu@1 benzerligi ortadan kaldirabilecek giigte
degildir (Bu baglamda ve karsilastirarak bkz. 16 Mayis 2007 tarihli
karar, La Perla v OHIM — Worldgem Brands (NIMEI LA PERLA
MODERN CLASSIC), T 137/05, yayinlanmads, EU:1:2007:142,

paragraf 46).

Bu nedenle, yukarida 65 ila 68.paragraflarda belirtildigi tizere, soz
konusu isaretlerdeki benzerliklerle ilgili olarak, bagvuru sahibi, s6z
konusu isaretlerin genel izlenim bakimindan 6rtiisme eksikligine
dayanamaz.
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70. Sonug olarak, Temyiz Kurulu'nun s6z konusu isaretler arasinda
ortalama derecede gorsel benzerlik oldugu hakkindaki kararini
onaylamak uygun olacakur.

Isitsel Benzerlik

71. Temyiz Kurulu, itiraz edilen kararin 31.paragrafinda, s6z konusu
isaretlerde, ortak olan ‘siizme peynir kelime unsurunun telaffuzu
bakimindan, 6rtiisme oldugunu tespit etmistir. Bu isaretler, bagvuru
konusu markada bulunan ‘pznar’ kelimesinin telaffuzuyla ayrismak-
tadirlar. Ancak, ilk olarak, ‘siizme peynir’ kelimesinin 6nceki tarihli
markadaki en ayirt edici unsur olmast ve bagvuru konusu markada
da aynen tekrarlanmis olmasini, ikinci olarak da s6z konusu isa-
retlerdeki sekil unsurlarinin sozel olarak ifade edilemiyor olmasini
dikkate alarak, Temyiz Kurulu s6z konusu isaretler arasinda ortalama
seviyede bir isitsel benzerlik olduguna karar vermistir.

72. Bagvuru sahibi, Temyiz Kurulu'nun bu bulgusuna itiraz etmistir.
S6z konusu isaretler arasinda isitsel benzerlik olmast i¢in isaretlerin
olusturdugu tonlama ve ozellikle s6z konusu isaretlerin telaffuzun-
daki sira ve hece tizerindeki vurguyla belirlenen genel izlenimin
dikkate alinmasi gerektigini diisiinmektedir. Bagvuru sahibine gore,
onceki tarihli markada, ilk kelime olarak konumlandirilmasindan
dolay1 bagvuru konusu markada baskin bir rol oynayan ‘pznar
kelime unsurunun bir es degeri yer almamaktadir. Bu nedenle, s6z
konusu isaretler isitsel olarak en fazla ortalamanin altinda olacak
sekilde benzerdir.

73. EUIPO ve miidahil bagvuru sahibinin bu iddialarina itiraz etmistir.

74. So6z konusu isaretlerin gesitli bilesen kisimlarinin telaffuzuyla ilgili
olarak, Temyiz Kurulu tarafindan da dogru bir sekilde belirtil-
digi tizere, s6z konusu isaretlerin isitsel agidan bir kargilastirmasini
yaparken gekil unsurlarinin hesaba katulmasina gerek olmadigina
dikkat edilmelidir. Bundan dolay1, s6z konusu isaretlerin isitsel
agidan kargilastirilmast yapilirken sekil unsurlarinin disarida birakil-
masi, isaretler arasindaki benzerliklerin gorsel karsilagtirmaya gore
daha net bir bicimde ortaya ¢tkmasini saglamaktadir (Bu baglamda
bkz. 26 Ocak 2016 tarihli karar, LR Health ¢ Beauty Systems v
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75.

76.

77.

78.

79.

80.
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OHIM — Robert McBride (LR nova saf.), T 202/14, yayinlanmadi,
EU:T:2016:28, paragraf 78 ve anilan ictihat).

Sonug olarak, sadece s6z konusu isaretlerde yer alan kelime unsur-
lar1, yani 6nceki tarihli markada yer alan ‘siizme peynir’ ve bagvuru
konusu markada yer alan ‘pznar’ ve ‘siizme peynir’ kelimeleri soz
konusu tiiketiciler tarafindan telaffuz edilecektir.

Hal béyle olunca, Temyiz Kurulu ‘siizme peynir’ kelime unsurunun
s6z konusu iki isarette de aynen telaffuzuna dayanarak, isaretler ara-
sinda ortalama derecede isitsel bir benzerlik tespit etmekte haklidir.

Bagvuru sahibinin, isitsel benzerligin en fazla ortalamanin altinda
olmasi gerektigi yoniindeki iddiasini dayandirdigt argiimanlarindan
higbiri, bu bulguyu sorgulamak icin yeterli degildir.

[lk olarak, basvuru sahibinin de belirtmis oldugu tizere, hecelerin
strasinin ve hece tizerindeki vurgunun séz konusu isaretler arasindaki
isitsel benzerligi degerlendirmek bakimindan 6nemli fakeorler arz
ettigi gercekten dogru da olsa, bagvuru sahibi, bu faktorlerin somut
olayda, Temyiz Kurult’nun s6z konusu isaretler arasindaki isitsel
benzerlige iliskin bulgusunun megruiyeti iizerinde ne gibi sonuglari
olacagini agiklamamaktadir.

Ikincil olarak, tiiketicinin genelde bir kelimenin bitisine kiyasla
baglangicina daha ¢ok dikkat ettigi dogru da olsa, yine de bu argii-
manin her durumda gegerli olamayacagi ve markalarin benzerliginin
degerlendirilmesinin markalar tarafindan yaratulan genel izlenim
dogrultusunda yapilmasi gerektigi ilkesine stiphe diisiirdiigii unutul-
mamalidir (Bkz. 9 Eyliil 2008 tarihli karar, Honda Motor Europe
v OHIM — Sear (MAGIC SEAT), T 363/06, EU:T:2008:319,
paragraf 38 ve anilan ictihat).

Bu arada, séz konusu isaretlerin ortak noktasint olusturan ‘sizme
peynir kelime unsurunun, bagvuru konusu markanin ilk kisminda
yer almamakla birlikte, bu markada ‘pznar’ kelime unsuruyla bir-
likte baskin konumda bulundugu unutulmamalidir. (Yukaridaki
54 ila 58.paragraflara bkz.). Bunun sonucu, basvuru sahibinin
onerisinin aksine, ‘pznar’ kelime unsurunun telaffuzunun yaratug:
farkliligin, ortak kelime unsurunu olusturan ‘sizzme peynir’ ibaresinin
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yarattg1 ortalama isitsel benzerligini sorgulatmaya yeterli olmadigt
yontindedir.

81. Sonug olarak, bagvuru sahibinin s6z konusu isaretler arasindaki
isitsel benzerlige iliskin iddiast asilsiz oldugu icin reddedilmelidir.

Kavramsal Benzerlik

82. Itiraz edilen kararin 32.paragrafinda Temyiz Kurulu, s6z konusu
isaretlerde yer alan kelime unsurlarinin Ingilizce konusan halkin
onemli bir boliimii bakimindan hicbir anlam ifade etmedigini ve
onceki tarihli markadaki tek sekil elementini olusturan unsurun bir
ciftligi cagristirdigini tespit etmistir. Ancak bu s6z konusu unsur
tanimlayict oldugu i¢in soz konusu isaretler arasinda kavramsal bir
farklilik yaratamamigtir. Her haliikirda, Temyiz Kurulu, yalnizca
onceki tarihli marka bir kavrami ¢agristirdigindan isaretler arasinda
kavramsal olarak bir benzerlik bulamamuistir.

83. Bagvuru sahibi, soz konusu isaretlerin yalnizca az bir oranda kavram-
sal olarak benzer olduklarini ileri siirmiistiir. Bu baglamda, somut
olayda, ayirt ediciligin olmamasinin veya ayirt ediciligin disiik bir
seviyede olmasinin, s6z konusu isaretlerin bir kisminda kavramsal
benzerligin sadece diisiik derecede de olsa taninmasina engel teskil
etmedigi kanisindadir. Ayrica, bagvuru konusu markada yer alan
‘pinar’ ifadesi s6z konusu isaretler arasinda kavramsal bir farkliliga
isaret etmektedir.

84. EUIPO ve miidahil bagvuru sahibinin bu iddialarina itiraz etmistir.

85. Bagvuru sahibi, hangi unsurun diisiik derecede ayirt edici oldugunu
ya da hangi unsurun ayirt edicilikten yoksun oldugunu belirtme-
mekte, s6z konusu isaretler arasinda diisiik derecedeki kavramsal
benzerligi dogruladigini diigiinmektedir. Bununla birlikte, bagvuru
sahibinin bagvurusunda yer alan diger argiimanlar igiginda, bu argii-
man, Mahkeme’nin, bagvuru sahibinin de belirttigi tizere, olmasi
gerekeni tespit etmesi durumunda, ‘siizme peynir’ kelime unsuru-
nun s6z konusu mallari tanimladigs ve dolayisiyla kavramsal icerik
sergiledigi konusunda s6z konusu isaretler arasinda herhangi bir
kavramsal benzerligi sinirlandirmaya calismak olarak anlagilmalidir.
Bu baglamda, 49 ila 52.paragraflardan da anlagilabilecegi tizere,
Temyiz Kurulu hakli olarak, ilgili kamuoyunun énemli bir kismi
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86.

87.

bakimindan, bu kelime unsurunun anlamdan yoksun olduguna
karar vermistir.

Herhangi bir goriise gore, bagvuru sahibi s6z konusu isaretlerin ¢ok
disiik seviyede bir kavramsal benzerlik sergiledigini iddia etse de
‘siizme peynir’ ibaresi tanimlayici bir unsur arz etmemesine ragmen,
Temyiz Kurulu s6z konusu isaretlerin kavramsal agidan benzer
olmadiklarina karar vermistir. Buna gore, bu acidan bakildiginda,
bu bakis acist uygun diistiigii 6lciide, s6z konusu isaretler arasinda
bir farkin belirlenmesine izin verdigi ve soz konusu isaretler arasinda
herhangi bir karigtirilma ihtimalini azaltabildigi 6l¢tide, ¢ok diisiik
derecede bir kavramsal benzerlik bulunmasi, Temyiz Kurulu'nun
karigtrilma ihtimalinin degerlendirmesine iliskin esaslarin incelen-
mesinin zorunluluk olmasi bagvuru sahibi agisindan daha elverislidir.

Tiim bu argtimanlardan, s6z konusu isaretlerin gorsel ve isitsel olarak
ortalama bir dereceye kadar benzer oldugu, ancak kavramsal olarak
benzer olmadig1 anlagilmaktadir.

Onceki Markanin Ayirt Ediciligi

88.

89.

142

Bir markanin 2017/1001 sayili Yonetmelik anlaminda ayirt edici
bir karaktere sahip olmast igin, tescili talep edilen mal veya hizmet-
lerin belli bir isletmeden kaynaklandigini belirlemesi ve boylece bu
mal ve hizmetleri diger isletmelerin mal ve hizmetlerinden ayirt
edilebilir kilmasi gerekmektedir (Bkz. 18 Temmuz 2013 tarihli
karar, Specsavers International Healthcare ve Digerleri, C 252/12,
EU:C:2013:497, paragraf 22 ve anilan i¢tihat). Bir markanin ayirt
ediciligi degerlendirilirken, 6ncelikle bu mal veya hizmetlere iliskin
olarak, ikinci olarak bu mal ve hizmetlerin makul derecede bilgili,
makul derecede gozlemci ve ihtiyatli olan ortalama tiiketicilerinden
olusan ilgili kamuoyunun algisina gére bir degerlendirme yapilir
(Kiyasen bkz. 12 Subat 2004 tarihli karar, Koninklijke KPN Neder-
land, C363/99, EU:C:2004:86, paragraf 34 ve anilan ictihat).

Somut olayda, Temyiz Kurulu itiraz edilen kararin 37.paragrafinda,
onceki tarihli markanin, kapsadigt mal sinift agisindan, ilgili kamu-
oyunun 6nemli bir boliimiiniin nezdinde anlamsiz olduguna karar
vermistir. Bu nedenle, bu isaret, esasinda, oval bir ¢erceve i¢inde yer
alan tarimsal bir kirsal sahnede iki inegin tasvirinin varlig gibi ayirt
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edicilige sahip olmayan bir sekil unsurunun varligina ragmen, bir
biitiin olarak ortalama ayirt edicilige sahiptir.

90. Bagvuru sahibi, Temyiz Kurulu'nun bu degerlendirmesine itiraz
etmistir. Bagvuru sahibine gore, ilgili kamuoyunun, ‘sizme peynir
ibaresinin ‘cottage cheese (siizme peynir)’ anlamina geldigini ve bu
nedenle gekil unsuru gibi bu unsurun da s6z konusu isaretler baki-
mindan tanimlayici oldugu Tiirk¢e konusan kisilerden olustugu goz
oniine alindiginda, ya bu markanin biitiinii itibartyla ayirt edicilikten
yoksun oldugu ya da zaten tescil edilmemesi gerektigi soylenebilir.

91. EUIPO ve miidahil bagvuru sahibinin bu iddialarina itiraz etmistir.

92. Bubaglamda, Temyiz Kurulu’'nun, 6ncelikle, halkin ilgili kesiminin
Tiirkge degil de Ingilizce konusan halk olarak belirlemekte ve ikinci
olarak ‘séizme peynir’ unsurunun o kamuoyunun énemli bir boliimii
nezdinde bir anlam1 olmadigini ve bundan dolay: ayirt edici oldu-
gunu tespit etmekte hakli oldugunu sdylemek yeterlidir. Buna gére,
onceki marka bir biitiin olarak ele alindiginda tanimlayict degildir.
Dolayistyla, bagvuru sahibi 6nceki markanin esas olarak ayirt edici

olmadigini belirtmekte haklr degildir.
93. Her haliikArda, Avrupa Birligi’'ni belirten daha onceki tarihli bir

uluslararasi markanin gegerliligi, bir AB markasinin tescili dava-
sinda degil yalnizca iptal davalarinda sorgulanabilir (Kiyasen bkz.
24 May1s 2012 tarihli, Formula One Licensing v OHIM, C 196/11
P, EU:C:2012:314, paragraf 38 ve 11 Eylil 2014 tarihli karar-
lar, Continental Wind Partners v OHIM — Continental Reifen
Deutschland (CONTINENTAL WIND PARTNERS), T 185/13,
EU:T:2014:769, paragraf 59). Buna gore, somut olay baglaminda,
bagvuru sahibi gecerli bir sekilde 6nceki markanin ayirt edici olma-
digina veya tescilinin hukuka aykiri olduguna dayanamaz.

94. Dolayistyla, bagvuru sahibi, Temyiz Kurulu'nun 6nceki markanin,
esasen, ortalama ayirt edici olmasit konusunda ulastigt sonucun hatali
oldugunu gosterememistir.
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Karigtirilma Ihtimalinin Genel Degerlendirilmesi

95.

96.

97.

98.

144

Karigtirilma ihtimalinin degerlendirilmesi, bazi ilgili faktorler ara-
sindaki baglilig1 ve 6zellikle, markalar ve kapsanan mal veya hizmet
siniflar arasindaki benzerligi isaret etmektedir. Buna gére, bunun
tersi de gegerli olmak iizere, mal veya hizmet siniflar1 arasinda olan
daha diisiik derecedeki benzerlik, markalar arasindaki daha yiiksek
derecedeki benzerlik ile dengelenebilir. (29 Eyliil 1998 taribli
kararlar, Canon, C 39/97, EU:C:C:1998:442, paragraf 17 ve 14
Aralik 2006, cerceveli VENADO ve digerleri, T 81/03, T 82/03
ve T 103/ 03, EU:1:2006:397, paragraf 74).

Bununla birlikte, karigtirilma ihtimalinin degerlendirilmesinde, s6z
konusu isaretlerin gorsel, isitsel veya kavramsal benzerligi ile ilgili
olarak, digerlerinin yani sira, ayirt edici ve baskin unsurlari akilda
tutularak, markalarin verdigi genel izlenime dayanilmalidir (/4
Ekim 2003 tarihli karar, Phillips-Van Heusen—OHIM — Pash Tex-
tilvertrieb und Einzelhandel (BASS), T 292/01, EU:T:2003:264,

paragraf 47).

Somut olayda, Temyiz Kurulu, (i) S6z konusu mallarin kimligi ve
degisen derecelerdeki benzerligini; (ii) S6z konusu isaretlerin gorsel ve
isitsel acidan ortalama derecede benzer olduklaring; (iii) Bu benzer-
liklerin, dnceki markanin sekil unsurunun ayirt edici olmamasindan
kaynaklanan bir kavramsal farklilikla dengelenemeyecegini; ve (iv)
Bu markanin esas olarak ortalama derecede ayirt edici oldugunu goz
oniinde tutarak, Ingilizce konusan halkin 6nemli bir béliimii icin
karistirilma ihtimalinin olusacagina karar vermistir.

Basvuru sahibi bu bulguya itiraz etmistir. Ozellikle, bagvuru sahibi,
Temyiz Kurult’nun, ortalama tiiketicinin normalde bir markay1
biitiin olarak algiladifi ve onu parcalarini analiz etmeye kalkigma-
digin1 goz oniine alarak, ilk olarak, soz konusu isaretlerin gorsel,
isitsel ve kavramsal benzerliginin bu isaretler tarafindan yaratlan
genel izlenime gore yapilmasi gerektigi ve ikinci olarak, halkin bu
isaretleri bir biitiin olarak algilayacagr ilkelerini yanlis uyguladigini
iddia etmektedir. Ayni zamanda, basvuru sahibi 6zellikle gorsel ve
isitsel farkliliklar ve 6nceki markanin ayirt ediciliginin olmamasi veya
ortalamanin altinda olmast bakimindan birbirine baglilik yoniina

FMR 2022/1



Hazirlayanlar:
Zeynep Cagla USTUN — Dilan Sila KAYALICA

de goz 6niinde bulundurularak, s6z konusu isaretlerin yeterince
farklr oldugunu, dolayistyla, mevcut davada, bir karistirilma olasilig
olmayacagini diisiinmekeedir.

99. EUIPO ve miidahil bagvuru sahibinin bu argiimanlarina itiraz
etmistir.

100. Yukaridaki 34.paragraftan da anlagildig tizere, s6z konusu mallarin
ayni ve ¢esitli dl¢iilerde benzer oldugu unutulmamalidir. Dolayisiyla,
karistirilma ihtimalinin olmamasi i¢in bu aynilik ve benzerlik isaretler

arasindaki yiiksek derece bir farklilikla dengelenmelidir.
101. Somut olayda, yukarida 65 ila 70, 74 ila 81 ve 85 ila 87.paragraflar-

dan da goriilebilecegi gibi, soz konusu isaretler arasinda kavramsal
bir benzerlik yokken, isaretler gorsel ve isitsel agidan ortalama bir
derecede benzerdirler.

102. Oncelikle, ictihata gore, kavramsal farkliliklar, s6z konusu markalar
arasindaki gorsel ve isitsel benzerliklerin etkisini ortadan kaldira-
cak nitelikte olsa da bu markalardan en az birinin ilgili kamuoyu
acgisindan agik ve belirli bir anlam tagimasi ve boylece hemen kav-
ranabilmesi sartina baglidir (14 Ekim 2003 tarihli karar, BASS, T
292/01, EU:T:2003:264, paragraf 54).

103. Bununla birlikte, somut olayda, 6nceki markanin sekil unsurunda
bir ¢iftlik kavrami olmasina ve bunun her haliikarda genel ve ayirt
edicilikten yoksun (Yukaridaki 48.paragraf) bir kavram olmasina
ragmen, ilgili mallar baglaminda, nceki markanin sekil unsurunun
aktardigl anlam temelinde s6z konusu isaretlerin hatirlanmasini
kolaylastiracak cagrisimlara yol agmayacakur (Bu baglamda ve
kiyasen bkz. 24 Eyliil 2019 tarihli karar, IAK — Forum Inter-
national v EUIPO — Schwalb (IAK), T 497/18, yayinlanmads,
EU:T:2019:689, paragraf 92 ve anilan i¢tihat). Bu durumda, séz
konusu isaretler arasindaki kavramsal farklilik ilgili kamuoyunun
dikkatini ¢ekmeyecek ve buna gore, yukarida sirasiyla 65 ila 70
ve 74 ila 81. paragraflarda belirtilen gorsel ve isitsel agidan olusan
benzerliklerin etkisini ortadan kaldiramayacakur.

104. Bunlarin yani sira, bagvuru sahibinin, Temyiz Kurulu'nun yukarida
98. paragrafta belirtilen kurallari yanlis uyguladig: iddiasina iligkin
olarak, bu iddianin soyut niteligi bir kenara birakilirsa, yukaridaki 61
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105.

106.

107.

ila 87. paragraflardan da anlagilabilecegi tizere, Temyiz Kurulu'nun,
s0z konusu isaretlerin ¢esitli unsurlarini géz 6niinde bulundurarak,
ozellikle ayirt edici ve baskin unsurlarini dikkate alarak bu isaretleri
bir biitiin olarak karsilastirmaya devam etme yetkisine tamamen
sahip oldugu sdylenebilir. Bu nedenle, bagvuru sahibinin iddiast

reddedilmelidir.

Son olarak, yukaridaki 92. paragraftan da agik¢a anlagildigs gibi
ve bagvuru sahibinin iddiasinin aksine, Temyiz Kurulu, 6nceki
markanin, 1ngilizce konusan halk nezdinde, soz konusu mallar
bakimindan, esasinda, ortalama bir ayirt edicilikten faydalandigina

karar vermekte haklidir.

Buna gore ve Temyiz Kurulu'nun karigtirilma ihtimali degerlendir-
mesini yaparken kapsama aldig: tiim ilgili unsurlara gére, Temyiz
Kurulu'nun, somut olayda, ilgili halk a¢isindan bir karistirilma
ihtimali olduguna karar vermesinin hatali olmadigi sonucuna
ulagilmalidir.

Yukaridakilerin hepsinden, 2017/1001 sayili Yonetmelik'in 8(1)
(b) maddesinin ihlal edildigi yoniindeki tek temyiz gerekgesinin
reddedilmesine ve bagvuru sahibinin istemlerinin baginda gelen,
[tiraz Departmant’nin 23 Temmuz 2019 tarihli kararina karsi temyiz
istemi hakkinda karar verilmesine gerek olmadan davanin biitiiniiyle
reddedilmesine karar verilmistir.

Masraflar

108.

109.

146

Genel Mahkeme'de Uygulanacak Usul Kurallarinin 134(1) maddesi
uyarinca kazanan tarafin talebi tizerine, kaybeden tarafin masraflar
odemesine hitkmedilir.

Bagvurucu davay: kaybettiginden, EUIPO’nun ve miidahilin talebi
tizerine masraflar1 6demesine hitkmedilmistir.

FMR 2022/1



Hazirlayanlar:
Zeynep Cagla USTUN — Dilan Sila KAYALICA

Bu gerekgelerle,

GENEL MAHKEME (Altinci Daire)
Isbu karariyla

1. Davay1 reddeder,

2. Yandex International GmbH’ nin masraflari 6demesine hitkmeder.

Marcoulli Iliopoulos Norkus

20 Ekim 2021°de Litksemburgda acik yargilamada tethim edilmistir.
E. Coulon S. Papasavvas

Katip Hakim
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JUDGMENT OF THE GENERAL COURT
(Sixth Chamber)

20 October 2021

(EU trade mark — Opposition proceedings — International registration
designating the European Union — Figurative mark PINAR Siizme Pey-
nir — Earlier international figurative mark Stizme Peynir — Relative ground
for refusal — Likelihood of confusion — Article 8(1)(b) of Regulation (EU)
2017/1001)

IN CASE : T559/20,
APPLICANT

Yadex International GmbH, established in Frankfurt am Main (Ger-
many), represented by N. Johnson, lawyer v

European Union Intellectual Property Office (EUIPO), represented
by A. Folliard-Monguiral, acting as Agent,

DEFENDANT

The other party to the proceedings before the Board of Appeal of EUIPO,
intervener before the General Court, being Siitas Siit Uriinleri AS, estab-
lished in Bursa (7urkey), represented by O. Ruhl, lawyer,

ACTION brought against the decision of the First Board of Appeal of
EUIPO of 2 July 2020 (Case R 2127/2019-1), relating to opposition pro-

ceedings between Siitas Siit Uriinleri and Yadex International,
THE GENERAL COURT (Sixth Chamber)
Composed of A. Marcoulli, President,
C. lliopoulos and R. Norkus (Rapporteur) Judges,
Registrar: E. Coulon,

Having regard to the application lodged at the Court Registry on 7 Sep-
tember 2020,

Having regard to the response of EUIPO lodged at the Court Registry
on 22 February 2021,

Having regard to the response of the intervener lodged at the Court
Registry on 24 February 2021,
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Having regard to the decision of 31 March 2021 rejecting the application
to join Cases T559/20 and T560/20,

Having regard to the fact that no request for a hearing was submitted by
the parties within three weeks after service of notification of the close of
the written part of the procedure, and having decided to rule on the action
without an oral part of the procedure, pursuant to Article 106(3) of the
Rules of Procedure of the General Court,

gives the following
JUDGMENT
Background to The Dispute

1. On 9 November 2017, the applicant, Yadex International GmbH,
obtained the international registration designating the European
Union numbered 1394295, from the International Bureau of the
World Intellectual Property Organization (WIPO). On 22 March
2018, the European Union Intellectual Property Office (EUIPO)
received notification of the international registration, pursuant to
Regulation (EU) 2017/1001 of the European Parliament and of the
Council of 14 June 2017 on the European Union trade mark (O]
2017 L 154, p. 1).

2. 'The trade mark that is the subject of the international registration
designating the European Union is the following figurative sign:
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3. 'The goods for which registration was sought are in Class 29 of the

150

Nice Agreement Concerning the International Classification of Goods
and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following desc-
ription: ‘Butter; butter cream; curdled milk; milk-based desserts; dips
[dairy products]; low-fat spreads from dairy products; cream cheese;
yoghurt; yoghurt drinks; cheese; cheese dips; white cheese; hard che-
ese; cheese mixtures; kephir [milk beverage]; margarine; milk; milk
creams [yoghurt]; drinking milk or milk-containing beverages; milk
products; powdered milk for food; milkshakes; whey; dairy products;
quark;cream [dairy products]; edible oils; edible fats; soymilk [milk
substitute]; rice milk [milk substitutes] .

The trade mark application was published in Exropean Union Trade
Marks Bulletin No 58/2018 of 23 March 2018.

On 20 July 2018, the intervener, Stitas Siit Uriinleri AS, filed a
notice of opposition under Article 46 of Regulation 2017/1001, read
in conjunction with Article 196 of that regulation, to registration
of the mark applied for in respect of all of the goods referred to in
paragraph 3 above.

The opposition was based on the earlier international registration
designating the European Union in respect of the figurative mark
No 1161474, reproduced below, registered on 21 March 2013 for
goods in Class 29 and corresponding, in particular, to the following
description: ‘Milk and milk products, namely, milk, cheese, yoghurt,
ayran (drink based on yoghurt), cream, milk powder, milk-based
beverages, milk-based beverages containing fruits, kefir (milk beve-
rage); edible oils and fats, butter, margarine’

The ground relied on in support of the opposition was that set out
in Article 8(1)(b) of Regulation 2017/1001.

On 23 July 2019, the Opposition Division upheld the opposition
for all of the goods in question, finding, in essence, that a likelihood
of confusion existed.

On 23 September 2019, the applicant filed an appeal with EUIPO
under Articles 66 to 71 of Regulation 2017/1001, against the decision
of the Opposition Division.
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10. By decision of 2 July 2020 (‘the contested decision’), the First Board
of Appeal of EUIPO dismissed the appeal. In particular, the Board
of Appeal held, first, that the relevant public was the general public
in the European Union, whose level of attention was below average.
Following the Opposition Division’s approach and for reasons of
procedural economy, the Board of Appeal decided that it would be
appropriate to assess the likelihood of confusion on the basis of the
English-speaking part of that public, namely the public in Ireland,
Malta and the United Kingdom. Secondly, it found that the goods in
question were identical, highly similar and similar. Thirdly, the Board
of Appeal held that the signs at issue were visually and phonetically
similar to an average degree. Conceptually, the Board of Appeal
found that the word elements of the signs at issue were devoid of
meaning for a substantial part of the English-speaking public and
that a conceptual dissimilarity could not be established on the basis
of a descriptive figurative element present in the earlier mark. In
any event, since only one of the signs evoked a concept, the signs at
issue were not similar, according to the Board of Appeal. Fourthly,
the Board of Appeal found that the earlier mark had a normal level
of intrinsic distinctiveness. Accordingly, the Board of Appeal found
a likelihood of confusion between the signs at issue, in accordance
with Article 8(1)(b) of Regulation 2017/1001.

Forms of Order Sought
11. 'The applicant claims that the Court should:

— Annul the contested decision and allow its appeal of 23 Sep-
tember 2019 against the decision of the Opposition Division of
23 July 2019;

— Order the intervener to pay the costs, including those incurred
in the appeal proceedings.

12. EUIPO contends that the Court should:

— Dismiss the application;

— Order the applicant to pay EUIPO’s costs.
13. The intervener claims that the Court should:

— Dismiss the application;
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— Order the applicant to pay the costs.

In support of its action, the applicant relies on a single plea in law,
alleging infringement of Article 8(1)(b) of Regulation 2017/1001.
In particular, the applicant disputes the definition of the relevant
public, the assessment of the similarity between the signs at issue
and the assessment of the distinctiveness of the earlier mark, as well
as the conclusions drawn by the Board of Appeal from its earlier
findings, during the global assessment of the likelihood of confusion.

EUIPO and the intervener dispute the applicant’s arguments.

Article 8(1)(b) of Regulation 2017/1001 provides that, upon opposi-
tion by the proprietor of an earlier trade mark, the trade mark applied
for shall not be registered if, because of its identity with, or similarity
to, an earlier trade mark and the identity or similarity of the goods
or services covered by the trade marks, there exists a likelihood of
confusion on the part of the public in the territory in which the
earlier trade mark is protected. The likelihood of confusion includes
the likelihood of association with the earlier trade mark. Under
Article 196(1) of Regulation 2017/1001, international registration
designating the European Union shall be subject to opposition in
the same way as EU trade mark applications.

According to settled case-law, the risk that the public might believe
that the goods or services in question come from the same underta-
king or from economically linked undertakings constitutes a likeli-
hood of confusion. According to that same case-law, the likelihood
of confusion must be assessed globally, according to the relevant
public’s perception of the signs and the goods or services in question
and taking into account all factors relevant to the circumstances of
the case, in particular the interdependence between the similarity
of the signs and that of the goods or services covered (See judgment
of 9 July 2003, Laboratorios RTBv OHIM — Giorgio Beverly Hills
(GIORGIO BEVERLY HILLS), T162/01, EU:1:2003:199, parag-
raphs 30 to 33 and the case-law cited).

For the purposes of applying Article 8(1)(b) of Regulation 2017/1001,
a likelihood of confusion presupposes both that the marks at issue
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are identical or similar and that the goods or services which they
cover are identical or similar. Those conditions are cumulative (See
Jjudgment of 22 January 2009, Commercy v OHIM — easyGroup
IP Licensing (easyHotel), T316/07, EU:T:2009:14, paragraph 42
and the case-law cited).

The Relevant Public

19. According to the case-law, in the global assessment of the likelihood
of confusion, account should be taken of the average consumer of
the category of products concerned, who is reasonably well informed
and reasonably observant and circumspect. It should also be borne
in mind that the average consumer’s level of attention is likely to
vary according to the category of goods or services in question (See
Jjudgment of 13 February 2007, Mundipharma~v OHIM — Altana
Pharma (RESPICUR), T256/04, EU:T:2007:46, paragraph 42
and the case-law cited).

20. In the present case, the Board of Appeal held that, in so far as the
earlier mark was an international registration designating the Euro-
pean Union, the relevant territory was that of the whole European
Union. However, for reasons of procedural economy, the Board
of Appeal decided that it would be appropriate to assess the like-
lihood of confusion on the basis of the English-speaking part of
the public in that territory, namely the public located in Ireland,
Malta and the United Kingdom. As regards the composition of the
public and its level of attention, the Board of Appeal held that it
consisted of the general public, whose level of attention was lower
than average, considering that the goods at issue were inexpensive,
everyday consumer goods.

21. The applicant does not dispute the Board of Appeal’s assessment in
paragraphs 18 and 19 of the contested decision that the relevant
public consists of average consumers in the general public in the
territory of the European Union. However, whilst not expressly
calling into question the relevant public’s level of attention, the
applicant submits that the Board of Appeal rightly considered that
the relevant public had an average level of attention. The applicant
also claims that the Board of Appeal erred as regards the linguistic
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profile of the relevant public it adopted in its assessment of the
likelihood of confusion. Products bearing the name ‘siizme peynir
would be aimed exclusively at Turkish-speaking consumers in the
European Union. In addition, according to the applicant, those
products are offered exclusively in ethnic markets targeted specifically
at the Turkish and Turkish-speaking community.

EUIPO and the intervener dispute the applicant’s arguments.

In the first place, as regards the linguistic profile of the relevant
public, it must be held, as the Board of Appeal found, that since the
international registration of the earlier figurative mark covers the
European Union, the relevant territory is the whole of the European
Union. It is not therefore appropriate to restrict the relevant public
solely to the Turkish-speaking public located in the territory of the
EU, since the absence of a likelihood of confusion on the part of
that public cannot rule out the possibility that such a likelihood of
confusion may exist for the non-Turkish-speaking public in that
territory (See, to that effect, judgment of 10 March 2016, LG Deve-
loppement v OHIM — Bayerische Motoren Werke (MINICARGO),
T'160/15, not published, EU:T:2016:137, paragraph 19).

As to the Board of Appeal’s decision to base its assessment on the
English-speaking public, it must be borne in mind that, accor-
ding to settled case-law, for registration of an EU trade mark to be
refused, it is sufficient that a relative ground for refusal within the
meaning of Article 8(1)(b) of Regulation 2017/1001 exists in a part
of the European Union (See judgment of 14 December 2006, Mast-
Jéagermeister v OHIM — Licorera Zacapaneca (VENADO with
frame and others), T81/03, T82/03 and T103/03, EU:T:2006:397,
paragraph 76 and the case-law cited). It follows that, for reasons of
procedural economy, the Board of Appeal was able to restrict the
assessment of the likelihood of confusion to the English-speaking
public.

None of the applicant’s arguments claiming that the relevant public
consists only of Turkish-speaking consumers can call into question

the Board of Appeal’s findings indicated in the previous paragraph.
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26. First, as regards the applicant’s argument that only Turkish-speaking
consumers in the European Union would be targeted by products
bearing the name ‘siizme peynir’, it should be stated that there is
nothing in the wording of the application for registration of the figu-
rative mark PINAR Siizme Peynir to suggest that the goods at issue
are aimed exclusively at a Turkish and Turkish-speaking clientele. The
general terms used to designate the goods in that application suggest
instead that those goods are intended for normal, average customers
of the food products (See, to that effect, judgment of 25 November
2003, Oriental Kitchen v OHIM — Mou Dybfrost (KIAP MOU),
1286/02, EU:1:2003:311, paragraph 32).

27. Moreover, the mere fact that the word element ‘siizme peynir’ means
something to the Turkish-speaking public is not sufficient to estab-
lish and define a particular category of consumers targeted by the
application for registration of the figurative mark PINAR Siizme
Peynir (See, to that effect, judgment of 25 November 2003, Ori-
ental Kitchen v OHIM — Mou Dybfrost (KIAP MOU), T286/02,
EU:T:2003:311, paragraph 33).

28. In any event, even if food products are created in order to suit the
tastes of a target group of consumers, there is nothing to prevent
those products from also being appreciated and purchased by the
broader general public of the EU Member States.

29. What is more, as regards the applicant’s allegation that goods bea-
ring the name ‘siizme peynir’ would be offered exclusively in ethnic
markets specifically targeting the Turkish and Turkish-speaking
community, and leaving aside the unsubstantiated nature of that
allegation, it must be remembered that, since particular marketing
methods for the goods covered by the marks may vary over time
and depend on the wishes of the proprietors of those marks, the
prospective assessment of the likelihood of confusion between two
marks, which pursues an aim in the general interest, namely that the
relevant public is not exposed to the risk of being misled as to the
commercial origin of the goods in question, cannot depend upon
the commercial objectives, whether implemented or not and by
their nature subjective, of the trade mark proprietors (Judgment of
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12 January 2006, Devinlecy OHIM — TIME ART (QUANTUM),
T147/03, EU:T:2006:10, paragraph 104).

It follows from the foregoing that the applicant’s argument that
the relevant public consists only of Turkish-speaking consumers is
unfounded.

In the second place, as regards the relevant public’s level of attention,
it should be pointed out that the applicant’s assertion that the Board
of Appeal found the relevant public’s level attention to be average
with regard to the goods at issue is based on a misreading of the
contested decision. It is clear from paragraph 18 of that decision
that the Board of Appeal found a level of attention that was below
average and not average.

In any event, having regard to the nature of the goods at issue, which

are foodstuffs intended for mass consumption, purchased frequently

and at low prices, the Court must hold, as did the Board of Appeal,

that the relevant public’s level of attention with regard to the goods

at issue will be lower than average (See, to that effect, judgment of
5 May 2015, Lidl Stiftungv OHIM — Horno del Espinar (Castello),

1715/13, not published, EU:T:2015:256, paragraph 26).

Accordingly, the Board of Appeal was fully entitled to find that the

relevant public’s level of attention was lower than average.

Comparison of The Goods and Services

34.

The applicant does not dispute the Board of Appeal’s assessment,
in paragraph 23 of the contested decision, that the goods referred
to in paragraphs 3 and 6 above are identical, highly similar and
similar. Moreover, nothing in the file is capable of challenging that
assessment.

Comparison of The Signs at Issue

35.

156

The global assessment of the likelihood of confusion must, in relation
to the visual, phonetic or conceptual similarity of the signs at issue,
be based on the overall impression given by the signs, bearing in
mind, in particular, their distinctive and dominant elements. The
perception of the marks by the average consumer of the goods or
services at issue plays a decisive role in the global assessment of that
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likelihood of confusion. In that regard, the average consumer nor-
mally perceives a mark as a whole and does not proceed to analyse
its various details (See judgment of 12 June 2007, OHIM v Shaker,
C334/05 P EU:C:2007:333, paragraph 35 and the case-law cited).

36. Assessment of the similarity between two marks means more than
taking just one component of a composite trade mark and com-
paring it with another mark. On the contrary, the comparison
must be made by examining each of the signs at issue as a whole,
which does not mean that the overall impression conveyed to the
relevant public by a composite trade mark may not, in certain cir-
cumstances, be dominated by one or more of its components. It is
only if all the other components of the mark are negligible that the
assessment of the similarity can be carried out solely on the basis
of the dominant element (See, to that effect, judgments of 12 June
2007, OHIM v Shaker, C334/05 B EU:C:2007:333, paragraphs 41
and 42, and of 20 September 2007, Nestlé v OHIM, C193/06 D
not published, EU:C:2007:539, paragraph 43).

37. In the present case, the earlier mark comprises the word element
‘siizme peynir and a figurative element. The word element is in
blue font and positioned in the centre, though slightly above the
figurative element, which is an oval shape depicting two cows below
the word element, in a rural farm scene.

38. As to the mark applied for, it consists of several word and figura-
tive elements. As regards the word elements, the upper section of
the mark applied for contains the word element ‘pinar’, in green
capital letters in bold font, surrounded by various embellishments
in blue, green and red, in different sizes. In the lower section, the
mark applied for comprises the words elements ‘sizzme’ and ‘peynir’,
positioned one below the other and both in blue font. The lower
part of the element ‘peynir’ includes a blue line set at a slight angle.

Distinctive and Dominant Elements of The Signs at Issue

39. According to the case-law, for the purposes of assessing the dis-
tinctive character of an element of a mark, an assessment must be
made of the greater or lesser capacity of that element to identify
the goods or services for which the mark was registered as coming
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from a particular undertaking, and thus to distinguish those goods
or services from those of other undertakings. In making that assess-
ment, it is necessary to take into account, in particular, the inherent
characteristics of the element in question in the light of whether it
is at all descriptive of the goods or services for which the mark has
been registered (Order of 3 May 2018, Siberian Vodka v EUIPO —
Schwarze und Schlichte (DIAMOND ICE), T234/17, not publis-
hed, EU:T:2018:259, paragraph 38).

For the purposes of assessing the dominant character of one or more
given components of a composite trade mark, account must be taken,
in particular, of the intrinsic qualities of each of those components
by comparing them with those of other components. In addition,
and secondarily, account may be taken of the relative positions of
the various components in the arrangement of the composite mark
(Judgments of 23 October 2002, Matratzen Concord v OHIM —
Hukla Germany (MATRATZEN), T6/01, EU:T:2002:261, parag-
raph 35, and of 8 February 2007, Quelle v OHIM — Nars Cosmetics
(NARS), T88/05, not published, EU:T:2007:45, paragraph 58).

Consequently, it should be borne in mind that, where a mark
consists of both word and figurative elements, the former are, in
principle, more distinctive than the latter, as the average consumer
will more easily refer to the services at issue by citing the name of
the mark than by describing its figurative element (See judgments
of 20 September 2017, Nestlé v OHIM, C193/06 B not publis-
hed, EU:C:2007:539, paragraph 39, and of 25 May 2016, Ice
Mountain Ihiza v EUIPO — Marbella Atlantic Ocean Club (ocean
ibiza), T6/15, not published, EU:1:2016:310, paragraph 45 and
the case-law cited).

Itis in the light of those considerations that the presence of any dis-
tinctive and dominant elements in the signs at issue must be assessed.

As regards the distinctive and dominant elements of the earlier mark,
the Board of Appeal found in paragraph 28 of the contested decision
that the word element ‘siizme peynir’ was distinctive with regard
to the goods at issue since it had no meaning for a substantial part

of the English-speaking public. According to the Board of Appeal,
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the word element played an essential role and was more distinctive
in comparison with the figurative element, namely the depiction,
within an oval shape, of two cows in a rural, agricultural scene,
which showed a connection with the goods at issue. Therefore, and
as is apparent from the whole of the contested decision, in particular
from paragraphs 30, 32 and 37 thereof, the Board of Appeal found
that element to be devoid of distinctiveness.

44. As regards the mark applied for, the Board of Appeal stated in parag-
raph 29 of the contested decision that the word elements ‘pinar
and ‘siizme peynir’ had no meaning for a substantial part of the
relevant public. On account of their lack of meaning, the Board of
Appeal found that those word elements were equally co-dominant
in the overall impression of the mark applied for. As to the figurative
elements of that mark, namely the use of colours, fonts and minor
embellishments around the element ‘pinar’, the Board of Appeal
decided that they did not play an important role in the overall imp-
ression of the mark applied for, although they were not negligible.

45. While not contesting the Board of Appeal’s finding as to the essen-
tial role of the word element ‘siizme peynir’in the earlier mark, the
applicant alleges that the Board of Appeal erred in considering that
the word element ‘siizme peynir’ was distinctive as regards the goods
at issue. In particular, the applicant claims, in essence, that, given
that a large part of the relevant public, familiar with the Turkish
language, would understand it to mean ‘cottage cheese’, that word
element would therefore be descriptive with regard to the goods at
issue. In any event, according to the applicant, even a non-Turkish-
speaking consumer will recognise that element as a Turkish name
for the product offered, or the name of a product identified by the
trade mark PINAR.

46. Moreover, as regards the mark applied for, the Board of Appeal erred
in finding that the word element ‘pinar’ of that mark constituted a
secondary element in the overall impression produced by that mark.
According to the applicant, that element plays a dominant role in
the mark applied for, given its design typical of a brand name and
its positioning above the descriptive word element ‘siizme peynir.
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EUIPO and the intervener dispute the applicant’s arguments.

As a preliminary point, it must be stated that the Board of Appeal
was fully entitled to find that the figurative element of the earlier
mark, namely its depiction, within an oval shape, of two cows in a
rural, agricultural scene, showed a connection with the goods at issue
and, therefore, had to be regarded as descriptive for those goods,
which is not disputed by the parties. Moreover, it is also common
ground between the parties that the word element ‘pinar’, present
in the mark applied for, has no meaning for the relevant public and
is distinctive with regard to the goods at issue.

That said, in the first place, as regards the distinctiveness of the word
element ‘siizme peynir’, common to the signs at issue, the Board of
Appeal correctly found that element to be devoid of meaning for a
substantial part of the English-speaking public and was, therefore,
distinctive with regard to the goods at issue.

None of the applicant’s arguments is capable of calling the Board
of Appeal’s finding into question.

As regards, first, the applicant’s argument that a large part of the
relevant public would be familiar with the Turkish language and,
therefore, would understand the meaning of the word element
‘siizme peynir’as being descriptive of the goods at issue, it should be
borne in mind, as is evident from paragraphs 23 to 30 above, that
the relevant public in the present case consists of English-speaking
consumers.

Admittedly, and as the Board of Appeal stated in the contested
decision, there is a community of Turkish origin within the English-
speaking public, located in Ireland, Malta and the United Kingdom,
members of which will understand the meaning of the word element
‘siizme peynir as being a reference to ‘filtered cheese/cottage cheese’.
However, the existence of such a community within the English-spe-
aking public does not lead to the conclusion that a large part of the
relevant public is familiar with Turkish and, consequently, that the
word element ‘siizme peynir’ is descriptive with regard to the goods
at issue for that public. There is no evidence in the file that could
establish that a significant part of the relevant public has sufficient

FMR 2022/1



Hazirlayanlar:
Zeynep Cagla USTUN — Dilan Sila KAYALICA

knowledge of the Turkish language to understand that meaning, or
that the part of that public that does not understand that meaning
would be insignificant (see, to that effect, judgment of 23 October
2002, MATRATZEN, T6/01, EU:T:2002:261, paragraph 38).

53. Secondly, as regards the applicant’s allegation that even a non-
Turkish-speaking consumer would understand the word element
‘siizme peynir’as a Turkish word for the goods at issue, it is sufficient
to state, as EUIPO is correct to point out, that an understanding of
a foreign language may not, in general, be presumed (See, to that
effect, judgment of 24 May 2011, Space Beach Club v OHIM —
Flores Gomez (SpS space of sound), T144/10, EU:T:2011:243,
paragraph 63 and the case-law cited). In that regard, it should be
observed that nothing in the file supports a finding that an English-
speaking consumer would be familiar with the Turkish language,
which, incidentally, is not a matter of common knowledge. In those
circumstances, it cannot be assumed that the English-speaking
public will understand the Turkish term ‘sézzme peynir’, or that it
will necessarily attribute to it the meaning of ‘filtered cheese/cottage
cheese’. Therefore, the applicant’s assertion, unsupported by evidence,
must be rejected.

54. In the second place, as regards, first, the applicant’s contention that
the Board of Appeal erred in finding that the word element ‘pinar
plays a secondary role in the overall impression of the mark applied
for, such a contention stems from a misreading of the contested
decision. In that regard, it is important to remember, as is apparent
from that decision, that the Board of Appeal did not consider the
word element ‘pinar’ in the mark applied for to be a secondary ele-
ment but stated in paragraph 29 of the contested decision that, since
that element was, in essence, distinctive with regard to the goods at
issue, it had a co-dominant role along with the word element ‘sizzme
peynir’in the mark applied for.

55. Secondly, contrary to the applicant’s allegations, it has not been
established in the present case that the word element ‘pinar’, owing
to its allegedly typical configuration of a brand name and to its
positioning, itself played a dominant role, even exercised by itself
the function of indication of origin, in the mark applied for.
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It is indeed true that the position and characteristics of the word
element ‘pinar relied on by the applicant, namely, in particular,
the coloured highlighting, the font in capital letters and the good
legibility, are aspects that seek to emphasise that word element, even
to influence its good legibility. However, the fact remains that, by
reason of its size larger than the word element ‘pinar’, its stylisation
and the underlining of its lower section, the word element ‘siizme
peynir’ will equally be such as to make an impression on and to be
remembered by the consumer.

It should be added that the word element ‘siizme peynir’, like the
word element ‘pinar’, is meaningless to the relevant public (see
paragraphs 48 to 52 above). However, the lack of meaning of these
elements with regard to the goods at issue, which are a fortiori dis-
tinctive with regard to those goods, reinforces their dominance in the
overall assessment of the mark applied for (See, to that effect, judg-
ment of 16 September 2013, Gitanav OHIM — Teddy (GITANA),
17569/11, not published, EU:T:2013:462, paragraph 57 and the
case-law cited).

Accordingly, it must be held, contrary to the applicant’s claims, that
the overall impression created by the mark applied for in the memory
of the English-speaking public is dominated, jointly, as much by
the word element ‘pinar’ as by the word element ‘siizme peynir’.

Thirdly, it has not been established that even a non-Turkish-speaking
consumer will understand that the element ‘siizme peynir’ designates
a product identified by the mark PINAR by reason of its simple
font and its positioning below the word element ‘pinar’. Those
two characteristics are not capable, on their own, of demonstrating
that the non-Turkish-speaking public would understand the word
element ‘siizme peynir as the name of a product identified by the
mark PINAR, especially as that word element is devoid of meaning
for the English-speaking public (see paragraphs 49 to 52 above).
In any case, given the co-dominant character of the word elements
‘pinar and ‘siizme peynir’ and the distinctiveness of the word ele-
ment ‘siigme peynir’, it is appropriate to find that the applicant’s
argument, according to which that latter word element should be
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regarded as designating the name of a product identified by the
mark PINAR, is unfounded.

60. Having regard to all the foregoing considerations, the applicant’s
contentions as to the distinctive and dominant elements of the signs
at issue must be rejected.

The Visual Similarity
61. The Board of Appeal found in paragraph 30 of the contested decision

that the signs at issue shared the word element ‘siizme peynir’, that
being the most distinctive element of the earlier mark and repeated
in the mark applied for as an independent and observable element. It
noted that the signs at issue differed in respect of the word element
‘pinar’, by the accompanying graphical elements, present in the
mark applied for, and by the figurative elements of the earlier mark,
namely a depiction, within an oval frame, of two cows in a rural,
agricultural scene. The Board of Appeal found an average degree of
visual similarity between the signs at issue.

62. The applicant disputes that assessment by the Board of Appeal. It
considers that, despite the similarity resulting from the presence of
the word element ‘siizme peynir’, the signs at issue are visually dif-
ferent. First, the applicant claims that the configuration of the word
element ‘siizme peynir’ in the signs at issue shows differences that
are not inconsiderable. In particular, they stem from the fact that,
in the earlier mark, the words ‘siizme’ and ‘peynir’ are positioned
next to each other and within the depiction of a landscape whilst,
in the mark applied for, they are positioned one above the other
and presented without other graphical elements.

63. Secondly, according to the applicant, the signs at issue differ in res-
pect of the word element ‘pinar’, which constitutes the dominant
element of the mark applied for. Lastly, it claims that the similarity
between the signs at issue does not coincide in their overall impres-
sion, which prevents them from being regarded as visually similar.

64. EUIPO and the intervener dispute the applicant’s arguments.

65. In the first place, it should be stated that the word element ‘siizme
peynir’, which constitutes the most distinctive element of the earlier
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mark, is fully included in the mark applied for, in the same blue
colour, in lower-case letters apart from the capital letters at the
beginning and in a very similar font.

In that regard, contrary to the applicant’s claim, the configuration
of the terms ‘siizme peynir’ in the signs at issue is not such that it
allows a significant difference to be established between those signs,
from a visual perspective. Although, in the earlier mark, the two
words are positioned next to each other whereas, in the mark applied
for, they are placed one above the other, those two words will be
perceived, in any event, as forming an indivisible whole by reason
of the identical font and colours in each sign (See, to that effect,
judgment of 9 March 2012, Ella Valley Vineyardsv OHIM — HFP
(ELLA VALLEY VINEYARDS), 732/10, EU:T:2012:118, parag-
raph 43), creating, therefore, a similar visual impression between
the signs at issue. That is particularly so in the case at hand since,
in accordance with the case-law cited in paragraph 35 above, the
consumer normally perceives a mark as a whole without proceeding
to analyse its various details.

Furthermore, that similar visual impression is not eliminated either
by the insertion of the word element ‘siizime peynir’ into the figurative
element present in the earlier mark, namely a depiction, within an
oval frame, of two cows in a rural, agricultural scene, or by the pre-
sence of the additional word element ‘pinar’, surrounded by various
embellishments coloured blue, green and red, in different sizes, in
the mark applied for. The figurative elements in the earlier mark are
devoid of distinctiveness for the goods at issue (See paragraph 48
above) and therefore less likely to influence the visual impression.

Moreover, it should be remembered, contrary to the applicant’s
suggestion, that the word element ‘pinar’ is not the only dominant
element of the mark applied for but co-dominates it with the word
element ‘siizme peynir’. Consequently, the word element ‘sizzme pey-
nir’ is just as likely to make an impression on and to be remembered
by the consumer as the word element ‘pinar’. Accordingly, although
it is true that the presence of the additional word element ‘pinar
in the mark applied for signifies a difference between the signs at
issue, from a visual perspective, it is not capable of eliminating the
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visual similarity created by the common element ‘siizme peynir,
which co-dominates the mark applied for and is, moreover, the most
distinctive element of the earlier mark (See, to that effect and by
analogy, judgment of 16 May 2007, La Perla v OHIM — Worldgem
Brands (NIMEI LA PERLA MODERN CLASSIC), T137/05, not
published, EU:T:2007:142, paragraph 46).

69. Therefore, regarding the resemblances between the signs at issue
stated in paragraphs 65 to 68 above, the applicant cannot rely on
the lack of coincidence of the signs at issue in their overall visual
impression.

70. Consequently, it is appropriate to approve the Board of Appeal’s
finding as to the average level of visual similarity between the signs
at issue.

The Phonetic Similarity
71. The Board of Appeal found, in paragraph 31 of the contested deci-

sion, that the signs at issue coincided in the pronunciation of the
common word element ‘sézzme peynir’. Those signs differed in the
pronunciation of the word ‘pinar’ in the mark applied for. However,
taking account of the fact, first, that the word element ‘siizme peynir’
was the most distinctive element of the earlier mark and that it was
repeated in its entirety in the mark applied for and, second, that the
figurative elements of the signs at issue could not be identified orally,
the Board of Appeal found an average level of phonetic similarity
between the signs at issue.

72. 'The applicant disputes that assessment by the Board of Appeal. It
considers that in order to find phonetic similarity between the signs
at issue, account has to be taken of the overall impression produced
by the signs, which is determined by the intonation and, in particular,
by the order as well as the stress on syllables in the pronunciation of
the signs at issue. According to the applicant, the earlier mark does
not have the equivalent of the element ‘pinar’, which, by reason of
its positioning as the first word element, plays a dominant role in
the mark applied for. Therefore, the signs at issue are phonetically
similar to a lower-than-average degree, at most.

73. EUIPO and the intervener dispute the applicant’s allegations.

FMR 2022/1 165



YABANCI MAHKEME KARARLARI

74.

75.

76.

77.

78.

79.

166

As regards the pronunciation of the various constituent parts of the

signs at issue, it should be noted, as was correctly stated by the Board

of Appeal, that there is no need to take account of the figurative

elements for the purposes of the phonetic comparison of the signs

at issue. Therefore, the fact that the figurative components are left

out of account when comparing the phonetic aspects of the signs

at issue makes the similarities between the signs stand out more

clearly than in the visual comparison (See, to that effect, judgment of
26 January 2016, LR Health ¢ Beauty Systems v OHIM — Robert
McBride (LR nova pure.), T202/14, not published, EU:T:2016:28,

paragraph 78 and the case-law cited).

Consequently, only the word elements of the signs at issue, namely
the word element ‘siizme peynir’ in the earlier mark and the word
elements ‘pinar’ and ‘siizme peynir’ in the mark applied for will be
pronounced by the consumers in question.

That being so, the Board of Appeal was correct, on the basis of the
identical pronunciation of the word element ‘sizzme peynir’ in the
two signs, to find an average degree of phonetic similarity between
those signs.

None of the applicant’s arguments claiming that the phonetic simi-
larity should be regarded as being, at most, lower than average can
call that finding into question.

First of all, although it is indeed true, as the applicant claims, that
the order and stress of the syllables constitute important factors for
assessing phonetic similarity between the signs at issue, the applicant
does not explain what consequences those factors would have, in
the present case, on the legality of the Board of Appeal’s finding
regarding the phonetic similarity between those signs.

Secondly, while it is also true that the consumer generally pays gre-
ater attention to the beginning of a word than to its end, it should
nevertheless be remembered that that argument cannot hold in all
cases and cast doubt on the principle that assessment of the simi-
larity of the marks must take into account the overall impression

created by them (See judgment of 9 September 2008, Honda Motor
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Europev OHIM — Seat (MAGIC SEAT), T363/06, EU:1:2008:319,
paragraph 38 and the case-law cited).

80. Incidentally, it should be remembered that the word element ‘szizme
peynir’, common to the signs at issue, while not positioned in the
first part of the mark applied for, co-dominates that mark with the
word element ‘pinar (See paragraphs 54 to 58 above). The result
of this, contrary to the applicant’s suggestion, is that the difference
made by the pronunciation of the word element ‘pinar’ is not capable
of calling into question the average phonetic similarity stemming
from the presence in the signs at issue of the common word element
‘siizme peynir’.

81. Consequently, the applicant’s contention regarding the degree of
phonetic similarity between the signs at issue must be rejected as
unfounded.

The Conceptual Similarity

82. 'The Board of Appeal found, in paragraph 32 of the contested deci-
sion, that the word elements of the signs at issue held no meaning for
a substantial part of the English-speaking public and that the single
figurative element in the earlier mark evoked a concept of a farm.
However, since that element was descriptive, it could not establish
a conceptual dissimilarity between the signs at issue. The Board of
Appeal found that, in any event, since only the earlier mark evoked
a concept, the signs were not conceptually similar.

83. 'The applicant claims that the signs at issue are only very slightly
similar conceptually. In that regard, it considers that the lack of
distinctiveness, or a low degree of distinctiveness, in one part of
the signs at issue is no barrier to the conceptual similarity being
recognised, albeit only to a low degree, in the present case. Moreover,
the element ‘pinar’in the mark applied for signifies a conceptual
divergence between the signs at issue.

84. EUIPO and the intervener dispute the applicant’s allegations.

85. 'The applicant does not specify which element, weakly distinctive, or
even devoid of distinctiveness, it considers validates the low degree
of conceptual similarity between the signs at issue. However, in the
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86.

87.

light of the other arguments raised by the applicant in its application,
that argument should be understood as seeking to limit any concep-
tual similarity between the signs at issue in the event of the Court
finding, as the applicant submits it should, that the word element
‘siizme peynir’ is descriptive of the goods in question and therefore
exhibits conceptual content. In that regard, it is sufficient to note,
as is apparent from paragraphs 49 to 52 above, that the Board of
Appeal correctly found a lack of meaning in that word element for
a substantial part of the relevant public.

On any view, even if the applicant maintains that the signs at issue
display only a very low degree of conceptual similarity, notwithstan-
ding the finding of a lack of descriptiveness in the word element
‘siizme peynir’, it should be noted that the Board of Appeal found
that the signs at issue were not conceptually similar. Accordingly,
it is from that perspective, more favourable to the applicant, that
the finding of a very low degree of conceptual similarity, in so far
as that perspective could, where appropriate, allow a difference bet-
ween the signs at issue to be established and reduce any likelihood
of confusion between those signs, that the merits of the Board of
Appeal’s assessment of the likelihood of confusion must be examined.

It follows from all of those arguments that the signs at issue are
visually and phonetically similar to an average degree whereas they
are not conceptually similar.

The Distinctiveness of The Earlier Mark

88.

168

For a trade mark to possess distinctive character for the purposes of
Regulation 2017/1001, it must serve to identify the goods or services
in respect of which registration is applied for as originating from
a particular undertaking, and thus to distinguish those goods and
services from those of other undertakings (See judgment of 18 July
2013, Specsavers International Healthcare and Others, C252/12,
EU:C:2013:497, paragraph 22 and the case-law cited). A trade
mark’s distinctiveness must be assessed, first, by reference to those
goods or services and, second, by reference to the perception of
the relevant public, which consists of average consumers of those
goods or services, who are reasonably well informed and reasonably
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observant and circumspect (See, by analogy, judgment of 12 Febru-
ary 2004, Koninklijke KPN Nederland, C363/99, EU:C:2004:86,
paragraph 34 and the case-law cited).

In the present case, the Board of Appeal found, in paragraph 37 of
the contested decision, that, from the perspective of a substantial
part of the relevant public, the earlier mark was devoid of meaning
in respect of the goods it covers. Therefore, that mark enjoys average
intrinsic distinctiveness as a whole, notwithstanding the presence of
a non-distinctive figurative element, namely a depiction, within an
oval frame, of two cows in an agricultural, rural scene.

The applicant disputes that assessment by the Board of Appeal.
According to the applicant, given that the relevant public consists
of Turkish-speaking people for whom the word element of the
earlier mark ‘siizme peynir signifies ‘cottage cheese’ and for whom
that element is, like the figurative element, descriptive in respect of
the goods at issue, that mark is devoid of distinctive character as a
whole, or should not even have been registered.

EUIPO and the intervener dispute the applicant’s arguments.

In that regard, it is sufficient to note that the Board of Appeal was
right to consider, first, that the relevant public was the English-
speaking, and not Turkish-speaking, public and, secondly, that the
word element ‘siizme peynir’ had no meaning for a substantial part
of that public, so that it is distinctive. Accordingly, the earlier mark,
considered as a whole, is not descriptive. Therefore, the applicant
is not justified in alleging a lack of intrinsic distinctiveness in the
earlier mark.

In any event, the validity of an earlier international trade mark desig-
nating the European Union may not be called into question in proce-
edings for registration of an EU trade mark but only in cancellation
proceedings (See, by analogy, judgments of 24 May 2012, Formula
One Licensing v OHIM, C196/11 B, EU:C:2012:314, parag-
raph 38, and of 11 September 2014, Continental Wind Part-
ners v OHIM — Continental Reifen Deutschland (CONTINENTAL
WIND PARTNERS), T185/13, EU-T:2014:769, paragraph 59).

Accordingly, in the context of the present action, the applicant
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94.

cannot validly rely upon the lack of distinctiveness of the earlier
mark or the unlawfulness of its registration.

Therefore, the applicant has not established that the Board of Appeal’s
conclusion as to the average intrinsic distinctiveness of the earlier
mark is flawed.

The Overall Assessment of The Likelihood of Confusion

95.

96.

97.

98.

170

A global assessment of the likelihood of confusion implies some
interdependence between the relevant factors and, in particular,
a similarity between the trade marks and between the goods or
services covered. Accordingly, a lesser degree of similarity between
those goods or services may be offset by a greater degree of simila-
rity between the marks, and vice versa (Judgments of 29 September
1998, Canon, C39/97, EU:C:1998:442, paragraph 17, and of
14 December 2006, VENADO with frame and others, T81/03,
782/03 and T103/03, EU:T:2006:397, paragraph 74).

The global assessment of the likelihood of confusion must, however,
as regards the visual, phonetic or conceptual similarity of the signs
at issue, be based on the overall impression given by the marks,
bearing in mind, inter alia, their distinctive and dominant elements
(judgment of 14 October 2003, Phillips-Van Heusen v OHIM — Pash
Textilvertrieb und Einzelhandel (BASS), T292/01, EU:T:2003:264,
paragraph 47).

In the present case, the Board of Appeal found, having regard
to (i) The identity and the similarities, to varying degrees, of the
goods at issue; (ii) The fact that the signs at issue were visually and
phonetically similar to an average degree; (iii) The fact that those
similarities could not be offset by a conceprual difference based on
the lack of distinctiveness in the figurative element of the earlier
mark; and (iv) The average intrinsic distinctiveness of that mark,
that there was a likelihood of confusion for a substantial part of the
English-speaking public.

The applicant disputes that finding. In particular, the applicant
claims that the Board of Appeal incorrectly applied the principles
according to which, first, the visual, phonetic and conceptual simi-
larity of the signs at issue must be based on the overall impression
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created by them, given that the average consumer normally perceives
a mark as a whole and does not proceed to analyse its details, and,
secondly, the public perceives a mark as it finds it. The applicant also
considers, bearing in mind the interdependence aspect, in particular
as regards the visual and phonetic differences and the absence or
lower-than-average degree of distinctiveness of the earlier mark, that
the signs at issue are sufficiently different, so that, in the present
case, a likelihood of confusion cannot be inferred.

99. EUIPO and the intervener dispute the applicant’s arguments.

100. It must be remembered, as is apparent from paragraph 34 above,
that the goods at issue are identical and similar to varying degrees.
It follows that, in order to exclude the likelihood of confusion,
that identity and that similarity must be offset by a high degree of
difference between the signs.

101. In the present case, as is evident from the findings made in parag-
raphs 65 to 70, 74 to 81 and 85 to 87 above, the signs at issue are
visually and phonetically similar to an average degree, whereas they
are not conceptually similar.

102. First of all, although, according to the case-law, the conceptual
differences may be such as to counteract, to a large extent, the
visual and phonetic similarities between the marks at issue, that is
subject to the condition that at least one of those marks has, from
the relevant public’s perspective, a clear and specific meaning, so
that the public is capable of grasping it immediately (Judgment of
14 October 2003, BASS, 7292/01, EU:T:2003:264, paragraph 54).

103. However, in the present case, although the earlier mark conveys, in
its figurative element, a concept of a farm, such a concept, relatively
general and, in any event, based on an element devoid of distincti-
veness (paragraph 48 above), will not, in the context of the goods
concerned, give rise to associations that could make it easier for the
signs at issue to be remembered on the basis of the meaning conve-
yed by the figurative element of the earlier mark (See, ro that effect
and by analogy, judgment of 24 September 2019, IAK — Forum
Internationalv EUIPO — Schwalb (IAK), T497/18, not published,
EU:T:2019:689, paragraph 92 and the case-law cited). In those

FMR 2022/1 171



YABANCI MAHKEME KARARLARI

104.

105.

106.

107.

circumstances, the conceptual difference between the signs at issue
will not attract the attention of the relevant public and, accordingly,
cannot counteract the visual and phonetic similarities noted in
paragraphs 65 to 70 and 74 to 81, respectively, above.

Next, as regards the applicant’s contention that the Board of Appeal
incorrectly applied the principles mentioned in paragraph 98 above,
leaving aside the abstract nature of that contention, suffice it to say,
as follows from paragraphs 61 to 87 above, that the Board of Appeal
was fully entitled, having taken into consideration the various ele-
ments of the signs at issue, to proceed to the comparison of those
signs as a whole, taking account, in particular, of their distinctive
and dominant elements. The applicant’s argument must, therefore,
be rejected.

Lastly, as is apparent from paragraph 92 above, and contrary to the
applicant’s claim, the Board of Appeal was correct to find that the
earlier mark enjoyed average intrinsic distinctiveness with regard to

the goods at issue for the English-speaking public.

Accordingly, and taking into account all the relevant elements consi-
dered by the Board of Appeal in the context of the global assessment
of the likelihood of confusion, it must be found that the Board of
Appeal did not err in considering that, in the present case, there
was a likelihood of confusion on the part of the relevant public.

It follows from all of the foregoing that the single ground of appeal,
alleging infringement of Article 8(1)(b) of Regulation 2017/1001,
must be rejected and the action dismissed in its entirety, without it
being necessary to rule on the applicant’s head of claim asking the
Court to allow its appeal against the Opposition Division’s decision
of 23 July 2019.

Costs

108.

172

Under Article 134(1) of the Rules of Procedure of the General Court,
the unsuccessful party is to be ordered to pay the costs if they have
been applied for in the successful party’s pleadings.
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109. Since the applicant has been unsuccessful, it must be ordered to pay
the costs, in accordance with the forms of order sought by EUIPO
and the intervener.

On those grounds,

THE GENERAL COURT (Sixth Chamber)
Hereby:
1. Dismisses the action;

2. Orders Yadex International GmbH to pay the costs.

Marcoulli Iliopoulos Norkus
Delivered in open court in Luxembourg on 20 October 2021.
E. Coulon S. Papasavvas
Registrar Judge
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Avrupa Birligi Adalet Divanr’nin
Ayirt Edici Niteligin Degerlendirilmesine Iligkin
T-523/20 say1l
Setarcos Consulting v EUIPO (Blockchain Island) Karar:

AVRUPA BIRLIGI ADALET DIVANI
GENEL MAHKEMESI (IKINCI DAIRE) KARARI
13 Ekim 2021
(TOURKCE TERCUME METNI)
DAVANIN KONUSU:

(AB markast — “Blockchain Island” kelime markasi icin yapilan AB
bagvurusu — Mutlak ret nedeni — Ayurt edicilikten yoksunluk- 2017/1001
sayili (AB) Direktifi’nin 7(1)(b) ve (2). maddeleri)

DAVA NO : T523/20
TARAFLAR
BASVURAN

Setarcos Consulting Ltd., Sliema (Malta)’da kurulmustur ve Av. S. Stafy-
lakis tarafindan temsil edilmektedir.

DAVALI

Avrupa Birligi Fikri Miilkiyet Ofisi (EUIPO), Temsilci sifatint haiz
D. Walicka ve V. Ruzek tarafindan temsil edilmektedir.

DAVA
EUIPO’nun Besinci Temyiz Kurulu'nun Blockchain Island ibaresinin AB

markasi olarak tescil edilmesi i¢in yapilan bir bagvuru hakkinda 9 Haziran

2020 (Dava R 2806/2019-5) tarihli kararina karst acilmistir.
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MAHKEME:
. AYRUPA BIRLIGI ADALET DiVANI GENEL MAHKEME KARARI
(IKINCI DAIRE)
Daire Bagkani: V. Tomljenovi¢
Hakimler: I. Nomm (Raportér) ve E Schalinden olusmaktadir.

Katip: E. Coulon
DAVA SURECI:

18 Agustos 2020 tarihinde Mahkeme’nin Yazi Isleri’ne ibraz edilen
bagvuru,

19 Kasim 2020 tarihinde EUIPO tarafindan Mahkeme’nin Yazi Isleri’ne

ibraz edilen cevap,

Taraflarca durusma talebinin, yazili usuliin sona erdiginin bildiriminden

itibaren 3 haftalik siire i¢inde ibraz edilmedigi goz oniine alinarak ve Genel
Mahkemede Uygulanacak Usul Kurallar’'nin 106(3). maddesi uyarinca sozlii
yargilama yapilmadan asagidaki hitkmiin kurulmasina karar verilmistir.

HUKUM

Uyusmazligin Gegmisi

1.

27 Subat 2019 tarihinde, bagvuru sahibi, Setarcos Consulting Ltd.,
AB markasinin tescili i¢in, AB markasina iligkin Avrupa Parlamen-
tosu ve Konseyi'nin 14 Haziran 2017 tarihli 2017/1001 sayili (AB)
Direktifi uyarinca, EUIPO’ya bagvuruda bulunmustur. (O] 2017
L 154,s. 1).

Bagvuru “Blockchain Island’” kelime markasinin tescili i¢in yapilmustir.

EUIPO nezdindeki islemlerde yapilan kisitlamay1 takiben, tescili
istenen mal ve hizmetler, 15 Haziran 1957 tarihli Marka Tescilinin
Amaglari I¢in Revize Edilmis ve Degistirilmis Sekliyle Mal ve Hiz-
metlerin Uluslararast Siniflandirilmasina Iliskin Nice Anlagmast’'nin
9, 16, 35, 41 ve 45. siniflarinda yer almaktadir ve sunlara karsilik
gelmektedir:

— 9. siuf: ‘Elektronik yayinlar (indirilebilen); ag olusturma
yazilim?’;
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— 16. suuf: ‘Diizenli basilan yayinlar; adres defteri; basili evrak;
egitim-ogretim icin malzemeler (cihazlar harig); basils yayinlar’;

— 35. siif: ‘Reklamcilik; yonetim danismanligs; kariyerle ilgili
bilgilendirme ve danigmanlik hizmetleri; ise alim hizmetleri;
halkla iliskiler; piyasa calismalari; internet araciligiyla ticari
rehber bilgilerinin saglanmasi; ticari sergileri gerceklestirme,
diizenleme ve organize etme hizmetleri; is agi olusturma hizmet-
leri; profesyonel ise alim hizmetlers’;

— 41. siuf: “Egitim hizmetleri; cevrimici egitim saglanmasi; kon-
ferans, ¢alistay ve seminer diizenlenmesi hizmetleri; egitim
materyallerinin yaymlanmasi; konferanslarin diizenlenmesi ve
yiiriitiilmest’;

— 45. sinif: ‘Hukuki danismanlik; hukuki hizmetler; hukuki danis-
manlik hizmetleri; hukukla ilgili danismanlik hizmetleri; hukuki
arastirma hizmetleri; lisans verme hizmetleri; avukat asistan:
hizmetleri; (kanuni) tescil hizmetleri; fikri miilkiyet hizmetleri;
sirket tescili hizmetleri; hukuki bilgi hizmetleri; alan adlar: (tescil)
[hukuki hizmetleri]; sozlesme hazirligi konusunda hukuki yardim;
sozlesme goriismeleri konusunda hukuki yardim; vergilendirme
alaninda hukuki danismanlik; yasal belge hazirlama hizmetleri;
yasal sorusturma hizmetlers’;

14 Ekim 2019 tarihli kararryla uzman, 2017/1001 sayili Direkeif’in
7(2). maddesiyle beraber okunan 7(1)(b). maddesi uyarinca, yukarida
paragraf 3’te belirtilen mal ve hizmet siniflar1 yoniinden markanin
tescili i¢in yapilan bagvuruyu reddetmistir.

10 Aralik 2019'da bagvuru sahibi, uzmanin bu kararina karsi
2017/1001 sayili Direktif’in 66 ila 71. maddeleri uyarinca EUIPO’ya
temyiz basvurusunda bulunmugtur. 10 Subat 2020 tarihinde ise
temyiz gerekeelerini sunmustur.

EUIPO’nun Besinci Temyiz Kurulu, 9 Haziran 2020 tarihli karariyla
(‘ttiraz edilen karar’) bagvuru sahibinin temyiz istemini reddetmis-
tir. Temyiz Kurulunca ilk olarak, esas itibariyla, s6z konusu mal ve
hizmetlerin ya 6zel olarak Ingilizce konusan uzman alict grubunu
ya da Avrupa Birligi’ndeki Ingilizce konusan halki ve uzman alict
grubunu birlikte hedef aldig1 tespit edilmistir. Ardindan, ‘blockchain’
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(blok zinciri) teriminin Ingilizcede, merkezi olmayan, halka agik
bir agda ayni anda kullanilabilecek ve paylagilabilecek finansal islem
kayitlar: gibi bilgileri iceren dijital bir veri tabant ve ‘island (ada)
kelimesinin, etrafi sularla gevrili, bir kitadan kiigiik olan veya 6zellikle
izole veya gevrili konumuyla adaya benzeyen bir arazi anlamina gel-
digine auf yapildiktan sonra, ‘blockchain island’ (blok zinciri adas:)
ifadesinin bir biitiin olarak ele alindiginda, ilgili halk tarafindan blok
zinciri merkezi olan bir adaya yapilan atf olarak anlagilacagina ve
Malta'nin blok zinciri teknoloji sirketleri icin merkez niteligindeki
roliinii referanslarla belirten uzman tarafindan da isaret edildigi
gibi, bu adanin Malta olabilecegine dikkat ¢ekmistir. Son olarak, bu
ifadeden olusan isaretin, s6z konusu mal ve hizmetlere iligkin olarak,
basvuru sahibinin yerlesik bulundugu adanin, mevcut durumda
Malt2'nin, 9. ve 16. siniflardaki yayinlara, 41. siniftaki konferanslara,
calistaylara ve seminerlere, 45. siniftaki hukuk, avukat asistanligi ve
tescil hizmetlerine ve 35. siniftaki isletme, danigmanlik, pazarlama,
yonetim ve ise alim hizmetlerine konu olan blok zinciri teknolojisi
icin belirli bir yasal ve diizenleyici ¢erceve sunduguna iliskin reklam
nitelikli bir mesaj ilettigine dikkat ¢ekmistir. Ek olarak, bagvuru
konusu markada kelimelerin olagan anlamlarinda kullanildigini ve
kelime oyunu, kafiye, siibliminal mesaj, olagandisi bir s6z dizimi,
gorsel veya sembol gibi akilda kalicilik saglayacak hicbir unsurun
yer almadigini ve ilgili halk nezdinde herhangi bir algisal siireci
tetiklemeyecegini eklemistir. Bagvurulan markanin 2017/1001 sayilt
Direktif’in 7(1)(b). maddesi anlaminda ayirt edici karakterden
yoksun oldugu sonucuna varmistir.

Talepler

7. Bagvuru sahibi, Mahkemenin asagidaki hususlarda karar vermesi
gerektigini iddia etmektedir:

— Tltiraz edilen kararin iptali,

— Temyiz Kurulu ve Mahkeme 6niinde olugan masraflarin EUTPO
tarafindan 6denmesi.

8.  EUIPO, Mahkemenin agagidaki hususlarda karar vermesi gerektigini

ileri stirmektedir:

— Davanin reddi,
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— Masraflarin bagvuru sahibi tarafindan 6denmesi.

Uygulanacak Hukuk Kurallar:

9.

10.

11.

12.
13.

14.

178

Bagvuru sahibi, yalnizca 2017/1001 sayili Direktif’in 7(1)(b). mad-
desinin ihlal edildigi yéniinde savunma yapmustir.

[lk olarak, basvuru sahibi ‘blockchain island’ ifadesinin tamamiyla
hayal tiriinii bir kavram oldugunu ileri stirmiistiir. Dahasi, ilgili hal-
kin ihmal edilebilir bir kisminin blok zinciri teknolojisini bildigini
ve Malta Adast’yla bu teknoloji arasinda baglant: tespit edilmedigini
soylemigtir. Profesyonellerin ¢ogunlugunun, bagvuru konusu mar-
kanin, s6z konusu mal ve hizmetlerin sunumu i¢in ticarette yaygin
olarak kullanildigini veya kullanilabilir oldugunu algilamayacagini
da eklemistir.

Ikincisi, basvuru sahibi, esas itibartyla, ‘blockchain island ifadesi-
nin s6z konusu mal ve hizmetler yoniinden onlari metheden veya
tanitan bir itibara sahip olmadigy, s6z konusu mal ve hizmetlerle bir
baglantisi olmadigi, Malta Adast’nin blok zinciri teknolojisi i¢in bir
merkez haline geldiginin anlagilabilmesinin ilgili halk nezdinde bir
algisal siire¢ gerektirdigi goriisiindedir. Ayrica, s6z konusu mal ve
hizmetlerin blok zinciri ile hi¢bir baglantisi olmadigt i¢in, beklen-
medik ve akilda kalict olan bu ifadeden olusan isaretin, s6z konusu
mal ve hizmetlerle ilgili olarak belirli bir 6zgiinliik gosterdigini ileri
stirmektedir.

EUIPO bagvuru sahibinin bu argiimanlarina itiraz etmistir.

2017/1001 sayili Direktif’in 7(1)(b). maddesi uyarinca ayirt edici
karakterden yoksun olan markalar tescil edilemez. 2017/1001 sayili
Direktif’in 7(2). maddesi, tescil engellerinin Avrupa Birligi’nin
sadece bir boliimiinde gergeklestigi hallerde de bu yonetmeligin
7(1). maddesinin uygulanacagini belirtmekeedir.

Bir markanin 2017/1001 sayilt Direktif’in 7(1)(b). maddesi kap-
saminda ayirt edici bir karaktere sahip olabilmesi i¢in, isaretin
tescili talep edilen mallarin belirli bir isletmeden kaynaklandigini
anlamaya ve boylece bu mallari diger isletmelerin mallarindan ayirt

edebilmeye hizmet etmesi gerekmektedir. (Bkz. 21 Ocak 2010
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tarihli C398/08 B, EU:C:2010:29 sayili Audi v OHIM karars,
33.paragraf ve anilan ictibat).

15. Bu ayirt edici karakter, ilk olarak tescilin arandigi mal ve hizmet
siniflarina, ikinci olarak ise ilgili halkin bu markayla ilgili algisina
gore degerlendirilmelidir (Bkz. 29 Nisan 2004 taribli, C456/01 P
ve C457/01 B EU:C:2004:258 say:li Henkel v OHIM karars,
35.paragraf ve anilan ictibat).

16. Reklam slogani, kalite gostergesi veya bu markalarin kapsadigi mal
ve hizmetleri satin almaya tegvik olarak da kullanilan isaret veya
ibarelerden olusan markalarin tescili, bu kullanimdan dolay: harig
tutulmaz. Bu tiir markalarin ayirt ediciliklerinin degerlendirilmesi
amaciyla, diger isaretlere uygulanandan daha kat1 olan kriterin uygu-
lanmasi uygun degildir (Bkz. 21 Ocak 2010 taribli, C398/08 P
EU:C:2010:29 sayili Audi v OHIM karari, 35 ve 36. paragraf ve
12 Temmuz 2012 tarihli, C311/11 P, EU:C:2012:460 sayils Smart
Technologies v OHIM karari, 25. paragraf).

17. Bununla birlikte, i¢tihattan da goriilebildigi tizere, ayirt edicilik
degerlendirmesi icin uygulanan kriter farkli kategorilerdeki marka-
lar i¢in ayniyken, ilgili kamuoyunun algist bu kategorilerin her biri
bakimindan ayni olamayacagindan, diger kategorilerin markalariyla
kargilagtrildiginda, belirli kategorilerdeki markalarla ilgili olarak ayirt
ediciligi belirlemenin daha zor oldugu séylenebilmektedir (Bkz. 21
Ocak 2010 tarihli, C398/08 P EU:C:2010:29 sayil Audi v OHIM
karari, 37. paragraf ve anilan ictihat, ve 9 Mart 2017 taribli,
T104/16, EU:T:2017:153 sayil1, yayimlanmamas Puma v EUIPO
karar: (FOREVER FASTER), 18. paragraf ve anilan ictihat).

18. Bu baglamda, bir kelime markasinin metheden ¢agrisiminin, kap-
sad1g1 mal veya hizmetlerin kokenini tiiketicilere garanti etme ama-
cina uygun olamayacagi anlamina gelmedigine dikkat edilmelidir.
Dolayisiyla, béyle bir marka ilgili kamuoyu tarafindan hem tanitict
bir formiil, hem de mal veya hizmetlerin kékeninin gostergesi
olarak algilanabilir. Bundan da anlagildigs gibi, ilgili kamuoyunun
markay1, kokenin bir gostergesi seklinde algiladig ol¢tide, marka-
nin ayni zamanda — batta belki oncelikli olarak—tanitict bir formiil
seklinde anlagilmasinin ayirt edicilik tizerinde bir etkisi yoktur (Bkz.

FMR 2022/1 179



YABANCI MAHKEME KARARLARI

19.

20.

21.

22.

23.

180

21 Ocak 2010 taribli, C398/08 P EU:C:2010:29 sayili Audi v
OHIM karari, 45. paragraf, ayni zamanda bkz. 9 Mart 2017
tarihli, T104/16, EU:T:2017:153 sayilt, yayinlanmamis FOREVER
FASTER karari, 19. paragraf ve anilan ictihat).

Dahast, bir reklam sloganinin, 2017/1001 sayil: Direktif’in 7(1) (b).
maddesi uyarinca, asgari diizeyde ayirt edicilige sahip olmasi igin
‘hayal giicii’ veya Siirpriz yaratacak ve dolayisiyla ¢arpici bir izlenim
birakacak kavramsal gerilim’ dahi sergilemesi gerekmemektedir
(Bkz. 21 Ocak 2010 tarihli, C398/08 P, EU:C:2010:29 say:lz
Audi v OHIM karari, 39. paragraf ve anilan ictihat, ve 17 Eyliil
2015 taribli, T550/14, EU:1:2015:640 sayili Volkswagen v OHIM
(COMPETITION) karari, 16. paragraf ve anilan i¢tihat).

Sonug olarak, reklam sloganindan olusan bir markanin, ilgili kamu-
oyu nezdinde sirf bir tanitim formiilii olarak algilanmasi halinde,
ayirt edici karakterden yoksun oldugu kabul edilmelidir. Buna kargi-
lik ve yerlesik itihatlara gore, boyle bir markanin, tanitim iglevinin
disinda, ilgili halk tarafindan hemen, s6z konusu mal ve hizmetlerin
ticari kokeninin bir gostergesi olarak algilanabilmesi durumunda,
ayirt edici bir nitelige sahip oldugu kabul edilmelidir (Bu baglamda
bkz. 5 Aralik 2002 taribli, 1-130/01, EU:1:2002:301 sayilz Sykes
Enterprisesv OHIM (REAL PEOPLE, REAL SOLUTIONS) karars,
20. paragraf ve 15 Eyliil 2005 taribli, 1-320/03, EU:T:2005:325
sayilr Citicorp v OHIM karar: (LIVE RICHLY), 66. paragraf).

Bu hususlar dogrultusunda, bagvuru sahibinin iddia ettigi gibi, Tem-
yiz Kurulu’nun, bagvurulan markanin herhangi bir ayirt edici karak-
tere sahip olmadigini tespit etmesiyle 2017/1001 sayilt Direktif’in
7(1)(b). maddesini ihlal edip etmediginin incelenmesi gerekir.

[k olarak, ilgili kamuoyu agisindan Temyiz Kurulu esas itibariyla,
itiraz edilen kararin 13 ila 17. paragraflarinda, iceriklerine ve uyus-
mazlik konusuna bagli olarak, s6z konusu mal ve hizmetlerin ya
ozel olarak Ingilizce konusan uzman alict grubunu ya da Avrupa
Birligi’ndeki Ingilizce konusan halki ve uzman alict grubunu birlikee
hedef aldigini sdylemistir.

Bagvuru sahibi, esas itibariyla, somut olayda ilgili kamuoyunun
halktan ve i¢inde blockchain uzmanlarinin da oldugu uzman alict
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grubundan olustugunu ve yalnizca, s6z konusu isaretle ilgili daha
yliksek bir dikkat seviyesine sahip olacak olan uzmanlardan olusan
alict grubunun dikkate alinmasi gerektigini belircmistir.

EUIPO bagvuru sahibinin bu argiimanlarina itiraz etmistir.

Somut olayda, ilgili kamuoyunun tanimina iligkin olarak, s6z konusu
mal ve hizmetler dikkate alinarak, Temyiz Kurulu'nun esas itibariyla
itiraz edilen kararinin 13 ila 17. paragraflarinda yer alan, bu mal ve
hizmetlerin ya yalnizca onlarin kullanicist olan uzmanlara ya da ya
da hem halka hem de uzman grubuna y6nelik oldugu bulgusunun
onaylanmasi gerekmektedir.

Temyiz Kurulu'nun, bagvuru sahibinin de itiraz etmedigi, 2017/1001
sayili Direktif’in 7(2). maddesi uyarinca, bagvuru konusu markanin
ayirt edici bir nitelige sahip olup olmadigini degerlendirmek icin
Avrupa Birligi'ndeki Ingilizce konusan halka atifta bulunmasina
iliskin yaklagimini da, s6z konusu isaret, Ingilizce kelimelerden
olustugu i¢in yine dogrulamak gerekmektedir.

[lgili kamuoyunun dikkat diizeyi yoniinden, akilda tutulmalidir
ki, yerlesik ictihada gore, bir marka, ilgili kamuoyunun, analitik
veya kargilagtirmali bir inceleme yapmasina ve ozel bir dikkat gos-
termesine gerek kalmadan, s6z konusu tiriiniin diger tesebbiislerin
tirtinlerinden ayirt edilmesini saglamalidir (10 Ocak 2019 taribli,
1-:832/17 EU:T:2019:2 sayils, yayimlanmamas achtung ! v EUIPO
(achtung) karari, 26. paragraf; ayrica bkz. kiyas yoluyla 12 Subat
2004 taribli, C-218/01, EU:C:2004:88 sayili Henkel karari, 53.
paragraf ve 7 Mayis 2015 taribli, C-445/13 P EU:C:2015:303
saytls Voss of Norway v OHIM karar:, 92. paragraf).

Bundan da anlagildig; tizere, bir isaretin ayirt ediciligi degerlendiri-
lirken ne ilgili halkin dikkat diizeyi ne de ilgili halkin uzman alict
grubu olmast belirleyici bir unsur teskil etmemektedir. Uzman alict
grubunun, tanimi geregi halktan daha yiiksek bir dikkat seviyesi olsa
da bu, ilgili kamuoyunu uzmanlarin olusturdugu durumlarda, bir isa-
retin daha zayif ayirt ediciliginin yeterli olacagi anlamina gelmemek-
tedir (Bkz. 12 Temmuz 2012 taribli, C-311/11 P, EU:C:2012:460
saytls Smart Technologies v OHIM karari, 48 ila 50. paragraflar
ve anilan ictibhat).
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Sonug olarak, bagvuru sahibinin ilgili kamuoyunun niteliginin,
bagvuru konusu olan markanin ayirt edicilik diizeyi tizerinde etkisi
olmadigy icin bu iddialari reddedilmelidir.

Ikincisi, basvuru konusu markanin ilgili kamuoyu nezdinde algilani-
stna iliskin olarak, Temyiz Kurulu, «/lockchain’ teriminin Tngilizce’de,
merkezi olmayan, halka acik bir agda ayni anda kullanilabilecek ve
paylasilabilecek finansal islem kayitlari gibi bilgileri iceren dijital bir
veri tabani anlamina geldigini tespit etmistir. Temyiz Kurulu'na gore,
ilk olarak 2011°de kullanilan bu terim, merkezi olmayan giivenli
islem teknolojisi ile es anlaml: hale gelmis ve bu teknolojiyi kulla-
nan tiim mal ve hizmetler yéniinden jenerik olarak kabul edilebilir
olmustur. Temyiz Kurulu, ‘island’ kelimesinin, etrafi sularla ¢evrili,
bir kitadan kiiciik olan veya ozellikle izole veya cevrili konumuyla
bir adaya benzeyen bir arazi anlamina geldigini ve 6rnegin Kibris,
Seyseller, Bermuda, Cayman Adalari, Jersey ve Britanya Virgin
Adalarini tanimladigt gibi Avrupa Birligi'ndeki Malta’y1 da tanim-

layabilecegini soylemistir.

Ikincil olarak Temyiz Kurulu, ‘blockchain island ifadesinin, bir
biitiin olarak ele alindiginda, 1ngilizce sozdizimi ve dilbilgisi kurallar:
ile uyumlu olarak, blok zincir teknolojisi aisindan merkez olan bir
ada anlamina geldigini tespit etmistir. Bu adadan maksatla Malta'nin
kast edildiginin diisiiniilebilecegini tespit etmistir. Uzman tarafindan
gosterilen kaynaklarin, Malta Adas’nin blok zincir teknoloji sirketleri
acisindan bir merkez olmasi baglantsini ortaya koydugunu ifade
etmistir. Dahast hem uzman hem de bagvuru sahibi tarafindan sagla-
nan kaynaklarin, Malta d4hil olmak tizere birgok adanin blok zinciri
teknolojisine uygun diizenleyici bir ortam yaratmaya ¢alistigina isaret
etmistir. Sonug olarak Kurul, Malta'nin genel anlamda isletmelere,
elverisli mali ve diizenleyici sartlar sundugu iyi bilindiginden, bu
kaynaklarin da bu hususu destekledigini belirtmistir. Dolayisiyla,
bagvuru konusunu olusturan markanin, ilgili kamuoyu nezdinde
blok zinciri teknolojisine merkez olan bir adanin durumuna iliskin
bir tanitim olarak anlagilacagini tespit etmistir.

Bu sonuca ulasmak icin Temyiz Kurulu, yukaridaki 22. paragraftan
da anlagilabilecegi tizere, ya sadece soz konusu mal ve hizmetleri kul-
lanan uzman alici grubundan ya da hem halk hem de uzmanlardan
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olusan, Ingilizce konusan kamuoyunu dikkate almistir. Temyiz
Kurulu’na gére, EUIPO’nun 6nceki bir kararinda saptandigs tizere
(Bkz. 20 Mart 2020 taribli, R 2070/2019-4 sayili, Blockchain
KeyStore karari, 16. paragraf), uzman alict grubu blok zincirin nasil
calistigina tamamen hakimken, halk da bunun veri depolamak ve
degis tokus etmek icin giivenli bir sistem oldugunu bilmektedir.
Temyiz Kurulu, bu teknolojinin, genel olarak finans ve ticaret tize-
rinde etkileri oldugunu belirtmistir.

33. Basvuru sahibi ‘blockchain’ ifadesinin tanimlanisina itiraz etmese de
esas itibartyla, bunun anlaminin ve etkilerinin yalnizca bazi uzman-
lar, bir diger deyisle ilgili kamuoyunun ihmal edilebilir bir kismini
teskil eden blok zincir uzmanlari tarafindan anlagilabilecegini ifade
etmistir. Ayrica, Temyiz Kurulu'nun aufta bulundugu 20 Mart 2020
tarihli, R 2070/2019-4 sayili Blockchain KeyStore Karari'nin, s6z
konusu davanin bilgisayar yazilim1 ve bilgisayar yazilimi platformlar
hakkinda olmasi nedeniyle konuyla ilgili olmadigint ileri stirmiistiir.

34. ‘Island terimiyle ilgili olarak bagvuru sahibi, Temyiz Kurulu'nun
bu terimin {Giglincii anlamini yani ‘izole grup veya alan’ anlamini
dikkate almadigini iddia etmekeedir. Ayrica, esas itibariyla, Temyiz
Kurulu bu anlami ve Avrupa Birligi'nde 450.000°den fazla ada oldugu
gercegini dikkate almus olsayds, ilgili kamuoyunun “island’ kelimesi
algist hakkinda varmis oldugu sonucun farkli olabilecegini eklemistir.

35. Bagvuru konusunu olusturan markanin bir biitiin olarak deger-
lendirilmesi ile ilgili olarak ise bagvuru sahibi, bir kavram olarak
“blockchain island” ifadesinin yaratict oldugunu, blok zinciri tekno-
lojisinin herhangi bir merkezi kontrole ihtiyact olmamasindan dolay:
bir ‘blok zinciri merkezi’ kavraminin hayali ve mecazi oldugunu
ileri stirmektedir. Dahasi, Temyiz Kurulu'nun, ilgili kamuoyunun
basvuru konusu markayr Malta Adasr’nin bir blok zinciri teknolo-
jisi merkezi haline geldigine bir auf olarak algilayacagt sonucuna
varirken ya ilgili kamuoyunun ihmal edilebilir bir kismint hedef
aldig1 ya da asilsiz kanitlara dayandigs goriisiindedir. Sonug olarak,
birincisi, Temyiz Kurulu tarafindan kullanilan kanitin 6zel ¢evrimici
kaynaklardan geldigini; ikinci olarak ise bu delilin, tescil bagvurusu
kapsamindaki mal ve hizmetlerin tanitimi i¢in ticarette ‘Blockchain
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Island’ isaretinin kullanildif1 veya yaygin olarak kullanilabilecegi
sonucunu hakli ¢tkaran somut delil teskil etmedigini beyan etmistir.

EUIPO bagvuru sahibinin bu argiimanlarina itiraz etmistir.

Bagtan belirtmek gerekir ki, bir markanin ayirt edici bir niteligi olup
olmadiginin degerlendirmesinde o markanin olusturdugu genel izle-
nimin dikkate alinmasi gerekmektedir. Ancak bu, markay1 olusturan
her bir bilesenin dnce sirasiyla incelenemeyecegi anlamina gelmez.
Genel degerlendirme sirasinda, soz konusu markanin bilegenlerinin
her birinin incelenmesi yararli olabilir (Bkz. 25 Ekim 2007 tarihli,
C 238/06 B, EU:C:2007:635 sayilt Develey v OHIM karars, , 82.
paragraf ve anilan ictihat).

Bu baglamda, Temyiz Kurulu’'nun itiraz edilen kararin 18. paragra-
finda bagsvuru konusu markanin ‘blockchain’ ve ‘island terimlerinin
birlesimi oldugunu tespit etmesinin hakli olduguna isaret edilmelidir.

‘Blockchain’ terimiyle ilgili olarak, Temyiz Kuruluw’nun hakli olarak
isaret ettigi ve Ozellikle itiraz edilen kararda belirtilen gevrimigi sozlitk
tarafindan onaylandig tizere, bu terimin biiyiik, merkezi olmayan,
genel olarak erisilebilir bir ag icinde es zamanli olarak kullanilabi-
len ve paylagilabilen, finansal islem kayitlar: gibi bilgileri iceren bir
dijital veri tabani anlamina geldigi kabul edilmelidir. Ayni s6zliige
gore, bu terim sanal para birimlerinin kalbinde yer alan merkezi
olmayan giivenli islem teknolojisi olan bir veri tabani olusturmak
icin kullanilan teknoloji anlamini tasimaktadir. Yukarida belirtilen
anlamda ilk kez 2011 yilinda kullanilmaya baslanan bu terim, bu
teknolojiyi kullanan mal ve hizmetler bakimindan jenerik olarak
nitelendirilebilir.

Bagvuru sahibinin, ilgili kamuoyunun yalnizca bir kismini olugtu-
ran ve uzman alict grubunun da ihmal edilebilir bir kismini tegkil
eden blok zinciri uzmanlarinin ‘blockchain’ teriminin anlamini
anlayacagi ve bu teknolojinin gelecekte sahip olabilecegi sonuglari
ongorebilecegine dair arglimani kabul edilemez.

Bu baglamda, yerlesik i¢tihat uyarinca, bir isaretin 2017/1001 sayili
Direktif’in 7(1)(b). maddesindeki yasagin kapsamina girmesi i¢in,
ilgili kamuoyunun ihmal edilemeyecek bir kismu ile ilgili olarak
ret gerekgesinin bulunmasinin yeterli oldugu ve ilgili kamuya ait
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diger tiiketicilerin de bu isaretten haberdar olup olmadiginin ince-

lenmesinin bu baglamda gereksiz oldugu akilda tutulmalidir. Ek
olarak, 2017/1001 say1li Direktif’in 7(2). maddesi, tescil engellerinin

Avrupa Birligi’'nin sadece bir béliimiinde gerceklestigi hallerde de bu

Direktif’in 7(1). maddesinin uygulanacagini belirtmektedir (Bkz.

15 Aralik 2016 taribli, 7-529/15, EU:T:2016:747 sayili Intesa
Sanpaolo v EUIPO (START UP INITIATIVE) karari, 55. paragraf
ve antlan ictibat ve 6 Ekim 2017 taribli, T-878/16, EU:T:2017:702
saytls, yayinlanmamsis Karelia v EUIPO ( KARELIA) karari, 27.

paragraf ve anilan i¢tibhat).

42. Somut olayda, ilk olarak, ilgili tiim mal ve hizmetlerle hedeflenen ve
uzmanlardan olusan kamuoyunun, ‘blockchain’ terimini anlamasinin
muhtemel oldugunu belirtmek gerekmektedir. Davaya iliskin dosya,
belirli adalarin ve 6zellikle Malta Adas’'nin isletmeleri cezbetmek
umuduyla blok zincir teknolojisi i¢in elverisli bir ortam sagladigini
sergileyen deliller icermektedir. Ayrica, blok zincir teknolojisi giri-
simlerindeki bitytimeyle birlikte hizmet saglayicilarin ortaya ¢iktg
da davaya iliskin dosyadan goriilmektedir. Sonug olarak, konusu blok
zincir ile de ilgili olabilecek bu mal ve hizmetlerin hedefledigi uzman
alic1 grubunun blok zincir teknolojisine ilgi duyacaklari ve dolay1-
styla ilgili sektor hakkinda bilgi sahibi olacaklari goz ardi edilemez.

43. Ikincisi, itiraz edilen kararda Temyiz Kurulu, ‘blockchain’ ifadesinin
anlaminin ve temel 6zelliklerinin genel halk tarafindan da kolayca
erisim saglanabilecek bir bilgi olduguna isaret etmistir. Itiraz edilen
kararin 18 ve 21. paragraflarindan da anlasilacagy tizere, bu terim
cevrimici sozlitklerde ve web sitelerinde yer almaktadir. Bu nedenle,
bu terimle belirtilen teknolojinin, genel kamuoyunun parcast olan
bazi tiiketiciler tarafindan da bilinmesi muhtemeldir (Bu baglamda
bkz. 9 Temmuz 2010 taribli, T85/08, EU:T:2010:303 sayilt Exa-
lation v OHIM (Vektor-Lycopin) karari, 41. paragraf).

44. Yukaridaki degerlendirmelerden, ilgili kamuoyunun en azindan
ihmal edilemeyecek bir kisminin ‘blockchain’ ifadesinin ‘blok zincir
teknolojisi’ igin bir atif oldugunu anlayabilecegi sonucu ¢ikmaktadir.

45. Bagvuru sahibinin, genel kamuoyunun ve uzman alict grubunun
bityiik ¢ogunlugunun, bu teknolojinin olast etkilerinin farkinda

FMR 2022/1 185



YABANCI MAHKEME KARARLARI

46.

47.

48.

186

olmadig1 yoniindeki iddiasina iligkin olarak, mali ve parasal islerin
otesinde, EUIPO tarafindan da belirtildigi gibi, bagvuru sahibinin
bu teknolojiyle ilgili olarak belirli bir asinalik durumu oldugunu
kabul etmesinin yani sira Temyiz Kurulu itiraz edilen kararinda,
s6z konusu teknolojinin temel 6zelliklerinin herkesin erigebilecegi
kaynaklarda yer aldigini ortaya koymustur.

[tiraz edilen kararda bahsi gegen 20 Mart 2020 tarihli ve R
2070/2019-4 sayili Blockchain KeyStore karariyla ilgili olarak,
EUIPO tarafindan da gozlemlendigj tizere, EUIPO’nun karar alma
uygulamasinin tutarli oldugunu, ancak itiraz edilen karar i¢in bir
temel olusturmadigini vurgulamak amaciyla bu karara aufta bulu-
nuldugu belirtilmelidir. Bu baglamda, EUIPO’nun 2017/1001
sayilt Direktif ile diizenledigi {izere, bir isaretin AB markas: olarak
tescil edilmesi hakkindaki kararlarini sinirlandirilmis yetkiyle ve
takdir yetkisi olmadan aldigi unutulmamalidir. Buna gore, Temyiz
Kurulu'nun kararlarinin mesrulugu, daha énceki bir karar alma
uygulamasina gore degil, AB yargisi tarafindan yorumlandigs sekliyle
yalnizca bu diizenlemeye gore degerlendirilmelidir (26 Nisan 2007
tarihli, C-412/05 B, EU:C:2007:252 sayili Alcon v OHIM karars,
65. paragraf ve 3 Temmuz 2013 taribli, 1-243/12, EU:1:2013:344
saytls, yayinlanmamas Warsteiner Brauerei Haus Cramer v OHIM
— Stuffer (ALOHA %100 NATURAL) karari, 43. paragraf).

Temyiz Kurulu, %sland’ teriminin, itiraz edilen kararda bahsi gecen
cevrimigi sozliige gore, diger seylere ilaveten, etrafi sularla gevrili,
bir kitadan kiiciik olan bir arazi oldugunu sdylemekte de haklidir.
Bu terim ayni zamanda, ozellikle izole edilmis veya cevrilenmis
konumuyla bir adaya benzeyen herhangi bir sey veya 6zellikle izole
bir etnolojik grup anlaminda olabilecek izole bir grup veya alan
anlamina da gelebilmektedir.

Bagvuru sahibinin, Temyiz KurulW'nun ‘island teriminin ii¢tincii
anlamini, yani izole bir grup veya bélge anlamina gelmesini veya
Avrupa Birligi'nde 450.000°den fazla ada oldugunu ve bu nedenle
ilgili kamuoyunun bu terimi Malta seklinde algilamasi olasilig;-
nin oldukea diisitk oldugunu hesaba katmadig yoniindeki iddias
basarili olamamigstir. Bu dogrultuda ilk olarak, ‘island’ kelimesinin
Ingilizce'de baska anlamlarinin da oldugu ve marka olarak tescili
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istenen bir ifadenin ayirt edicilik degerlendirmesinde bunun yalnizca
en olast kullanimi baz alinarak degerlendirme yapilamayacagi, uygu-
lamada 6nemli olabilecek tiim olasi kullanimlari dikkate alinarak bir
degerlendirme yapilmasi gerektigi ifade edilmelidir (Bu baglamda
ve kiyasen bkz. 12 Eyliil 2019 taribli, C541/18, EU:C:2019:725
saytls Deutsches Patent- und Markenamt (#darferdas?) karar, 33.
paragraf).

49. Bununla birlikte, somut olayda, basvuru sahibi tarafindan ortaya
konan anlamin “island’ kelimesinin olast anlami oldugu dava dos-
yasindan hicbir sekilde anlagilmamaktadir. Bu terim, ‘blockchain’
terimi ile iligkilendirildiginde, davaya iliskin dosyadaki referanslardan
da anlagilacag gibi, denizle ¢evrili, blok zincir teknolojisi i¢in uygun
kogullar sunan ve bu teknolojiye ev sahipligi yapan tilkeler haline
gelen izole bolgeler anlamina gelmektedir. Bundan da anlagildig:
tizere, somut olayda s6z konusu ifade hakkinda bagvuru sahibinin
dayandigs anlam, yukarida 48. paragrafta atifta bulunulan igtihadin
amaglari itibariyle, uygulamada 6nemli olmaya elverisli degildir.

50. Ikinci olarak, EUIPO tarafindan da gozlemlendigi tizere, Temyiz
Kurulu 6rnek olarak Malta'ya atifta bulunmustur. Itiraz edilen kararin
20, 22 ve 25. paragraflarinda Kibris, Seyseller, Bermuda, Cayman
Adalar, Jersey, Britanya Virgin Adalari, Jeju veya Bahamalar gibi
diger ilgili adalardan da bahsedilmistir. Ayrica, uzmanin bahsetmis
oldugu ve kararin atifta bulundugu bir dizi kaynak, Malta Adasi’'nin
bir blok zinciri teknolojisi merkezi haline geldiginden bahsetmekte-
dir. Sonug olarak, Malta Adast’na, yalnizca Avrupa Birligi’nde blok
zincir teknolojisine elverigli ortam saglayan bir ada olma kapasitesi
nedeniyle atfta bulunuldugu gortilmustir.

51. Ingilizcede dil bilgisi agisindan dogru olan ve ‘blok zincir tekno-
lojisi” ifadesini olusturan terimler ilgili kamuoyu tarafindan “blok
zincir teknolojisi i¢in bir merkez olan ada” olarak anlagilacakur.
Bu, ozellikle, Temyiz Kurulu tarafindan da aufta bulunuldugu ve
uzman tarafindan da kaynak gosterildigi {izere, bu ifadenin belirli
adalarin blok zincir teknolojisi i¢in merkez haline geldigi gercegine
atifta bulunmak i¢in kullanildigi sonucuna gotiirmekeedir. Uzman
tarafindan bahsedilen ve uyusmazliga konu markanin bagvuru tari-
hinden 6nceye dayanan web sitelerinden de goriilebildigi tizere,
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Malta, blok zinciri teknolojisi diizenlemelerini benimseyen diinya-
daki ilk yargi yeri oldugu ve en biiyiik iki kripto para borsasint kendi
topraklarina ¢ekmis oldugu icin Malta Adast ‘Blockchain Island
ismini almistir. Bu sitelerden de agikea goriilebildigi tizere, Malta,
blok zinciri konusunda aldig yenilik¢i durus sayesinde, teknolojik
gelisme icin bir merkez haline gelmis ve dolayisiyla Blockchain
Island adini almistir. Ayrica, aynu sitelere gore, ‘Blockchain Island’
olarak da adlandirilan Malta Adasi, tesebbiisleri cezbetmek ve kendi
bolgesinde kurulabilmelerini saglamak amaciyla, sirket tescilinden
vergilendirmeye kadar blok zinciri teknolojisine elverisli yasalar
kabul etmistir.

Bu kapsamda, agik bir anlama sahip olan ve Ingilizce dilbilgisi
kurallarina uygun olan ‘blockchain island ifadesi, tiiketicinin, soz
konusu mal ve hizmetleri satin alirken, blok zinciri teknolojisine
elverisli bir ortamla baglanuli avantajlardan yararlanacag genel
mesajint vermektedir.

Bagvuru sahibinin iddiasinin aksine, Temyiz Kurulu, itiraz edilen
kararda “blockchain island’ ifadesinin anlaminin ilgili kamuoyu
tarafindan kolayca erisilebilir bir ifade oldugunu ortaya koymustur.
Bagvuru sahibi tarafindan da kabul edildigi tizere, uzmanin belirttigi
web sitelerinin ilgili kamuoyu tarafindan da bilinen siteleri icerdigi
belirtilmelidir. Dahasi, bu siteler internet tizerinden direkt olarak
erisim saglanabilen siteler olup, zellikle bagvuru sahibi tarafindan
saglanan kanitlardan da anlagilacag tizere, herhangi bir 6zel bilgiye
sahip olmayan kisiler de dahil olmak {izere internet kullanicilari
tarafindan en sik kullanilan arama motorlarindan biri araciligryla
yapilan aramalar yoluyla bilinebilir durumdadir. Dolaystyla, medya
tarafindan yayilan bilgiler araciligiyla, ilgili kamuoyunun daha az
bilgili kesiminin de bu ifade hakkinda bilgi sahibi olmasi miimkiin
olmakrtadir (Bu baglamda ve kiyasen bkz. 9 Temmuz 2010 taribli,
185/08, EU:T:2010:303 sayils Vektor-Lycopin karari, 42. paragraf).

Bagvuru sahibinin sundugu, uzmanin bahsettigi web sitelerinin
hedef kitlelerinin cografi dagilimina iligkin kanitlarla ilgili ola-
rak, bu belgeler tescil bagvurusunun yapildigi tarihten sonraki bir
tarihe ait olmakla birlikte, bagvuru sahibinin kendisinin de belirttigi
gibi, her bir sitenin ziyaretci sayisina iliskin herhangi bir gdsterge
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verilmediginden, ilgili delillerin Avrupa Birligi'ndeki Ingilizce
konusan halk ve Ingilizce konugan uzman alici grubundan olusan
ilgili kamuoyu ile ilgili sonuglar ¢ikarmayr miimkiin kilmadig:
belirtilmelidir.

55. Bu nedenle, Temyiz Kurulu, itiraz edilen kararin 25. paragrafinda,
ilgili kamuoyunun so6z konusu isareti bir biitiin olarak ele aldi-
ginda, blok zincir teknolojisi icin bir merkez olusturan bir adanin
konumuna y6nelik bir tanitim kaynag: olarak algilayacagini tespit

etmekte haklidir.

56. Bagvuru sahibinin diger iddialar1 bu bulguyu sorgulamak i¢in yeterli
degildir.

57. 1lk olarak, basvuru sahibinin, bir kavram olarak «blockchain island”
ifadesinin yaratict oldugu, blok zinciri teknolojisinin herhangi bir
merkezi kontrole ihtiyact olmamasindan dolay1 bir ‘blok zinciri
merkezi’ kavraminin hayali ve mecazi oldugu yoniindeki iddiasinin
ilgisiz oldugunun belirtilmesi gerekir. Temyiz Kurulu tarafindan
gozlemlendigi ve Temyiz Kurulu'nun aufta bulundugu, uzmanin
belirttigi web sitelerinden de anlagildig1 tizere, teknolojinin yetki
merkezi olmamasina ragmen, blok zincir teknolojisine elverisli
adalarin tesebbiisler icin ¢ekici bir ortam yaratmaya calistiklar
belirtilmelidir. Sonug olarak, Temyiz Kurulu bagvuru konusu mar-
kanin, blok zincir teknolojisi i¢in bir merkez olusturan bir adanin
konumuna yonelik atifta bulunan bir tanitim tegkil edecegi yoniinde
karar vererek hata yapmamuistir.

58. Ikincisi, ‘blockchain island ifadesinin piyasada kullanimina iligkin
olarak, Temyiz Kurulu'nun itiraz edilen kararin 19. paragrafinda
“blockchain” teriminin o teknolojiyi kullanan mal ve hizmetler
yoniinden jenerik oldugunu tespit ettigi belirtilmelidir. Temyiz
Kurulu, itiraz edilen kararin 21. paragrafinda, bu ifadenin blok
zincir teknoloji sirketleri i¢in bir merkez rolii oynayan adalara atifta
bulunmak i¢in kullanildigin: tespit etmistir. Bu baglamda, bagvuru
sahibinin ileri stirdtigtiniin aksine, s6z konusu mal ve hizmetlerin,
yani blok zincir teknolojisi ile iliskili olan mal ve hizmetlerin nite-
ligini agtklamak i¢in bu ifadenin ticarette kullanilmasinin muhte-
mel oldugu ve bu mal ve hizmetlerin ticari kokeninin belirlenmesi
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amaciyla degil de bu teknolojiye elverisli bir ortama sahip bir ada-
dan tiiketicilere sunuldugu belirtilmesi amaciyla kullanildig: ifade
edilmelidir.

Ugiinciisii, s6z konusu mal ve hizmetler yoniinden basvuru konusu
markanin ayirt edicilik niteligine iliskin olarak Temyiz Kurulu, s6z
konusu isaretin, tarifleri, blok zincir teknolojisi ile baglantili olduk-
larini nlemeyen, bu mal ve hizmetlerle baglantli olarak dogrudan
bir tanitim geklinde algilanacagin degerlendirmistir. Biitiin adalar
bakimindan, bu isaretin, o adanin blok zincir teknolojisi i¢in bir
merkez niteliginde olusu ile ilgili bir tanitim seklinde algilanacagini
da belirtmistir. Temyiz Kurulu’'na gore, bu isaret sadece, séz konusu
mal ve hizmetlere iligkin olarak, somut olayda, 9. ve 16. siniflardaki
yayinlara, 41. siniftaki konferanslara, ¢alistaylara ve seminerlere,
45. siniftaki hukuk, avukat asistanligi ve tescil hizmetlerine ve 35.
siniftaki isletme, danigmanlik, pazarlama, yonetim ve ise alim hiz-
metlerine, basvuru sahibinin temelini teskil eden Malta’nin, blok
zinciri teknolojisi i¢in belirli yasal ve diizenleyici hizmetlerine iliskin
tanitict ifade teskil etmektedir. Dahasi, bu markadaki kelimelerin
olagan anlamlarinda kullanildigini ve kelime oyunu, kafiye, siib-
liminal mesaj, olagandisi bir s6z dizimi, gorsel veya sembol gibi
akilda kalicilik saglayacak hi¢bir unsurun yer almadigin: ve ilgili
halk nezdinde herhangi bir algisal siireci tetiklemeyecegini ekle-
mistir. Bagvurulan markanin 2017/1001 sayili Direkeif’in 7(1)(b).
maddesi anlaminda herhangi bir ayirt edici karakterden yoksun
oldugu sonucuna varmustir.

Bagvuru sahibi, ilk olarak, bagvuru konusu markanin s6z konusu
mal ve hizmetler yoniinden onlari metheden veya tanitan bir itibara
sahip olmadiginy, ikinci olarak, bu mal ve hizmetlerle bir baglantist
olmadigini ve tiglincii olarak Malta Adas’nin blok zinciri teknolojisi
icin bir merkez haline geldiginin anlagilabilmesinin ilgili halk nez-
dinde bir algisal siire¢ gerektirdigini soylemistir. Dahasi, soz konusu
mal ve hizmetlerin blok zinciri ile higbir baglantisi olmadigs icin,
beklenmedik ve sasirtict ve ayni zamanda akilda kalici olarak algi-
lanabilecek bu isaretin, soz konusu mal ve hizmetlerle ilgili olarak
belirli bir 6zgiinliik gdsterdigini ileri stirmektedir. Sonug olarak,
Temyiz Kurulu'nun bagvuru konusu markanin 2017/1001 sayilt
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Direktif’in 7(1)(b). maddesi anlaminda, ayirt edicilikten yoksun
oldugu hakkindaki tespitinin hatali oldugunu iddia etmektedir.

61. EUIPO bagvuru sahibinin bu argiimanlarina itiraz etmistir.

62. Somut olayda, yukaridakiler dogrultusunda, ilgili kamuoyunun
ihmal edilemeyecek bir kisminin ‘blockchain island’ ifadesinin blok
zinciri teknolojisi merkezini teskil eden bir aday1 belirttigi seklinde
anlayacag kabul edilmelidir. Bu anlama uygun olarak ve Temyiz
Kurulu'nun itiraz edilen kararda atifta bulundugu uzman tarafindan
saglanan kaynaklar isiginda, belirli adalarin, isletmeleri cezbetme
umuduyla blok zinciri teknolojisi i¢in elverisli bir diizenleyici ve mali
ortam sagladigina ve bu isletmelerin bu ortamdan yararlanabilmeleri
icin hangi hizmet saglayicilarin meveut olduguna gore, sz konusu
isaret tescil bagvurusu kapsamindaki mal ve hizmetlerle baglantili
olarak olumlu detaylart yani bu mal ve hizmetlerin, o teknoloji i¢in
elverisli olan bir ortamda blok zincir teknolojisi uzmanlari tarafindan
pazarlanmasini veya saglanmasini vurgulayan 6vgii dolu bir mesaj
iletmistir.

63. 45.sinifta belirtilen ‘Hukuki danismanlik; hukuki hizmetler; hukuki
danigmanlik hizmetleri; hukukla ilgili danismaniik hizmetleri;
hukuki arastirma hizmetleri; lisans verme hizmetleri; avukat asistan:
hizmetleri; (kanuni) tescil hizmetleri; fikri miilkiyet hizmetleri;
sirket tescili hizmetleri; hukuki bilgi hizmetleri; alan adlar: (tescil)
[hukuki hizmetleri]; sozlesme hazirligs konusunda hukuki yardim;
sozlesme goriismeleri konusunda hukuki yardim; vergilendirme
alaninda hukuki danismanlik saglanmasi; yasal belge hazirlama
hizmetleri; yasal sorusturma hizmetleri’ hizmetleriyle ilgili olarak,
bu hizmetler blok zincir teknolojisi ile baglantili oldugu siirece s6z
konusu isaret, en fazla, bu hizmetlerin olumlu niteliklerini vurgu-
lamay1 amaglayan 6vgii dolu bir mesaji, yani kendisi bu teknolojiye
elverisli olan yasal ve diizenleyici bir ¢ereve icinde blok zinciri ile
ilgili yasal uzmanlik sagladigi mesajini iletmektedir.

64. 41.sinufta yer alan “Egitim hizmetleri; cevrimigi egitim saglanmas;
konferans, ¢alistay ve seminer diizenlenmesi hizmetleri; egitim
materyallerinin yayinlanmasi; konferanslarin diizenlenmesi ve yiirii-
tiilmesi’ hizmetleri ile ilgili olarak, s6z konusu isaret, blok zinciri
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teknolojisi ile ilgili olabilecek bu hizmetlerin blok zincir teknolojisi
icin merkez olan bir adada saglandigi konusunda 6vgii dolu bir
mesaj iletmektedir.

Blok zincir teknolojisiyle ilgili olabilecek, 9. siniftaki ‘Elektronik
yayinlar (indirilebilen)’, 16. siniftaki ‘Diizenli basilan yayinlar;
adpres defteri; basily evrak; egitim-igretim i¢cin malzemeler (cihazlar
harig); bastly yayinlay’ ve 35. sinifta yer alan ‘Reklamcilik; yone-
tim danismanligs; kariyerle ilgili bilgilendirme ve danismaniik
hizmetleri; ise alim hizmetleri; halkla iliskiler; piyasa calismalars;
internet araciligryla ticari rehber bilgilerinin saglanmasi; ticari
sergileri gerceklestirme, diizenleme ve organize etme hizmetleri, is
agi olusturma hizmetleri ve profesyonel ise alim hizmetleri ile iligkili
olarak, s6z konusu isaret, bu mal ve hizmetlerin blok zincir teknolo-
jisi icin elverisli olan bir adada bu teknolojiyle ilgili girisimlerde yer
alan uzmanlara yonelik olarak veya uzmanlar tarafindan saglandig;
konusunda 6vgii dolu bir mesaj iletmektedir.

9. sinifta yer alan ‘ag olusturma yazilimz’, séz konusu isaret ilgili ola-
rak ilgili kamuoyu nezdinde agikga blok zincir teknolojisi i¢in tasar-
lanmig olmasinin olumlu yéniinii vurguluyor olarak algilanacakur.

Bu nedenle, Temyiz Kurulu, esas itibariyla, itiraz edilen kararin 26.
paragrafinda bagvuru konusu markanin sadece, amaci s6z konusu
mal ve hizmetlerin olumlu yonlerini vurgulamak olan, metheden
ve tanitan bir ileti oldugunu degerlendirmekte haklidir.

Ayrica, Temyiz Kurulu itiraz edilen kararin 27 ve 29. paragraflarinda
bagvuru konusu markay1 olusturan kelimelerin olagan anlamlarinda
kullanildigini ve bu kelimelerin akilda kalicilik saglayacak hicbir
unsur icermedigini ve ilgili kamuoyu nezdinde herhangi bir algisal
stireci tetiklemeyecegini degerlendirmekte de haklidir. Bagvuru
sahibinin 6ne siirdiigiiniin aksine, her ne kadar yukaridaki 18.
paragrafta bahsi gecen ictihattan da goriilebilecegi tizere, bir marka,
ilgili kamuoyu tarafindan hem tanium formiilii hem de kapsadig;
mallarin ticari kokeninin bir gostergesi olarak algilanabilse dahi,
basvuru konusunu olusturan isaret, bir biitiin olarak, éviicii tanitim
anlaminin 6tesinde, tescil bagvurusu kapsamindaki mal ve hizmetler
icin ilgili kamuoyunun kolayca ve aninda ezberlemesini saglayacak
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herhangi ayirt edici bir unsuru icermemektedir. Somut olayda, s6z
konusu isaret, ilgili mal ve hizmetlerin kalitesini, yani bunlari satin
alacak tiiketicinin blok zincir teknolojisi i¢in elverisli olan ortamla
baglantli saglayacag avantajlart methettigi icin tanitim amagli olan
bir slogan niteligindedir. Taniim amagh anlaminin Stesinde, soz
konusu mal ve hizmetler yoniinden, ilgili kamuoyunun kolayca ve
aninda ezberlemesini saglayacak herhangi ayirt edici bir unsuru da
icermemektedir.

69. Sonug olarak, yukarida belirtilen hususlar ve dava dosyasinda yer
alan bilgiler 1s1¢1inda, bagvuru sahibi s6z konusu isaretin yine s6z
konusu mal ve hizmetlerle hicbir baglantist bulunmadig: icin, bu
isaretin ilgili kamuoyu tarafindan bu mal ve hizmetlere iligkin bir
tanitum olarak algilanmayacagini ileri siiremez. Bu isaretin ve bu
mal ve hizmetlerin niteligi isiginda, Temyiz Kurulu, ilgili kamuoyu
tarafindan, blok zinciri teknolojisine uygun bir ada baglaminda, bu
mal ve hizmetlerin blok zinciri teknolojisine uygun yasal ve diizenle-
yici bir gerceve icinde saglandigi hakkinda bir tanitim mesaji olarak
algilanabilecegini tespit etmekte haklidir. Bu baglamda, yukaridaki
51. paragraftan da anlagilabilecegi tizere, bu teknoloji bakimindan
elverigli olan adalarin, sirket tescilinden vergilendirmeye kadar, ilgili
hizmet saglayicilarin sayisindaki artigin da buna eslik ettigi avantajli
diizenleme ve vergi kosullari yaratugini belirtmek yeterli olacakur.

70. Dahasi, bagvuru sahibinin dayandig: ‘real nature’ kelime ibaresinin,
diger seylere ilaveten, doga ile dogrudan bir baglantist olmadigy iin
35. sinuftaki ‘reklam’ ve ‘pazarlama’ hizmetleri yoniinden methedici
ve tanitict olarak degerlendirilemeyecegi yoniinde verilen 20 Eyliil
2019 tarihli, T-458/18, EU:T:2019:634 sayili yayinlanmamis Mu/-
tifit v EUIPO (real nature) kararinin aksine, somut olayda, blok
zinciri teknolojisinin tanitimi uyusmazlik konusu olabileceginden,
boyle bir baglantnin géz ardi edilemeyecegi belirtilmelidir.

71. Boylelikle, bagvuru konusunu olusturan markanin, s6z konusu
mal ve hizmetlerle ilgili olarak herhangi bir ayirt edicilige sahip
olmadigt ve Temyiz Kurulu'nun 2017/1001 sayili Direktif’in 7(1)
(b). maddesi uyarinca tescil bagvurusunu reddetmekte hakli oldugu
sonucuna ulasilmakrtadir.
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72. Dolaystyla, bagvuru sahibinin dayandig: tek savunma gecersiz bulun-
dugu icin reddedilmelidir.

73. Yukaridaki tiim nedenlerden dolay1, bagvuru sahibinin davast tiim-

den reddedilmelidir.
Masraflar
74. Genel Mahkemede Uygulanacak Usul Kurallar’nin 134(1). maddesi

uyarinca kazanan tarafin talebi tizerine, kaybeden tarafin masraf-
lar1 6demesine hitkmedilir. Bagvuru sahibi davay: kaybettiginden,
EUIPO’nun talebi iizerine masraflar1 6demesine hitkmedilmistir.

Bu gerekgelerle,

GENEL MAHKEME (ikinci Daire)
Isbu karartyla

1. Davay1 reddeder,

2. Setarcos Consulting Ltd.” in masraflart 6demesine hitkmeder.

Tomlijenovi¢ Schalin Nomm

13 Ekim 2021’de Litksemburgda agik yargilamada tefhim edilmistir.
E. Coulon M. van der Woude
Katip Bagkan
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JUDGMENT OF THE GENERAL COURT
(Second Chamber)
13 October 2021
(INGILIZCE ORIJINAL METIN)

(EU trade mark — Application for the EU word mark Blockchain Island
— Absolute ground for refusal — No distinctive character — Article 7(1)(b)
and (2) of Regulation (EU) 2017/1001)

IN CASE : T 523/20,
APPLICANT

Setarcos Consulting Ltd., established in Sliema (Malta), represented
by S. Stafylakis, lawyer,

DEFENDANT

European Union Intellectual Property Office (EUIPO), represented
by D. Walicka and V. Ruzek, acting as Agents,

ACTION brought against the decision of the Fifth Board of Appeal of
EUIPO of 9 June 2020 (Case R 2806/2019 5), regarding an application
for registration of the word sign Blockchain Island as an EU trade mark,

THE GENERAL COURT (Second Chamber)
Composed of V. Tomljenovi¢, President,

E Schalin and I. Nomm (Rapporteur), Judges,
Registrar: E. Coulon,

Having regard to the application lodged at the Court Registry on 18
August 2020,

Having regard to the response lodged at the Court Registry on 19 Novem-
ber 2020,

Having regard to the fact that no request for a hearing was submitted by
the parties within three weeks after service of notification of the close of
the written part of the procedure, and having decided to rule on the action
without an oral part of the procedure, pursuant to Article 106(3) of the
Rules of Procedure of the General Court,

gives the following
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Background to The Dispute
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On 27 February 2019, the applicant, Setarcos Consulting ltd.,
filed an application for registration of an EU trade mark with the
European Union Intellectual Property Office (EUIPO) pursuant
to Regulation (EU) 2017/1001 of the European Parliament and of
the Council of 14 June 2017 on the European Union trade mark
(O] 2017 L 154, p. 1).

Registration as a mark was sought for the word sign Blockchain
Island.

The goods and services in respect of which registration was sought
are, following the restriction made in the course of the proceedings
before EUIPO, in Classes 9, 16, 35, 41 and 45 of the Nice Agre-
ement Concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond, for each of those
classes, to the following description:

— Class 9: “Electronic publications (downloadable); networking
software’;

— Class 16: ‘Printed periodical publications; directory paper; printed
matter; instructional and teaching material (except apparatus);
printed publications’;

— Class 35: ‘Advertising; management consulting; career informa-
tion and advisory services; recruitment services; public relations;
market studies; providing commercial directory information via
the Internet; conducting, arranging and organising trade shows;
business networking services; professional recruitment services’;

— Class 41: ‘Training services; provision of online training; arran-
ging conferences, workshops and seminars; publication of training
materials; arranging and conducting of conferences’;

— Class 45: ‘Legal advice; legal services; legal consultancy servi-
ces; advisory services relating to the law; legal research services;
licensing services; paralegal services; registration services (legal);
intellectual property services; company registration services; legal
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information services; domain names (registration of -) [legal
services]; legal assistance in the drawing up of contracts; legal
services in relation to the negotiation of contracts for others; legal
consultation in the field of taxation; legal document preparation
services; legal investigation services .

4. By decision of 14 October 2019, the examiner rejected the app-
lication for registration of the mark applied for in respect of the
goods and services referred to in paragraph 3 above, on the basis of
Article 7(1)(b) of Regulation 2017/1001, read in conjunction with
Article 7(2) of that regulation.

5. On 10 December 2019, the applicant filed a notice of appeal with
EUIPO, pursuant to Articles 66 to 71 of Regulation 2017/1001,
against the examiner’s decision. On 10 February 2020, it submitted
the statement of grounds for the appeal.

6. By decision of 9 June 2020 (‘#he contested decision’), the Fifth Board
of Appeal of EUIPO dismissed the applicant’s appeal. First of all, it
found, in essence, that the goods and services at issue were aimed
either exclusively at English-speaking professionals or both at the
English-speaking general public and at English-speaking profes-
sionals in the European Union. Next, after stating that the term
‘blockchain’ referred, in English, to a digital database containing
information, such as records of financial transactions, which could
be simultaneously used and shared within a decentralised, publicly
accessible network, and that the word ‘island’ referred to a tract of
land surrounded by water and smaller than a continent or somet-
hing resembling an island, especially in its isolated or surrounded
position, it pointed out that the expression ‘blockchain island,
taken as a whole, would be understood by the relevant public as
referring to an island that is a blockchain hub and that that island
could be Malta, as the references provided by the examiner iden-
tified the connection between that island and its role as a hub for
blockchain technology companies. Lastly, it pointed out that the
sign consisting of that expression conveyed a promotional message
regarding the goods and services in question, a promotional message
that the island, in the present case, Malta, on which the applicant
was based, offered a specific legal and regulatory framework for
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blockchain technology, which was the subject matter of the publica-
tions in Classes 9 and 16, the conferences, workshops and training
in Class 41, the legal, paralegal and registration services in Class 45
and the business, advisory, marketing, management and recruitment
services in Class 35. Furthermore, it added that the mark applied for
was expressed using words in their ordinary meaning and contained
nothing that was memorable, such as a play on words, a rhyme, a
subliminal message, unusual syntax, an image or a symbol, and
would not trigger any particular cognitive process on the part of the
relevant public. It concluded that the mark applied for was devoid
of any distinctive character within the meaning of Article 7(1)(b)
of Regulation 2017/1001.

Forms of Order Sought
7. The applicant claims that the Court should:
— Annul the contested decision;

— Order EUIPO to pay the costs incurred before the Court and
the Board of Appeal.

8. EUIPO contends that the Court should:
— Dismiss the action;
— Order the applicant to pay the costs.
Law

9.  Insupport of the action, the applicant relies on a single plea in law

alleging infringement of Article 7(1)(b) of Regulation 2017/1001.

10. In the first place, the applicant submits that the expression ‘block-
chain island is, as a concept, purely imaginative. Furthermore, it
takes the view that a negligible part of the relevant public knows of
blockchain technology and that the connection between that tech-
nology and the island of Malta has not been established. It adds that
the majority of professionals will not perceive the mark applied for
as being commonly used, or being capable of being used, in trade
for the presentation of the goods and services at issue.

11. In the second place, the applicant takes the view, in essence, that
the expression ‘blockchain island is not laudatory or promotional

198 FMR 2022/1



12.
13.

14.

15.

16.

Hazirlayanlar:
Zeynep Cagla USTUN — Dilan Sila KAYALICA

in connection with the goods and services at issue, that it has no
connection with those goods and services and that, to the extent that
it is understood as meaning that the island of Malta has become a
hub for blockchain technology, such a conclusion requires a cognitive
process in the mind of the relevant public. Furthermore, it submits
that the sign consisting of that expression, which is unexpected
and memorable, displays a certain originality in relation to those
goods and services, because the goods and services at issue have no
connection with blockchain.

EUIPO disputes the applicant’s arguments.
Article 7(1)(b) of Regulation 2017/1001 provides that trade marks

which are devoid of any distinctive character must not be registered.
Article 7(2) of Regulation 2017/1001 provides that Article 7(1) of
that regulation is to apply notwithstanding that the grounds of non-
registrability obtain in only part of the European Union.

For a trade mark to possess distinctive character within the meaning
of Article 7(1)(b) of Regulation 2017/1001, it must serve to iden-
tify the goods in respect of which registration is sought as coming
from a particular undertaking, and thus to distinguish those goods
from those of other undertakings (See judgment of 21 January
2010, Audi v OHIM, C398/08 P EU-C:2010:29, paragraph 33
and the case-law cited).

That distinctive character must be assessed, first, by reference to
the goods or services in respect of which registration is sought and,
secondly, by reference to the relevant public’s perception of the mark
(See judgment of 29 April 2004, Henkelv OHIM, C456/01 P and
C457/01 P EU:C:2004:258, paragraph 35 and the case-law cited).

The registration of marks made up of signs or indications that are
also used as advertising slogans, indications of quality or incite-
ments to purchase the goods or services covered by those marks is
not excluded by virtue of such use. For the purposes of assessing
the distinctive character of such marks, it is inappropriate to apply
to those marks criteria which are stricter than those applicable to
other types of sign (Judgments of 21 January 2010, Audiv OHIM,
C398/08 B, EU:C:2010:29, paragraphs 35 and 36, and of 12 July
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2012, Smart Technologiesv OHIM, C311/11 B EU:C:2012:460,
paragraph 25).

However, it is apparent from the case-law that, while the criteria
for the assessment of distinctive character are the same for different
categories of marks, the relevant public’s perception is not neces-
sarily the same in relation to each of those categories and that it
could therefore prove more difficult to establish distinctiveness in
relation to marks of certain categories as compared with marks of
other categories (See judgments of 21 January 2010, Audiv OHIM,
C398/08 P EU:C:2010:29, paragraph 37 and the case-law cited,
and of 9 March 2017, Puma v EUIPO (FOREVER FASTER),
1104/16, not published, EU:T:2017:153, paragraph 18 and the

case-law cited).

In that regard, it must be pointed out that the laudatory connotation
of a word mark does not mean that it cannot be appropriate for the
purposes of guaranteeing to consumers the origin of the goods or
services which it covers. Thus, such a mark can be perceived by the
relevant public both as a promotional formula and as an indication
of the commercial origin of goods or services. It follows that, in so far
as that public perceives the mark as an indication of that origin, the
fact that the mark is at the same time understood — perhaps even pri-
marily understood — as a promotional formula has no bearing on its
distinctive character (Judgment of 21 January 2010, Audiv OHIM,
C398/08 B, EU:C:2010:29, paragraph 45; see, also, judgment of
9 March 2017, FOREVER FASTER, T104/16, not published,
EU:T:2017:153, paragraph 19 and the case-law cited).

Furthermore, an advertising slogan cannot be required to display
‘imaginativeness’ or even ‘conceptual tension which would create
surprise and so make a striking impression’ in order to have the mini-
mal level of distinctiveness required under Article 7(1)(b) of Regula-
tion 2017/1001 (See judgments of 21 January 2010, Audiv OHIM,
C398/08 P, EU:C:2010:29, paragraph 39 and the case-law cited,
and of 17 September 2015, Volkswagen v OHIM (COMPETI-
TION), T550/14, EU:T:2015:640, paragraph 16 and the case-law

cited).
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Consequently, a trade mark consisting of an advertising slogan must
be regarded as being devoid of any distinctive character if it is liable
to be perceived by the relevant public only as a mere promotional
formula. By contrast, and according to settled case-law, such a
mark must be recognised as having distinctive character if, apart
from its promotional function, it may be perceived immediately
by the relevant public as an indication of the commercial origin of
the goods and services concerned (See, to that effect, judgments of
5 December 2002, Sykes Enterprises v. OHIM (REAL PEOPLE,
REAL SOLUTIONS), T130/01, EU:T-2002:301, paragraph 20,
and of 15 September 2005, Citicorp v OHIM (LIVE RICHLY),
T320/03, EU:T:2005:325, paragraph 66).

It is in the light of those considerations that it must be examined
whether, as the applicant submits, the Board of Appeal infringed
Article 7(1)(b) of Regulation 2017/1001 in finding that the mark
applied for was devoid of any distinctive character.

In the first place, as regards the relevant public, the Board of Appeal
pointed out, in essence, in paragraphs 13 to 17 of the contested
decision, that the goods and services at issue were aimed either
exclusively at the English-speaking professionals who used them or
both at the English-speaking general public and at English-speaking
professionals in the European Union, depending on their content
and subject matter.

The applicant submits, in essence, that the relevant public in the
present case consists of the general public and of professionals, among
which is the public consisting of blockchain specialists, and that it
is necessary to take into consideration that those latter consumers
who are specialists are the only ones who will have a higher level of
attention with regard to the sign at issue.

EUIPO disputes the applicant’s arguments.

In the present case, as regards the definition of the relevant public,
it is necessary, in the light of the goods and services at issue, to
uphold the Board of Appeal’s finding, which is set out, in essence,
in paragraphs 13 to 17 of the contested decision, that those goods
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and services are aimed either exclusively at the professionals who
use them or both at the general public and at professionals.

It is also necessary to endorse the Board of Appeal’s approach,
an approach which the applicant does not, moreover, dispute, of
referring, in accordance with Article 7(2) of Regulation 2017/1001,
to the English-speaking public in the European Union in order to
assess whether the mark applied for has distinctive character, since
the sign at issue consists of word elements from the English language.

As regards the relevant public’s level of attention, it must be borne
in mind that, according to settled case-law, a mark must enable the
relevant public to distinguish the product concerned from those of
other undertakings without conducting an analytical or comparative
examination and without paying particular attention (/udgment of 10
January 2019 v EUIPO, T 832/17, not published, EU:T:2019:2,
paragraph 26; see also, by analogy, judgments of 12 February 2004,
Henkel, C 218/01, EU:C:2004:88, paragraph 53, and of 7 May
2015, Voss of Norway v OHIM, C 445/13 B EU:C:2015:303,
paragraph 92).

It follows that neither the relevant public’s level of attention nor the
fact that the relevant public is a specialist one constitutes a factor
which is decisive for the purposes of assessing whether a sign has
distinctive character. Although it is true that the level of attention
of the specialist public is, by definition, higher than that of the
general public, it does not necessarily follow that a weaker distinc-
tive character of a sign is sufficient where the relevant public is a
specialist one (See judgment of 12 July 2012, Smart Technologies
v OHIM, C311/11 B EU:C:2012:460, paragraphs 48 to 50 and
the case-law cited).

Consequently, the applicant’s claim relating to the influence of the
relevant public’s characteristics on the degree of distinctiveness of
the mark applied for must be rejected, since it is ineffective.

In the second place, as regards the perception of the mark applied
for on the part of the relevant public as thus defined, the Board of
Appeal found, first, that the term ‘blockchain’ referred, in English,

to a digital database containing information, such as records of
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financial transactions, which could be simultaneously used and
shared within a decentralised, publicly accessible network. According
to the Board of Appeal, that term, which was first used in 2011,
had become synonymous with a decentralised secure transaction
technology and could be considered to be generic with regard to any
goods and services that used that technology. The Board of Appeal
added that the word ‘island’ referred to a tract of land surrounded
by water and smaller than a continent or something resembling an
island, especially in its isolated or surrounded position, and that it
could describe Malta in the European Union, as it described, for
example, Cyprus, the Seychelles, Bermuda, the Cayman Islands,
Jersey and the British Virgin Islands.

31. Secondly, the Board of Appeal found that the expression ‘blockchain
island’, taken as a whole, complied with the rules of English syntax
and grammar and conveyed the meaning of an island that is a hub for
blockchain technology. It found that that island could be understood
as referring to Malta. It stated that the references provided by the
examiner identified the connection between the island of Malta and
its role as a hub for blockchain technology companies. Furthermore,
it pointed out that it was apparent from the references provided both
by the examiner and by the applicant that many islands, including
Malta, had sought to create a regulatory environment that was favo-
urable to blockchain technology. Consequently, it stated that, since
Malta was well known for offering favourable fiscal and regulatory
conditions to businesses in general, those references bore out that
meaning. It found that the mark applied for would therefore be
understood by the relevant public as a promotional reference to the
status of an island as a hub for blockchain technology.

32. In order to reach that conclusion, the Board of Appeal took into
account, as is apparent from paragraph 22 above, the English-spea-
king public, which consisted either exclusively of professionals who
used the goods and services at issue or both of the general public
and of professionals. According to the Board of Appeal, as had
been found in a previous decision of EUIPO (See the decision of
20 March 2020, R 2070/2019 4, Blockchain KeyStore, paragraph
16), the professional public knew exactly how a blockchain worked
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and the general public knew that it was a secure system to store and
exchange data. The Board of Appeal stated that that technology had
implications for finance and trade in general.

Although the applicant does not dispute the definition of the term
‘blockchain’, it submits, however, in essence, that that meaning and
the implications thereof will be understood only by some of those
professionals, namely the public consisting of blockchain specialists,
which constitutes a negligible part of the relevant public. Further-
more, it argues that the decision of 20 March 2020, R 2070/2019
4, Blockchain KeyStore, to which the Board of Appeal referred, is
not relevant, since the case in question concerned computer software
and computer software platforms.

As regards the term ‘island’, the applicant submits that the Board
of Appeal did not take into account the third meaning of that term,
namely a reference to an isolated group or area. It adds that, in
essence, if the Board of Appeal had taken into account that meaning
and the fact that there are more than 450.000 islands in the European
Union, its conclusion relating to the relevant public’s perception of
the term “island’ might have been different.

As regards the mark applied for taken as a whole, the applicant
submits that the expression ‘blockchain island is, as a concept,
imaginative, because the notion of a ‘blockchain hub’ is fanciful
and metaphorical, since blockchain technology has no need of any
centralised control system. Furthermore, it takes the view that, in
order to reach the conclusion that the relevant public will perce-
ive the mark applied for as referring to the fact that the island of
Malta has become a blockchain hub, the Board of Appeal relied on
evidence which is either aimed at a negligible part of the relevant
public or is unsubstantiated. Consequently, first, it observes that
the evidence used by the Board of Appeal comes from specialised
online references. Secondly, it submits that that evidence does not
constitute concrete evidence justifying the conclusion that the sign
Blockchain Island is used, or is capable of being commonly used,
in trade for the presentation of the goods and services covered by
the application for registration.
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36. EUIPO disputes the applicant’s arguments.

37. It should be noted at the outset that, in order to assess whether
or not a mark has any distinctive character, the overall impression
created by that mark must be taken into consideration. That does
not, however, mean that each of the individual features of the get-up
of that mark may not first be examined in turn. It may be useful,
in the course of the overall assessment, to examine each of the
components of the mark concerned (See judgment of 25 October
2007, Develey v OHIM, C 238/06 B, EU:C:2007:635, paragraph
82 and the case-law cited).

38. It must, in that regard, be pointed out that the Board of Appeal
was right in finding, in paragraph 18 of the contested decision, that
the mark applied for was a combination of the terms ‘blockchain’

and ‘island .

39. As regards the term ‘blockchain’, it must be held, as the Board of
Appeal rightly pointed out and as is confirmed, in particular, by
the online dictionary mentioned in the contested decision, that that
term refers to a digital database containing information, such as
records of financial transactions, which can be simultaneously used
and shared within a large, decentralised, publicly accessible network.
According to the same dictionary, that term refers to the technology
which is used to create such a database, namely a decentralised secure
transaction technology, which is at the heart of virtual currencies.
That term, which was used for the first time in the abovementioned
sense in 2011, can be considered to be generic with regard to the
goods and services which use that technology.

40. The applicant’s argument that, in essence, only a part of the relevant
public, namely blockchain specialists, which corresponds to a negli-
gible part of the professional public, will understand the meaning of
the term ‘blockchain’ and will be able to envisage the implications
which that technology might have in the future cannot be accepted.

41. In that regard, it must be borne in mind that, according to settled
case-law, for a sign to be caught by the prohibition in Article 7(1)
(b) of Regulation 2017/1001, it is sufficient that a ground of refusal
exists in relation to a non-negligible part of the relevant public and
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that it is unnecessary, in that regard, to examine whether other con-
sumers belonging to the relevant public are also aware of that sign.
In addition, under Article 7(2) of Regulation 2017/1001, Article
7(1) of that regulation applies notwithstanding that the grounds
of non-registrability obtain in only part of the European Union
(See judgments of 15 December 2016, Intesa Sanpaolo v EUIPO
(START UP INITIATIVE), T 529/15, EU:T:2016:747, parag-
raph 55 and the case-law cited, and of 6 October 2017, Karelia v
EUIPO (KARELIA), T 878/16, not published, EU:T:2017:702,
paragraph 27 and the case-law cited).

In the present case, it must be stated that, first, the public consisting
of professionals, which is the public at which all the goods and servi-
ces at issue are aimed, is likely to understand the term ‘blockchain’.
The file relating to the proceedings contains evidence which illustrates
that certain islands, in particular the island of Malta, have established
an environment that is favourable to blockchain technology in the
hope of attracting undertakings. It is also apparent from the file
relating to the proceedings that service providers to go along with
the growth in blockchain technology initiatives have come into
being. Consequently, in the light of the nature of those goods and
services, the subject matter of which may also relate to blockchain,
it cannot be ruled out that the professionals at whom those goods
and services are aimed will be interested in blockchain technology
and will therefore have knowledge of the sector concerned.

Secondly, the Board of Appeal showed, in the contested decision,
that the meaning of the term ‘blockchain’ and its main characteristics
were easily accessible, and that included being easily accessible to
consumers who were part of the general public. As is apparent from
paragraphs 18 and 21 of the contested decision, that term appears
in an online dictionary and on websites. It is therefore probable that
the technology designated by that term is also known to some of
the consumers who are part of the general public (See, ro that effect,
judgment of 9 July 2010, Exalation v OHIM (Vektor-Lycopin), T
85/08, EU:-T:2010:303, paragraph 41).
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44. Tt follows from the foregoing considerations that at least a non-
negligible part of the relevant public will understand the term
‘blockchain’ as a reference to blockchain technology.

45. As regards the applicant’s argument that the general public and the
vast majority of professionals are not aware of the implications that
that technology might have, beyond financial and monetary affairs,
it must be stated, as pointed out by EUIPO, that, in addition to the
fact that the applicant itself admits that there is a certain familiarity
with that technology, the Board of Appeal showed, in the contested
decision, that the main characteristics of that technology appeared
in sources which are accessible to everyone.

46. So far as concerns the decision of 20 March 2020, R 2070/2019 4,
Blockchain KeyStore, which is mentioned in the contested decision,
it must be pointed out, as observed by EUIPO, that that decision
was referred to in order to stress that EUIPO’s decision-making
practice is consistent, but did not serve as a basis for the contested
decision. In that regard, it must be borne in mind that the decisions
concerning the registration of a sign as an EU trade mark which
EUIPO take under Regulation 2017/1001 are adopted in the exercise
of circumscribed powers and are not a matter of discretion. Accor-
dingly, the legality of decisions of the Boards of Appeal must be
assessed solely on the basis of that regulation, as interpreted by the
EU judicature, and not on the basis of a previous decision-making
practice (Judgments of 26 April 2007, Alcon v OHIM, C 412/05
P EU:C:2007:252, paragraph 65, and of 3 July 2013, Warsteiner
Brauerei Haus Cramer v OHIM — Stuffer (ALOHA 100% NATU-
RAL), T 243/12, not published, EU:1:2013:344, paragraph 43).

47. As regards the term ‘island’, the Board of Appeal was also right in
finding that it referred, according to the online dictionary mentioned
in the contested decision, to, inter alia, a tract of land surrounded
by water and smaller than a continent. That term could also mean
something resembling an island, especially in its isolated or surro-
unded position, or an isolated group or area, especially an isolated
ethnological group.
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The applicant’s argument that the Board of Appeal did not take into
account the third meaning of the term ‘island’, namely a reference
to an isolated group or area, or the fact that there are more than
450.000 islands in the European Union, with the result that there is
therefore less of a probability that the relevant public will attribute
the term island to Malta, cannot succeed. In that regard, first, it
must be pointed out that it is true that the word ‘island’ has other
meanings in English and that the assessment of whether a sign in
respect of which registration as a mark is sought has distinctive cha-
racter cannot be carried out by taking into account only the most
likely use of that sign, but must take into consideration all the likely
uses of the mark applied for, that is to say, those which are capable
of being significant in practice (See, to that effect and by analogy,
judgment of 12 September 2019, Deutsches Patent- und Markenamt
(#darferdas?), C 541/18, EU:C:2019:725, paragraph 33).

However, in the present case, it must be pointed out that it is not in
any way apparent from the case file that the meaning put forward
by the applicant is a likely meaning of the term ‘island’. That term,
when it is associated with the term ‘blockchain’, refers, as is apparent
from the references in the file relating to the proceedings, to isolated
territories surrounded by the sea, which offer favourable conditions
for blockchain technology and have become host countries for that
technology. It follows that the meaning of the sign at issue on which
the applicant relies is not, in the present case, capable of being sig-
nificant in practice, for the purposes of the case-law referred to in

paragraph 48 above.

Secondly, it must be pointed out, as observed by EUIPO, that the
Board of Appeal referred to Malta by way of example. In paragraphs
20, 22 and 25 of the contested decision, other relevant islands
were also mentioned, such as Cyprus, the Seychelles, Bermuda,
the Cayman Islands, Jersey, the British Virgin Islands, Jeju or the
Bahamas. Furthermore, it must be stated that a number of references
mentioned by the examiner, to which that decision refers, mention
the connection between the island of Malta and its role as a hub
for blockchain technology. Consequently, it must held that the
island of Malta is referred to solely in its capacity as an island in the
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European Union which provides an environment that is favourable
to blockchain technology.

51. The combination of the terms comprising the expression ‘blockchain
technology’, a combination of terms which is grammatically correct
in English, will be understood by the relevant public as meaning
‘island constituting a hub for blockchain technology’. That is shown,
in particular, by the references mentioned by the examiner, to which
the Board of Appeal referred, which make it possible to conclude
that that expression is used to refer to the fact that certain islands
have become hubs for blockchain technology. It is apparent from
the websites mentioned by the examiner, which predate the filing
date of the mark applied for, that the island of Malta has received
the name of ‘Blockchain Island’, since Malta claims to be the first
jurisdiction in the world to have adopted blockchain technology
regulations, and that it has already attracted the two largest crypto-
currency exchanges to its territory. It is also apparent from those
sites that, thanks to the progressive stance which Malta has taken
with regard to blockchain, it has become a hub for technological
development, hence the name Blockchain Island. Furthermore,
according to the same sites, the island of Malta, which is also cal-
led ‘Blockchain Island , has adopted laws which are favourable to
blockchain technology, ranging from company registration to taxa-
tion, with the aim of attracting undertakings so that they establish
themselves in its territory.

52. In that context, the expression ‘blockchain island’, which has a clear
meaning and complies with the rules of English grammar, conveys
the overall message that, in purchasing goods and services such as
those at issue, the consumer will enjoy the advantages connected
with an environment that is favourable to blockchain technology.

53. Contrary to what the applicant claims, the Board of Appeal estab-
lished, in the contested decision, that the meaning of the expression
‘blockchain island was easily accessible to the relevant public. It
must be pointed out, as the applicant admits, that the websites
mentioned by the examiner also include sites which are known to
the relevant public. Furthermore, those sites are directly accessible
on the internet and, as is apparent in particular from the evidence
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provided by the applicant, may be known of by means of searches
carried out via one of the search engines that is most frequently used
by internet users, including people who do not have any particular
knowledge. Thus, through information disseminated by the media,
the less well-informed section of the relevant public is also likely to
become aware of that expression (See, ro that effect and by analogy,
judgment of 9 July 2010, Vektor-Lycopin, T 85/08, EU:1:2010:303,
paragraph 42).

As regards the evidence which the applicant submitted relating to
the geographical distribution of the audiences of the websites menti-
oned by the examiner, it must be stated that, in addition to the fact
that it post-dates the filing date of the application for registration,
it does not make it possible to draw conclusions with regard to the
relevant public, namely the English-speaking professionals and the
English-speaking general public in the European Union, since, as
the applicant itself states, no indication of the number of visitors
to each site is given.

The Board of Appeal was therefore right in finding, in paragraph
25 of the contested decision, that the relevant public will perceive
the sign at issue, taken as a whole, as a promotional reference to the
status of an island which constitutes a hub for blockchain technology.

The applicant’s other arguments are not capable of calling that
finding into question.

First, it is necessary to point out, as regards the applicant’s argument
that the expression ‘blockchain island’ is, as a concept, imaginative,
because the notion of a ‘blockchain hub’ is fanciful and metapho-
rical, since blockchain technology has no need of any centralised
control system, that that argument is irrelevant. It must be stated,
as the Board of Appeal observed, that although that technology has
no central authority, as is apparent from the websites mentioned
by the examiner, to which that Board of Appeal referred, islands
which are favourable to blockchain technology have sought to
create an attractive environment for undertakings. Consequently,

the Board of Appeal did not err in finding that the mark applied
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for constituted a promotional message referring to the status of an

island as a blockchain hub.

58. Secondly, as regards the use of the expression ‘blockchain island
on the market, it must be stated that the Board of Appeal found, in
paragraph 19 of the contested decision, that the term ‘blockchain’
was generic with regard to the goods and services that used that tech-
nology. It must also be pointed out that the Board of Appeal found,
in paragraph 21 of that decision, that that expression was used to
refer to islands which had a role as a hub for blockchain technology
companies. In that context, it must be stated that, contrary to what
the applicant submits, that expression is likely to be used in trade in
order to explain the nature of the goods and services at issue, namely
goods and services that go along with blockchain technology and
are offered to consumers from an island with an environment that
is favourable to that technology, and not in order to designate the
commercial origin of those goods and services.

59. In the third place, as regards the distinctive character of the mark
applied for with regard to the goods and services at issue, the Board
of Appeal found that, in accordance with its meaning, the sign at
issue would be perceived as a clear promotional message of direct
relevance to those goods and services, the specification of which
did not preclude that they related to blockchain technology. It sta-
ted that, in every island context, that mark would be understood
as a promotional reference to the status of the island as a hub for
blockchain technology. According to the Board of Appeal, that mark
merely conveyed to the relevant public the promotional message
that the island, in the present case, Malta, on which the appli-
cant was based, offered a specific legal and regulatory framework
for blockchain technology, which was the subject matter of the
publications in Classes 9 and 16, the conferences, workshops and
training in Class 41, the legal, paralegal and registration services in
Class 45 and the business, advisory, marketing, management and
recruitment services in Class 35. Furthermore, it added that that
mark was expressed using words in their ordinary meaning and
contained nothing that was memorable, such as a play on words, a
rhyme, a subliminal message, unusual syntax, an image or a symbol,
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and would not trigger any particular cognitive process on the part of
the relevant public. It concluded that the mark at issue was devoid
of any distinctive character within the meaning of Article 7(1)(b)
of Regulation 2017/1001.

The applicant submits, first, that the mark applied for is not lauda-
tory or promotional in relation to the goods and services at issue,
secondly, that it has no connection with those goods and services
and, thirdly, that, to the extent that it is understood as meaning that
the island of Malta has become a hub for blockchain technology,
such a conclusion requires a cognitive process in the mind of the
relevant public. Furthermore, it argues that that mark displays a
certain originality in relation to those goods and services, as it is
capable of being perceived as surprising and unexpected and, at the
same time, as memorable, because the goods and services at issue
have no connection with blockchain. Consequently, it takes the
view that the Board of Appeal erred in finding that the mark applied
for was devoid of any distinctive character within the meaning of

Article 7(1)(b) of Regulation 2017/1001.
EUIPO disputes the applicant’s arguments.

In the present case, in the light of the foregoing, it must be held
that a non-negligible part of the relevant public will understand
the expression ‘blockchain island as designating an island which
constitutes a hub for blockchain technology. In accordance with
that meaning, and in the light of the references mentioned by the
examiner, to which the Board of Appeal referred in the contested
decision, references according to which certain islands provide a
favourable regulatory and fiscal environment for blockchain techno-
logy in the hope of attracting undertakings and according to which
service providers are available in order to enable those undertakings
to benefit from that environment, the sign at issue conveys, in
connection with the goods and services covered by the application
for registration, a laudatory message highlighting positive details,
namely that those goods and services are marketed or provided
by experts on blockchain technology in an environment which is
favourable to that technology.
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63. Asregards the ‘legal advice; legal services; legal consultancy services;
advisory services relating to the law; legal research services; licensing
services; paralegal services; registration services (legal); intellectual
property services; company registration services; /ega[ z'nformatz’on
services; domain names (registration of -) [legal services]; legal assis-
tance in the drawing up of contracts; legal services in relation to the
negotiation of contracts for others; legal consultation in the field of
taxation; legal document preparation services; legal investigation
services’ in Class 45, it must be held that, in so far as those services
are connected with blockchain technology, the sign at issue conveys
at most a laudatory message which is intended to highlight the
positive qualities of those services, namely that they provide legal
expertise with regard to blockchain within a legal and regulatory
framework which is itself favourable to that technology.

64. So far as concerns the ‘training services; provision of online trai-
ning; arranging conferences, workshops, and seminars; publication
of training materials; arranging and conducting of conferences’ in
Class 41, the sign at issue conveys the laudatory message that those
services, which may relate to blockchain technology, are provided
on an island which is a hub for blockchain technology.

65. With regard to the ‘electronic publications (downloadable) in Class
9, the ‘printed periodical publications; directory paper; printed
matter; instructional and teaching material (except apparatus);
printed publications’ in Class 16 and the ‘advertising; management
consulting; career information and advisory services; recruitment
services; public relations; market studies; providing commercial
directory information via the Internet; conducting, arranging and
organising trade shows; business networking services; professional
recruitment services’ in Class 35, which may also relate to blockchain
technology, the sign at issue conveys the laudatory message that
those goods and services are intended for or provided by specialists
involved in initiatives relating to blockchain on an island which is
favourable to that technology.

66. Asregards the ‘networking software’ in Class 9, the sign at issue will
be perceived by the relevant public as highlighting the positive aspect
that it is expressly designed for blockchain technology.
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The Board of Appeal was therefore right in finding, in essence, in
paragraph 26 of the contested decision, that the mark applied for
merely conveyed a laudatory and promotional message, the purpose
of which was to highlight the positive aspects of the goods and

services at issue.

The Board of Appeal was also right in finding, in paragraphs 27 and
29 of the contested decision that the mark applied for consisted of
words which, in their ordinary meaning, contained nothing that was
memorable and would not trigger any particular cognitive process
on the part of the relevant public. Contrary to what the applicant
submits, although, in accordance with the case-law referred to in
paragraph 18 above, a mark can be perceived by the relevant public
both as a promotional formula and as an indication of the commer-
cial origin of the goods it covers, the sign applied for, as a whole,
does not comprise any elements which might, beyond its laudatory
promotional meaning, enable the relevant public to memorise it
easily and instantly as a distinctive mark for the goods and services
covered by the application for registration. In the present case, the
sign at issue is a promotional slogan, because it extols a quality of the
goods and services in question, namely the fact that, in purchasing
them, the average consumer will enjoy the advantages connected
with an environment which is favourable to blockchain technology.
It does not contain any elements which might, beyond its promoti-
onal meaning, enable the relevant public to memorise it easily and
instantly as a distinctive mark for those goods and services.

Consequently, in view of the foregoing considerations and in the
light of the information in the case file, the applicant cannot main-
tain that, since the sign at issue has no connection with the goods
and services in question, the relevant public will not perceive it as
conveying a promotional message regarding those goods and servi-
ces. In the light of the meaning of that sign and in the light of the
nature of those goods and services, the Board of Appeal was right
in finding that it could be understood by the relevant public, in
an island context which is favourable to blockchain technology, as
conveying the promotional message that those goods and services
are provided within a legal and regulatory framework which is
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favourable to blockchain technology. In that regard, it is sufficient to
point out that, as is apparent from paragraph 51 above, the islands
which are favourable to that technology have created advantageous
regulatory and tax conditions, ranging from company registration
to taxation, which are accompanied by an increase in the number
of relevant service providers.

70. Furthermore, in contrast to the case which gave rise to the judg-
ment of 20 September 2019, Multifit v EUIPO (real nature) (T
458/18, not published, EU:T:2019:634), on which the applicant
relies and in which it was held that the word sign real nature was not
laudatory or promotional with regard to, inter alia, the services of
‘advertising and ‘marketing in Class 35, since they did not have a
direct connection with nature, it must be stated that, in the present
case, such a connection cannot be ruled out, since the promotion
of blockchain technology is capable of being the subject matter, as
the Board of Appeal rightly found, of the ‘advertising’ services in
Class 35.

71. It follows that the mark applied for is devoid of any distinctive
character with regard to the goods and services at issue and that the
Board of Appeal was right in refusing to register that mark on the
basis of Article 7(1)(b) of Regulation 2017/1001.

72. 'The applicant’s single plea must therefore be rejected as unfounded.

73. It follows from all of the foregoing that the applicant’s action must
be dismissed in its entirety.

Costs

74. Under Article 134(1) of the Rules of Procedure of the General
Court, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party’s pleadings. Since
the applicant has been unsuccessful, it must be ordered to pay the
costs, in accordance with the form of order sought by EUIPO.
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On those grounds,

THE GENERAL COURT (Second Chamber)

Hereby:

1. Dismisses the action;

2. Orders Setarcos Consulting ltd. to pay the costs.

Tomlijenovi¢ Schalin Nomm
Delivered in open court in Luxembourg on 13 October 2021.
E. Coulon M. van der Woude

Registrar President
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